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Non-compliant amendment, treatment of................ 714
After final rejection, entered in part..........cc.ce..... 714.20
Applicants must Sign .......cccvevveverercrererenees 714.01(a)
AL allOWANCE. ......cviiiiiiieee e 714.15
Attorney not of record..........ccceceevveinnenn, 405, 714.01(c)
Basis in disclosure ........c.ccoovveiiiiiiiinins 608, 706.03(c)
......................................................... 2163.03, 2163.07
Before first action............ccccoeveienae 608.04(b), 714.01(e)
Board rejection avoided ...........ccccceeeieinnncnnnnn, 1214.01
By replacement paragraph or section ..........ccccceeveuee. 714
By substitute specification ............c.ccoceevriiieiencnenn 714
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Amendment-- Amendment

Sec. No.
Canceled matter restored ..........cccccevvevnenen. 608.01(s), 714
Canceling all claims................ 706.07(h), 711.01, 714.19
Canceling appealed claims................ 1215.01 to 1215.03
Claim added, terminology basis..........ccccceeuee 608.01(0)
......................................................... 2163.03, 2163.07
Claim numbering ............ 608.01(j), 1302.01, 1302.04(9)
Claims
Added in excess of number of claims previously paid
(0] SO 607, 714.10, 714.16(c)
Clean Version ..........cceceeevvevvveennnenns 714,714.13,714.16
Marked-up VErSioN.........cccoevviniiineccnescns 714
Status 1dentifiers........ocoovveiieneiienc e 714
Complete reply required ........cccevvervennene 714.02, 714.04
Consolidating pending claims.............c.c....... 714,714.13
.......................................................................... 714.16
COPIEI COPIES ..ttt 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance............cccccevevenene 714.15
D-10 notice preceding........c.cocevervrereieneneeseneennens 130
Date of receipt.......cccceevvivrivinnnnns 505, 710.01(a), 714.18
Date stamp
Office date .......cceevvvvevesnnnnn, 505, 710.01(a), 714.18
TC receipt date .......cccooevevineiiiieee e 714.18
DeClaration..........coocevevenenesieecee e 602.01
Defective, directions for entry ..........ccccoccoceneenen. 714.20
Delivered to wrong Technology Center................ 508.01
Discharged attorney or agent.........c..cceevevvereiernns 714.19
Disapproval of preliminary amendment ........... 714.01(e)
.................................................................... 1002.02(d)
Disapproval of second or subsequent reply ......714.03(a)
DiSCOUIMEOUS .....vvveviiiieiiieiecee e 714.19, 714.25
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01
In reissue application.........cccccvvecveveveieicneiennens 1413
Drawing, diSposition ..........cccceveveienenenenennn 608.02(x)
Drawing, new matter..........cc.ccoeeverennennn. 608.04, 714.19
D0 0] T L= 719.01(a)
Easily erasable paper forbidden............... 714.07,714.19
Entered in Part........ccoooevenneninene e 714.20
Entered in part, after allowance, 37 CFR 1.312
...................................................................... 714.16(e)
ENNY oo 714.18, 719.01(a)
Entry denied........ccccoovvniiiiennn. 714.17,714.19,714.21
Appeal Case........cocevevenireiiee e 1206, 1214.07
Drawing COrrection ..........ccoevevevvreneiescneenens 608.02(x)
Drawing New Matter .........ccceevererinenencneneens 608.04
) 714.19
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Sec. No
Paper NUMDEY ..o 714.21
Period for reply expired .........ccccooeveiineneiiniennen 714.17
Preliminary amendment ............cocoovvneinnnenn. 714.01(e)
Second (or subsequent) supplemental reply.. 714.03(a)
Substitute specification unnecessary..... 714.19, 714.20
Unduly interferes with preparation of Office action
............................................................. 714.03(a)
ENtry direCtionS .......cooevveiiiiiiiecc e 714
DEfeCtiVE. ... 714
Entry inadvertent...........ccocvvevviveieiesene e 714.21
Entry in ex parte reexamination.............cc.cceeeveeneane. 2234
Entry in inter partes reexamination............c.cc.cceueu.e. 2670
Examiner’s (See Examiner’s amendment)
Excess claims added............ccocervrernee. 714.10, 714.16(c)
FacsSimile .....oviiieiie e 502.01
Fees, additional .............ccoovvvvnniiiecicieccens 710.02(c)
File wrapper endorsement............cc.cccue..e. 714.18, 719.01
Filed with application............cc.cccvereincinennns 601.01(a)
Formal matters, compliance with ............cc.cccoeene. 714.02
FUIlY reSPONSIVE ....c.vevviecieciiceceee e 714.02
HEAAING ...evvciecicc e 502
Immediate iNSPECLION .......cccvvviveieicee e 714.05
IMproper SigNature .........ccoceeeveneneneeiereee e 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification........c.cccecvviviv i 714.01(a)
INACCUIALE ......eveiecircie e 707.07(h)
Incomplete reply......ccccoeiiiiiciinne 711.02(a), 711.03(a)
........................................... 714.02 to 714.04, 2266.01
.............................................................. 2666.30, 2671
Time for completing.........ccccovevnnne. 710.02(c), 714.03
.................................................. 2266.01, 2666.30
Increasing claims in excess of number of claims
previously paid for..........ccceevnnene. 714.10, 714.16(c)
Ink, NOt Permanent ............ccccoevvinennienenecseee 714.07
Inspection by eXaminer ..........ccocoevverernienenisennen, 714.05
Inventorship (See Correction of inventorship)
Jurisdiction of application not with examiner ....... 714.16
................................................................ 714.19, 1305
LAt i 710.02(d), 711, 714.17
Literature citation in specification................... 608.01(p)
Manner of Making ........ccccovveveievini s 714
Motion under 37 CFR 41.208(c)(2), Application in issue
..................................................................... 714.16(b)
Name change on file wrapper.......... 605.04(c), 719.02(b)
New matter.......ccceverervrennn 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ................... 714
........................................................................ 1302.04



INDEX

American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Nonentry (See also Amendment: Entry denied) ... 714.19
Not entered........coovvvveneiinieneireseceee 714.19,714.21
Not fully responsive...........ccccoceverennas 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........cccccoveieieicic e 602.01
Objectionable remarks............ccccceverveunnne. 714.19, 714.25
OF ClaIMS.....ooi e 714
Of SPecification...........cccviriiriniie e 714
Office date stamp.....ccccceervrennen. 505, 710.01(a), 714.18
Paper NUMDE .........cccviveieice e 714.18
Patentability pointed out.............ccceenenne. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.ccocvevernnne. 714.07,714.19
Petition NON-entry ........ccccevvevevevene e 1002.02(c)
Plant application ..........ccocovvveveienieneie e 1610
Post Office address, Applicant...........ccccoeeienenee. 605.03
Preliminary ... 506, 714.01(e)
Canceling all claims..........cccccccevuenne. 601.01(e), 711.01
Denial of entry.....cccovevvvvceiecceccecce s 714.01(e)
EXCESS ClaimS.......covvirieiierieiceee e 506, 714.10
Filed with application ...........c.ccooeviiiiiinine 714.01(e)
Manner of making ..........ccoceeeeveneinnnecneen, 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application...........cc.cccovvvviiiiieicneiese, 1121
Referred to in oath/declaration .............. 601.01(a), 602
To lessen filing fee .....ccooeviiiciic 607
Ratification
Signature defective ........ccccovvvevvveiccccecen, 714.01(a)
RECEIPL...cvvveiieieiree s 501 to 505, 511, 512
Received after allowance..............ccc...... 714.15, 1303.01
Reexamination ...........cccccoeevevnrennne. 2250, 2666.01, 2672
REISSUE.....ccivieci et 714, 1453
Requirements of ..o 714.02
Residence change.........cccoccvvveiecvcieciiciesenes 719.02(b)
RESPONSIVE .....oviiiieiiieiieeeee e 714.02, 714.04
Return, after entry on file wrapper.........c.cc.ccoe... 719.01
RibbON COPY ..o 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ........cccoocevereiinenieinnne. 714.18
Signature improper .........cc.ccoeeenenne 714.01(a), 714.01(c)
...................................................................... 714.01(d)
Signature MisSing........cocoovvereienensienenee e 714.01(a)

Sec. No.
Signature required .........cccoevereneninenice e, 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner .... 714.13, 714.16, 714.18
Supplemental...........ccoeoiiniii 714.03(a)
Support by original claim............ccccoeeiienneen. 608.01(1)
Telephone NUMbBEr.......ccccovveverivcreieine 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file .............c.cc.cceee. 508.03
UNSIGNE ... 714.01(a)
Ratification of ......c.cccooevvvirnnnn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:

Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
Analogous Art .......ccccevevenienn. 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ..., 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........ccoceeveererncnienn 707.07(f)
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVercome ........ccocvvveverenene s, 2132.01
ANalogous art ........cceeveveeverenene e 1504.02, 2131.05
Definition Of ..o 2131
GeNUS-SPECIES ..ot e 2131.02
Generic chemical formula..........cccccooeviiiinnnne. 2131.02
Meaning of
“BY Others”......ooeiiiiieee e 2132
“IN this COUNTIY” ..o 2132
“KNown Or USed”.....ccooovevieieieesienienine 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period .......ccocvevvevevvereresenesesensennns 2133
On sale (See On sale)
Ranges claimed ..........ccoovoiiiiiiiiiiie s 2131.03
Rejections based on publications and
PALENTS ..ot 2133.02
Prima facie Case ......c.cccovvveveieneneie e 2132.01
Public use (See Public use)
Secondary considerations, evidence of................ 2131.04
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A.P.C. publications-- Applicant

Sec. No.

A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)

Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(g)
APPEAL ... Chapter 1200
ADandonmeNt..........ccoviviirriiie s 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoeevniinencnnn 1203
Affidavit after appeal ...........c.c...... 1206, 1208, 1211.03
Amendment after examiner’s answer ...........c.......... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1206
Amendment for purpose of ............ccce...e. 714.12,714.13
Amendment makes application allowable ............... 1206

Answer, Examiner’s (See Examiner’s answer)

BrIET o 1206
In ex parte reexamination...........ccccecevevereresvnnne. 2274
In inter partes reexamination................ 2675, 2675.01
IN TRISSUE ...t 1454

BY Patent OWNEr .........ocvvvieieeeree e 1204

Cancellation of withdrawn claims ..............c.c.... 1214.05

Civil Htigation.........cccovviviiciiece e 1216.02

Claims copied from patent, time limit .............. 710.02(c)

Claims included .........cocovvvevceeiiiccieene, 1205, 1205.02

Composition of the Board...........cccccvervienenicninnns 1202

Concurrently with interference .........ccccoceevvvrnnenn 1210

Concurrently with prosecution before examiner...... 1210

Conference........ccooeveiineiicieeneee 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677

Correspondence address for litigation......... 501, 1216.01

COUIM et 1216

Court, Federal Circuit.........cccoovivviernienereiienas 1216.01
Of an inter partes reexamination................ 2682, 2683

Decision by Board ...........ccccooiiiiiiiiiniiiieieee 1213
Of an inter partes reexamination................ 2681, 2682

DiSMISSAL...c.viviiiieiieeree e 1215.04

EXaminer revVersed ........c.coceevveneinenecsenienennen, 1214.04

Examiner sustaingd..........ccccooeveninienininnennine 1214.06

EXamINer’s anSWEN...........ccooevireninieneeie e 1207

Failure to prosecute appeal ..........ccocoovereniniennn 1215.04

Fee (See also FEe)...cccevvrvrvrverinnnn. 1204, 1204.01, 1205

From Board decision..........c.ccoeevreinnne. 1216 to 1216.02

Inter partes Reexamination..............cccc....... 2674 to 2680
FIOWChArtS ......oovviiiiiieeee e 2601.01

INErOdUCTION. ... 1201

JUNISAICTION.....viicec e 1205.03, 1210
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Sec. No.
Matter subject t0........ccccvveeveriennennn. Introduction, 706.01
Multiplicity rejection..........c.ccovereeneicnnnnnn 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWET . 1207.02, 1207.03, 1208
New matter affecting claim..........ccccooeeeienins 608.04(c)
NOEICE OF . 1204
Oral hEariNg......ccovvereiii e 1209
Reexamination, eX parte .........ccccceeevevivvvsnennnnnn, 2276
Reexamination, inter partes.........ccccocvevvevvvsennnnn, 2680
Order for complianCe .......ccccoveveveviieie e 1210
Patentability report Case ........cccoceveeieicrencennns 705.01(a)
Primary examiner’s attention ...........c.c.ccoeevveneenen. 1004
Procedure after Board decision ................. 1214, 1214.01
...................................................... 1214.03 to 1214.07
Protestor participation ...........ccccocevevivviesnsnnnnnnns 1901.07
Publication of Board decision .............cc.ccocevenens 1213.03
Real party in interest ........c.ccccoovvevnnne. 1205.02, 1207.02
Rehearing by Board............ccoceovenennn. 1214.01, 1214.03
Reexamination, ex parte.........ccceveverereneseseennenns 2273
Reexamination, inter partes..........c.ccoe...e. 2674 to 2680
Remand by Board.............cccceeevvvennnenn, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ...........ccoccooviiiinnnnns 1216.01
Remanded application made special ..................... 708.01
Reopening of prosecution........... 1207.05, 1208, 1214.07
..1211.01, 1213, 1213.02, 1214.01, 1214.04, 1214.07
Reply brief to examiner’s answer...........cc.ccoceevevane. 1208
Requirement by board to address matter .................. 1212
Secrecy order application ...........cc.ccoeevnenae 130, 1304.01
SIR @pPliCatioN.......cceieiiiicirice e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief.......c.cccoveviviiinnnn, 1207.02
Supplemental examiner’s answer .............. 1207.05, 1211
Suspension pending civil action or federal circuit appeal
inrelated Case ......cvovvveieieree e 1213
Time for filing brief...........cccooii 1205.01
Withdrawal..............ccceu.een. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ...........ccccoeveviviivinennn, 1207
Withdrawal, partial...........c..cccoceervenennnn. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................. 608.05, 1121
Appendix, multiple claim Sets .........ccooveveieveriercneiee 1121



INDEX

Applicant--Application

Sec. No.
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification .............cccccceeveneane. 711.04(c)
Administrator or executor......... 409 to 409.01(f), 605.05
Age, special Status.........ccceveieieiiiineeieeee e 708.02
CItiZENSNIP ..o 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
DiSCOUMESY ..o 714.19, 714.25
Health, special status..........ccccoevrivevereeierercienens 708.02
[ =TT S 409.01(a), 409.01(d)
International application .............ccccocevinennne 1805, 1810
.................................................... 1817.01, 1820, 1821
JOINt oo 201.02, 201.03, 2137.01
Mailing address.........ccoceoevereieneriiienese e 605.03
Name change ........cccccevevevenninnnnns 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address ........cocoverereneiene e, 605.03
Power t0 INSPECL.......ccovvererire e 104, 106
Reply (See Amendment; Reply)
REQUIrEMENTS ....ovvvvcecececee e 2137.01
RESIAENCE ..ot 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature.......cccoceveeveeenne 605.04(a), 605.04(e), 605.04(f)
Small entity Status.........covereiirenciiec s 509.02
SOIE o 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure...........c.ccccoevvinenne, 608.01(b)
Acceptance of 37 CFR LA7 ..., 409.03(h)
Acknowledgment..........cccoeveieinninnneinne, 502.05, 503
AdAress MiSSING .....ccoveiverirererireseee e 403
Allowable except as to form .................... 706, 710.02(b)
Allowed
Definition.......ccccvvviiieie e 203.04
File wrapper data.........cccocevvnievvninniesnsiesnenns 1302.09
Ordering......ccccevevesiese e 1306.03
REJECLION......ccvieiieiiceee e 706.05, 1308.01
Amended definition ... 203.03
AITangement ......c.ccvevvvveieienee e 601, 608.01(a)
Design application ................... 1503, 1503.01, 1503.02
Assigned (See also Assignee; Assignment)
AACCESS ..ttt 106
ATOWANCE. ... 307
Conflicting subject matter........ 706.02(f)(2), 706.02(K)
706.02(I) to 706.02(1)(3), 706.03(k), 822,

Sec. No.

2304.05
Inventor deceased..........ccovevrereineniicrienen 409.01(e)
Assignment for examination
Office of Initial Patent Examination (Office of Patent

Application Processing) .......ccccoevevverenerennens 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center

for examination .........cc.ccecvvvnins 504, 903.08, 903.08(e)
Background of the invention...........cc.cccceeeine 608.01(c)
Best mode........cccoevviviveieice e, 608.01(h), 706.03(c)
Brief description of the drawings...........c..c........ 608.01(f)
Brief summary of the invention........................ 608.01(d)
British English spellings..........ccccovvveniineiiennn 608.01
Certified COPY ..o 608.01
Claim omitted.......cccoooveviiiiiiiceseceeee e, 601.01(e)
Claim terminology .......ccccovvvevivcieieerese e, 608.01(0)
Claims ......cccvvvrvenrinnnns 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02()(2), 706.02(k)

.............................................. 706.02(1) to 706.02(1)(3)
.................................................................. 709.01, 822
Completeness .................. 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant............cc.cccovevnne. 709.01, 804
.................................................................. 822, 822.01
COoNENt ..ot Chapter 600
Continuation (See also Continuation) .................. 201.07
Continuation-in-part
(See also Continuation-in-part)..........ccccceevvennnns 201.08
DESIGN ... 1504.20

Continued prosecution (CPA) (See also Continued
prosecution application (CPA))

DeSIgN .evviviviice 201.06(d), 1502.01
Continuity between applications ............cccocevnnne. 201.11
Control 0f aCCESS ....oovvrvviriiireccrcins 101, 103, 106
COPENABNCY ...t 201.11
Copending, Design........cccccoveirereinenieineieiennes 1504.20
Correction of inventorship ..........ccccoevvrinennne, 201.03
Cross-noting

Data of parent application in file wrapper or PALM

bib-data sheet or PALM database............ccccenene.

.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating ................. 201.11
Foreign application, file wrapper/history notation

................................................................... 202.03
Foreign application, oath....................... 201.14, 202.04
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Application-- Application

Sec. No.
Description of the related art..............cccccvevnenee. 608.01(c)
Design (See Design application)
Detailed description ...........ccccceveveieieneneiennn, 608.01(g)
DiStribDULION ... 508
Divisional (See also Divisional application)......... 201.06
DESIGN ..ttt 1504.20
Drawings, NECESSAY ........ccevverrrrrareeeereereesrenns 601.01(f)
MisSing fIQUIES .......oovviiiiiicce e 601.01(g)
Effective filing date .........ccccoovvrennn, 706.02, 706.02(a)
Electronic submission of (EFS-Web) ................... 502.05
English language..........ccooveverieniiieneenee, 608.01
EXamination........cccccovevevevcnc v, Chapter 700
EXAMPIES.....oiiiiiiiiiec e 707.07(1)
Facsimile transmission...........ccocooeverinienieieneene. 608.01
Fee, filing (See also FEe) ... 607
Field of the invention............ccccecveniiiinnnnn. 608.01(c)
File wrapper continuing (FWC)........cccoevveene 201.06(b)
Filing date.......ccocoovveiviencieneen, 201.11, 503, 505, 511
EFS-WED ..ottt 502.05
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ......c.cocceevvvvvrivsenarnne 707.02, 708.01
FONT. e 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMM L Chapter 600
Government-owned
SPECIAL ...t 708.01
Incomplete .....cocovvvevievciecece 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition.......cccovoeiiiiiice e 203.06, 506
Informal ........ccooiiiii 506, 702.01
DefiNitioN.....cccocviieeee e 506
Primary examiner’s attention required ................. 1004
SEArCh ..o 702.01, 704.01
SPECIAl ...veiiiie 708.01
INSPECLION. ..ottt 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
INvalid 0ath ........ccooeiiic s 604.06
Issue fee not paid (abandoned) .........ccccccoeenee. 711.03(c)
Issue simultaneously with another application ... 1306.02
JUFISICTION....cveeee e 1305
Mode of Operation..........ccoceevvveriinineiiene 608.01(h)
National application...........ccccecevvivevieieeicre e 201
National stage application............ccccoceveieiiinnnnnnn, 201
New, definition ........cocccevvvvivieicei e, 203.01
Nonprovisional ..........cc.ccoeenereene. 201.04(a), 506, 601
NUMDET oo 502, 503, 506
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I-10

Sec. No.
Status of application using ..........ccccceeevvrienene 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(g)
Ordered examination.............ccoc...... 707.02, 708, 708.01
Overlapping
Common ownership ................. 706.02(f)(2), 706.02(k)
....................................... 706.02(1) to 706.02(1)(3)
.................................... 709.01, 715.01(b), 804.03
........................................................................ 822
Same applicant.........cccocevevivieiiinnnnne 709.01, 804, 822
................................................................... 822.01
Subject to joint research agreement ........ccccceeeveevenene
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ADSEraCt ..o 706.02, 711.06, 711.06(a)
Allowance, Listing at .........ccooevveverennnenesnnnenn 1302.12
Applicant’s.........cccoevnene. 707.05(b), 707.05(d), 1302.12
Complete data.........cccovevvreiecnircieceecese e, 707.05(e)
Copies furnished..........ccoccooviiniiiiiicicieee, 707.05(a)
COITECLION......eviiiiieieeieeie e 707.05(g)
Correction, period for reply.........ccccovvevvrerninnenn 710.06
Cross referenCes .......coovvvvevvinencneeses 707.05(e)
Data Used.......ccccvvvrvereieiene e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications.............c.cc.ce.e. 711.06, 711.06(a)
Electronic RESOUICES.......cceviieieieeieieeieeie e 707.05(e)
EXAmMINer’s aNSWEN ........ccccviveeieeiereeieseseesee e seeneas 1207
Foreign language documents............ccoceeevvvrenennne. 706.02
Foreign patent data...........cc.ccevvnenne. 707.05(e), 901.05(a)
Foreign printed applications...........c.ccoccoceieene 901.05(b)
Form PTO-892 reproduced ...........ccccoeevierceniennas 707.05
INCOITECT ... 707.05(g), 710.06
Literature, in specification............cccccovveverennns 608.01(p)
Mailing copy to patent owner.............c.cc.c...... 2206, 2208
MemMOrandum .........ccoeeeiiee e 707.06
NOTICES vttt 707.06
Order of lIStiNg .....coevverevirireee 707.05(c)
(@] 11 S 707.06
Patents series, U.S. (See also Patent) ...........c........ 901.04
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Citizenship of applicant-- Claim

Sec. No.
Periodical .........cccovevvevveierercne s 707.05(e), 901.06
Prior art effect of international application ...... 706.02(a),
........................................ 1857.01, 1896, 2136.03
Prior art in application ..............c........ 707.05(b), 1302.12
Prior art in patent .........ccoccovvnvinnnn. 1920, Chapter 2200
Confidentiality ......c..ccovvrvevereneiie s 2202, 2203
CONENT ... 2205
Court deCISION.....ccueriiiiiieieie e 2207
Handling ......covovieiiiceeee s 2206
Parties Who may Cite.........coceovvireininiiiiscnn 2203
Service on patent OWNEr ........coceevvervcreniscnienene 2208
Time for filing ..o 2204
PUBIIiCations........ccooiiiiiieic e 707.05(e)
RETEIENCES. ..ot 707.05
Allowance in first action...........cccceecevervrnnenne 1302.12
From applicant..........ccccovoeneinnnnnn. 707.05(b), 1302.12
Citizenship of applicant..........ccoccoovviveiiicieicncienns 605.01
Civil action under 35 U.S.C. 145 .....1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146 ........coovvveiiiiieienns 1216
ClaiM . 608.01(i), 608.01(k)
“Adapted for” clauses in .......ccccccevvvevernrennn, 2106, 2111.04
“Adapted to” clauses iN........cccccecvrvrvrennnn. 2106, 2111.04
Added by amendment .........cccccevieiiiieiieieienn, 608.01(0)
Results in change of inventorship..................... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed .........c..ccccvevenee, 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQregation .........coeceveineneiinenee e 2173.05(k)
Al allowed........ccooeiiiiii e 710.02(b)
All canceled ... 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection Of ..o 706.04, 706.05
Allowed, Withdrawn appeal ............ccocoovevnenne. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment)...................... 714
ANAIYSIS . 904.01
Antecedent basis (See also Indefinite claim)..2173.05(e)
Basis in description........cc.ccoveveiicnnncne 608.01(0), 2171
Basis in disclosure .........ccoceovvervivencnninnn 608, 2163.03
Breadth........cccoovvvvireiiiinn, 2163.05, 2164.08, 2173.04
Broadening in reissue application........ 1412.02, 1412.03
Dependent claim ..., 1412.03
Cancellation by examiner after appeal................ 1214.05
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Cancellation results in change of inventorship......201.03
Change after Board statement of allowability .....1213.01
Combination, Old...........ccocerviiniiiice 2173.05())
Combination and subcombination.................... 806.05(a)
ComPrising.....cccovviveveerercereseries 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially Of...........ccococviriiniinennns 2111.03
Consisting of ..o 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
.......................... 707.07, 804, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........cccccceveveene. 2111.01
Dependent .........cccooeiineiiiee e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application............c.ccooevevvivinenennnn, 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPE........ccovvrireineneireree 2173.05(h)
DiscClaimer ........ccoevveveveierienereseen, 706.03(u), 710.02(d)
Double inclusion ..........ccccevveieeicvevcnie e, 2173.05(0)
DUuplicate ......cccoeveereieieie e 706.03(k), 2173.05(0)
Each mentioned in letter.............ccocoovniviiinnnne 707.07(i)
EQUIVAIENCE ..o 2183
Excess added by preliminary amendment over number of

claims previously paid for ........c.cccccoevvivivinnne. 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent..........ccoeeveiininciniiciiciee 608.01(n)
File wrapper notation ............ccccoevrencicneninennes 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of machine.........c.cccooverniniiiennnn, 2173.05(v)
Functional.........cccccooevvvivveniniecc, 2114, 2173.05(g)
Generic (See also Generic claim)............c...... 806.04(d)

................................................................... 2173.05(h)
Illustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) .........c.cccccceveinnne 2129
INACCUIALE ..o 2173.03
Incomplete.....covvereieiciecc s 707.07(j), 2172.01
INdefinite ....ccvvvvveeeeeee 706.03(d), 2173
INdependent...........ccoveieenene i 608.01(n)
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Claim presented corresponding to claim of patent--Class definitions

Sec. No.
INAEX 1t 719.04
Indirect limitation .............cccoveenene 706.03(d), 2173.05(f)
Informal ..o 702.01
International application ............ccccooeiiiicncicnenn 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON .ot 2129
LinkKing.......cooovvvvniienieiiee 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEriC.......cccververeiiirienns 806.04, 821.04(a)
Linking, Traverse of rejection............c.ccccevnnene. 818.03(d)
Markush ..o, 2173.05(h), 2173.05(0)
GENEIIC c.vevievireeiei e 803.02
SUDGENUS. ...ttt 2173.05(h)
SUPPOIT .ot 608.01(p)
Means (See also Means) ........ccoceveireneineneiniennene 2181
MISSING ©.veveciiieee e 601.01(e)
Multiple dependent..........c.cccovvvvevevenciieneeiee, 608.01(n)
MUItIPlICItY .ovvvviiicecce 2173.05(h), 2173.05(n)
Negative limitation ..o 2173.05(i)
New matter.........ccocvvevrvrnnncns 608.04, 706.03(0), 2163.06
Reissue application ...........cccceevvevnvsivenecrierennn, 1411.02
Nonelected iNVention ...........cccccvvvvveiecenennen, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added............cccceviiiinnnnne 821.03
NONSEALULOTY ....ovviecieierce e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............ccccccecevvenene 1302.04(b)
NUMDBEIING ...vvceeeee e 608.01(j)
Objection contrasted with rejection ...................... 706.01
Official Gazette (0.G.)..ccvireiiiereiieiceieieieas 1302.09
Omnibus claim ... 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Original.......ccvoiiii e 608.01(1)
Patentably diStinCt............ccocoooiriiiniiiiiiie 706.03(k)
Plain meaning of claimterm............c.ccccooeneeen. 2111.01
Plant application ...........cccocvereincnenncnene 1605, 1610
PIUral...c.oceee e 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional...........c.ccocvvnininicienenc e, 2114
Product by process........cccoceeevereenennene 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RANGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)
Reissue application
NUMDEIING ...coviiiiiiee e 1453, 1455
Original claim subject to reexamination............... 1440
Printed in Official Gazette .........c..cccoevvrervrennenn 1455
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Sec. No.
Same invention as original patent.................... 1412.01
Underlining and bracketing............ccccoceevuee. 1453, 1455
REJECLION ..o 706, 2121 to 2186
Relative terminology ........c.ccccooevvvinenninencnn 2173.05(b)
Renumbering at iSSU€ .........ccccevevvenenn. 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Single Means ..., 2164.08(a), 2181
Single SENtENCE.......ocvviiiri e, 608.01(m)
Species, how recognized .................. 806.04(e), 806.04(f)
Species (plural) added ..........cccovvveiveverereinnn, 818.02(b)
Statutory requirement........ccoceevvevvevveieeresesnennns 608.01(k)
Subgenus (Markush type).........cccoovvienenine 2173.05(h)
Subject matter eligibility ..., 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make .......cccocvvvvveneieeiececece e, 706.03(u)
Time limit......coooie e 710.02(c)
Summary of invention, consistent................... 608.01(d)
Terminology basis in description ..................... 608.01(0)
..................................................... 2173.01, 2173.05(a)
Unsupported.......ccoevvevenvniesnseseen 2163.01, 2173.03
USe ClaiMmS ..o 2173.05(q)
Vague (See also Indefinite claim) ..706.03, 2171 to 2173
Varying SCOPE.....ccoverveerreieienieisie e 608.01(m)
“Whereby” clauses in........ccocvevvevrevirernnne. 2106, 2111.04
“Wherein” clauses iN........c.coeeeriiieninnene, 2106, 2111.04
With motion granted in part............cccceeevivrininennnn 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
INterference)......ccvvvevencinencinenn, 710.04(a), 2304.4(a)
Appeal of reJeCtion.........ccccvvvvivviviie e 1210
Disclaimer reJeCtion .........ccccvevveveeveienesieseannns 706.03(u)
Late amendment...........coovereiiieneiinenseneeee 714.19
Not a reply to Office action...........c.ccceervruenen 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply ......ccccccooeveiiennnn 710.02(c), 710.04(a)
Prosecution ClOSEd...........cvvrvireiennieiniecennn, 714.19
REJECLION ...t 2303
TC Director’s attention ..........cc.cceeevveeeeieererienennn. 1003
Rejection, Failure to reply t0........ccocecvveririennn 706.03(u)
SPECIAL ..o 708.01
TC Director’s attention required ...........ccoevvvvivinenens 1003
Time limit for reply ... 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
Class, SCOPE ....vvivrereereieieeie e e et 903.02(h)
Class, transfer ... 903.05
Class definitions .........ccoeovvereiniieinereees 902.02
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Classification-- Common applicants

Sec. No.

Classification (See also Patent classification) ....Chapter 900
Application (See Classification of application)

BaSIS. ..t 903.02
BUITELIN .o 902.04
Definitions ......cocccvveriiniic e 902.02, 902.02(a)
DESION ..o 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign Patents.........ccceceverenenenc e 903.03
Harmonized subclasses...........ccovveiveiiennen 903.06
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International...........c..cccceverenens 903.09
INAICES ... 902.03
INFOrmMAation ........cooovvviiiei e 902.03(a)
Insight on USPTO Local Area Network............ 902.03(c)
INternational ..........cocvoveiereneie e 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............cccccoeveveveieiennnnnn, 903.09(a)
MaNAALOIY .....ccueivirieiieiieee e 903.07
MANUAL.......oiiiiiieeeee e 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent literature .........ccooovevvevevcneie e 901.06
Numerical INAeX........cocovireiiniiiie e, 902.03(c)
OFAEIS .t e 902.04
Patent, Change of .........cccocevvvevvivninie e, 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PrINCIPIES ..o 903.02
REVISION ...c.ocvriiiiiciiee 903.02(a), 903.02(b)
Rules governing applications...........c.ccoceevvenen. 903.08(e)
Statutory authority ........cccccevevevi v 903.01
SUBCIASS IStS.....veviiieieicecrce e 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report...........ccovvvvineiiincnen 705.01(a)
Classification of application.............cccceevvvrnnnnn. Chapter 900
Allowed application..........cccceevennine 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting .........c.ccooverinincienen. 903.08(c)
Borderline ..o 903.08(a)
By applicant ..o 601
Cross-referenCing.......ccooveeevevesnsiecieereesesesiens 903.07(a)
Disputed.......cooveririereiiiinee e, 903.08(a), 903.08(d)
File wrapper data .........cc.cooevneiiiinniienecneen, 719.03
Improperly classified ..........cccccoveriiniiiinenne 903.08(a)

In another Technology Center at allowance
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............................................ 903.07(b), 903.08(a)
New application, by Office of Initial Patent
Examination (Office of Patent Application

Processing) ......c.ccovervecrnenn 903.08(a), 903.08(e)

New application, by SPE..............cccoceiviiveiennne 903.08(b)
Post clasSifier .......cccovveivivvcieiincienins 903.08(e), 903.10
Preliminary ... 601
RUIES QOVEINING ..o 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt........cccocvveiviiviiveieieseies 903.08(e), 903.10
Clean copy of specification ................... 608.01(q), 1302.02
Clearance for new law interpretation.............. 1003, 1207.02
Closed prosecution except for formal matters......... 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed.........ccccceeveveveicveninnnenn, 707.07(j)

Closing of U.S. Patent and Trademark Office....201.13, 510
Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney..........cccocceevveevivvivinnnnns 402.01
Collateral estoppel (See also Estoppel) ......c.ccoveeenees 2012.01
Ex-parte reexamination ...........cccceeeeeeeesieeeereennenienns 2259
Inter partes reexamination .............ccoccveervnenenennne 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination..............c.......... 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples ...........ccoceveeverene. 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(See also On sale) .......cccoevvvrennnns 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Office of the Commissioner for Patents)

............................................................ 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of DiSCIOSUIE 10 .......oovviriiiiicccieeie e 2001.03
Mailing address ........cococvveiiiireincnee e 501
Statutory DasiS........cccevvevevierie i 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks

Petitions decided by ..., 1002.02(i)
Commodity Control List (CCL) ...cccovvviveriirenecrieee 120
Common applicants........ 715.01(a), 706.02(f)(2), 706.02(k)
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Common knowledge, use in rejections--Continuation

Sec. No.
....................... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
............................................................................. 2137
Conflicting claims..........ccccovvrvcnennne, 303, 706.02(f)(2)
.......................... 706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application ...........
................................................................ 402.09, 1807

Communication with suspended or excluded attorney or

L2 (<] | TP PSPPSR 105
Communications, official mailing address for ............... 501
Communication via Internet e-mail............ccccooceienene 502.03

Comparative tests (See also Affidavits, traversing rejections

(37 CFR 1.132)) c.ovceieieeeeecese e 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification..........c.cccccoevvevvvinnenn, 201.15
“Comprising” as transitional phrase..............c.ccoev.. 2111.03
“Comprising” in Markush claim .............c.cc......... 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

Amendments t0......ocovvvvereienereneieen 608.05, 2426
Computer programs ..........ccecevereriesreanens 608.05(a), 2425
REQUITEMENTS ....cvecveiecircecree e 608.05
Sequence LiStiNgS ......ccooevvvenineneeieieee e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables......cooevviiiiceieieen 608.05(b), 1823.02, 2424.01
Computer generated iCONS.........cccccevvevevierieninnnnnn, 1504.01(a)
Computer programs or software
Adequate diSClOSUre.........coevverieriniieiirieie 2164.06(c)
Affidavit practice.........ccoovveviinenncncsee 2164.06(c)
BeSt MOUE .....ocveieeece e 2161.01
Deposit of listings........ccccevevvvrvrvnnnnnn. 608.05, 608.05(a)
Enablement ..........c.ccooiiiiiiiiine 2161.01, 2164.06(c)
Patentable subject matter ..........ccccoovveieniniienene, 2106
Printed in PG-PUbD ..........ccooiiiiii e, 1121
Undue experimentation...........cccceeveeeneneennns 2164.06(c)
Written description .......cccccveeveveneve s 2161.01
Concealment.......ccccceveeveieeieie e 608.01(h), 2138.03
Conception ......cccceevverveeennn, 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ......c.cvevvveververerenereneens 2282
Conduct of ex parte reexamination proceedings........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art............ccccccoeeee 2202, 2203
Confidential material............cc..ccovveeveenee. 121, 724 to 724.05
Confidential material submission..........c............ 121, 724.02
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Confidential party of interest..........c.ccoovevrivnennns 2202, 2203
Confidential status of application............... 101, 706.02(f)(2)
Same applicant ................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUlE 1.53(0)..cvevveeeerieeieeensee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDEr ........ccooevveii e 503
Conflicting applications, same assignee ...........ccecvevvennene. 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations...........c.ccocevevrvnnnnnns 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ...........ccccecevvininnnnne 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase.............c......... 2111.03
“Consisting of” in Markush claim ............c.cc.e... 2173.05(h)
Constitutional basis for patents............cc.cccueuee. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination .........cccceeevvveveeeeerecree e 2230, 2630, 2654
Constructive reduction to practice.........c.cceevvevrcvrnanns 715.07
Consular Certificate........coovvvrirniiririsirese e 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........cccccvenee. 604.04(a)
Consular offiCer ... 604.04
Content of ex-parte reexamination request.................... 2214
Content of inter partes reexamination request............... 2614
Continuation ..........ccoceeevrvennnn 201.06(c), 201.07, 601.01(a)
Assignment carried from parent.................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENABNCY ....vvcveeieeeieie ettt 201.11
Cross-reference to prior application...................... 201.11
Definition ... 201.07
DESION 1.t 1504.20
Effective filing date.........ccooooevirviiiiiiiiiee 201.11
File wrapper continuing (FWC) .......cccccoevvenene 201.06(b)
File wrapper/history notation ...........cc.ccoceeenencnne. 202.02
Final rejection on first action...........cc.ccceeevenee 706.07(b)
Identification on letter of transmittal ......................... 506
Inspection of parent............ccccevvvevvnnsieeceececece e, 103
Inter partes reexamination of ............ccoceeevvivivennenn, 2611
International application............cccccocevviienninnnnnn, 1817.02
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Continuation-in-part-- Copending U.S. application

Sec. No.

International application as parent.......... 201.11(a), 1895
Inventor, at least one in coMmMON...........ccocevrvennnn. 201.11
NEW MALLer......ccvvrieiieieiee e 201.07, 608.04(b)
Oath e 602.05(a)
OWNEISNIP ..o 201.12
Parent application data in specification ................ 201.11
Parent application data noted in file history/wrapper

........................................................... 202.02, 1302.04
Reference to parent application ............c.ccccceevenne 201.11
Reference to parent application inadvertently omitted

........................................................................ 1302.04
REISSUL ..o 1414, 1441, 1451
RESIIICTION ... 819
Rule 1.53(0) ..vovvvieiiieiceesee s 201.06(c)
RUle 1.53(d) cvvoveveveiriicisieesee e 201.06(d)
Rule 1.60 application, FOrmer ............c.ccovenen. 201.06(a)
Rule 1.62 application, Former ..........c.cccccevnene. 201.06(b)
Terminal disclaimer, effect in........ccccccvvvvveneinnnenn 1490
Time for filing......ccooooiiiiiii 201.11
When patented, opens parent application to public

INSPECLION ... 103
Written description requirement ..........cc.ccccveenee. 201.11

Continuation-in-part.........cc.ccccvevvevvevernennn 201.08, 601.01(a)

Assignment from parent does not apply ...........c........ 306
COPENAENCY ..o 201.11
Cross reference to parent application.................... 201.11
DefiNitioN......ccoviiiic e 201.08
Design application ..........ccccvevveiviveeieicneiesees 1504.20
Effective date.......ccccoovevviivnnnns 201.11, 706.02, 2133.01
File wrapper continuing procedure.................... 201.06(b)
File wrapper/history notation............cc.coceeereinen. 202.02
Filed by aSSIgNEE......covveresrrrir e 324
Identification on letter of transmittal ............ccc......... 506
Inspection of Parent ...........cccceeeveeenececiesece e, 103
Inter partes reexamination of............ccccoceeeiinennn 2611
International application .............ccoceeviiiinnnnne, 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in cOMMON...........coevriennnn. 201.11
OWNEISNIP ...t 306
Reference to parent application ..........cccccceveneenee. 201.11
Rejection over published priority document....... 2133.01
Rule 1.53(0) ..eovveeiiiicee e 201.06(c)
Rule 1.62, FOIMEr.......ccoovvvvvireeeieee e 201.06(b)
Time for filing.....cccoooviiiiiii 201.11
When patented, opens parent application to public

INSPECTION ..o 103

Continued Prosecution Application (CPA)......... 201, 201.06
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Sec. No.
..................................................................... 201.06(d)
Amendments before first Office action............. 714.01(e)
Application NUMDEN ... 503
Assignee right to take action ...........ccocevevvneniienenn 324
Certificate of mailing or transmission............c.cccccue.... 512
Complete non-provisional application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted............c.ccco..... 201.08
Continuity with parent..........cccccoovvievieninninnnsennnnn 201.11
CorreSpoNdeNCe.......cccevvveerrveeeiereerene e seenees 502, 502.01
Cross reference to previous application ................ 202.02
Design application..........c.ccocevvrenee. 201.06(d), 1502.01
Eliminated for utility and plant applications .... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
As of the filing date..........cccceveieniiincnnn 2164.05(a)
Reissue application ... 1415
FOreign Priority .......ccoeveeeiereieneieeneese e 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ............cccoovviniinnnene 2611
Patent term .....cccveeiiiee e 1303, 2701
Plant application, no longer available .............. 201.06(d)
o To] 1) Y USSP 1302.04
Published as PG-PUb ...........cccocoiiiiiiniiciece 1120
REISSUE ...t 1430
Restriction requirement in prior application............... 819
Suspension of aCtion............ccecverviieneiseeeee 709
Terminal disclaimer, effect in ..o, 1490
Utility application, no longer available............. 201.06(d)
Continuing application ................. 201.11, 1302.12, 1302.04
SPeCifiC reference.......occoviieiniicrcesce 201.11
Continuing data (See also Cross-noting) .................... 202.02
Continuity between applications............c.cccccvevivinnnns 201.11
Control of inspection by assignee..........ccocevvevererieiesiencan. 106
Convention, International (See also Treaties)............. 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
COPENABNCY ..cvvevveviciectietee ettt e e 201.11
Copending U.S. application
Common ownership .........c.ccoeeeee 706.02(k), 706.02(1)(2)
Design application...........ccoevveneiiennicnensee, 1504.20
Different inventive entities........c..ccccceevnennn. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disclosure in.........cccceeeveienenennnn, 2001.06(b)



INDEX

Copied patent claim--CREATE Act

Sec. No.

Terminal disclaimer practice..........ccoovvevvvrivivannnnnn
Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEE COPIES.....viviieitirierieeiieee e 714.07
Copies of prior art with reexamination request
g o= -SSR 2218
INTEr PAIES......vi e 2618
Copies of published applications............cccocoiieninnnncns 1128
Copy of foreign application, certified ..............ccceeee 201.14
Copy of printed patent in reexamination
EX PAITE....ccviiiiiiieereree e 2219
INEEr PAITES.....cvicie e 2619
Copying ex-parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
COoPYFIGNES...cvviviiciieeee e 608.01(v)
Relationship to design patents ..........cc.coeveeverirennen 1512
Correction of drawing ........ccccoeeeevvvinenas 608.02(p), 1302.05
Annotated SNEEtS.........ccoveiviereineieereese e 608.02(v)
Approval by examiner ..........cccccooeeeeveicienenn. 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable ......ccooveveveiiiciiiien, 608.02(b), 608.02(p)
Marked-Up COPY ...cveveruerierieriesinsesteeeseeae e 608.02(v)
NEW MALLET ... .coiiiiiiiisieeeeee e 608.04
NOt APPrOVE ...ceeeveieiiiie e 608.02(x)
OFder fOr .oveeiieeee e 608.02(x)
Replacement Sheets.........cccocvvevvvrennenne 1302.05, 1303.01
Required by drafting ..........ccooevveiiiciniennnnn, 707.07(c)
Correction of inventorship
Application ... 201.03, 605.04(g)
Consent Of SSIGNEE .......covivirieiiiieerc e 201.03
Continuing application...........cccocveiniieincnnennn, 201.03
During ex parte reexamination ..............cccceevene. 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ...vvieeeveece e 1412.04
PTO procedure.......cccoecveveveevieiesese e siesie e 605.04(g)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent...........c.ceoeviiiiiiinieiennens Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)
By reissue (See also Reissue application)... 1401 to 1470

Certificate of correction...........ccccooevveenenne. 1480 to 1485
Statutory disclaimer (See also Disclaimer; Terminal

dISCIAIMEN) ... 1490

Correction of PG-PUD..........ccooevviiivieiiecee e 1130
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Sec. No.
Correction of reference citation................ 707.05(g), 710.06
Correspondence (See also Mail stop)
Address of PTO......ocoiiiiecic e 501, 502
Address in secrecy order applications.................e..... 120
Address of patent OWNEr...........ccevvveveieeiieieneieinens 2622
Address, official mailing ..........ccocoovviiiiiieee, 501
Address of a law firm ... 403
ASSOCIate attOrNeY .......ccoveveirieieirieee e 403.01
Boxes (See Mail stop)
Continuing application ...........cccecvvevvivrivnnsennnn. 201.06(c)
Crossing in mail ..o 714.05
Duplicate filings........cccocevvrenenn. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission .........cc.ccocoeeverirenan. 502.01, 2515
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fee ........ccooevevevenene s 2515, 2542
Plural attorneys.........cocooeeneiinineieienee e 403.02
Post AHOWANCE.......cccoevviiieecei et 502, 1306
Published application ...........ccccvvvviviiveivercne e 1134
Receipt and handling...........cccccovveveveninnnnn, Chapter 500
Reexamination, ex parte.........ccccevevevereneseseevnne 2224
Reexamination, inter partes..........ccoceeeveevenenesenn. 2624
Signature reqUiremMents.........cccoevveerereecnenineneenns 502.02
Third party, application published.............cccoceenee. 1134
With whom held...........ccoooiiiiiii 403
Counter-terrorism inventions, special status............... 708.02
CouNtING CLIONS .......eiuieiieiiie e 1705
Countries for foreign priority..........ccocvvevvvrevnennenn 201.13
COUNLLY COUBS ......vviieiiriiieicste s 1851
(@00 TN o o] - Introduction
Court decision
Citation Of ..o 707.06
Dissemination Of .........cooeiiiiii i, 1720
Entry in patent file.......cccooiiiniiie 2207
Treatment Of ... 1721
Unpublished decisions.........c.cccoceveveneiiennsieseenene, 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
............................................... 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination.............. 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on DIrector .........ccocvevvevvevrivinannns 1216
Cover sheet — provisional application.................. 201.04(b)

CREATE Act (See Joint Research Agreement)
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Credit Card Payment Form PTO-2038 reproduced-- Decision

Sec. No.

Credit Card Payment Form PTO-2038 reproduced......... 509
Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request
Cross appeal to the Board of Patent Appeals in inter partes

FEEXAMINALION ..e.vvvveeeeieice e
Cross appeal to the Federal Circuit in inter partes

FEEXAMINALION ...
Cross-noting

Data of parent application on file wrapper/history

202.02, 1302.09
Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04
Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history.............. 202.03
In original patent file of reissue application.......... 202.05
Reissue applications..........ccccocvvvvveiveieenieniens 1451, 1455
Specific reference ......c.oceevvvvvcvviv v 201.11
Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art COlIECHioN .......oovviiiiiiiic e 903.02(c)
At allowanCe .........ccocevvvieieiene e 903.07, 1302.04
CItING oo 707.05(e)
Noted during examination ...........c.cccceeereerienne. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed Mailings........ccoveveiiineiiieiee e 714.05
Customary meaning of claim term................. 2106, 2111.01
Customer Numbers... 402, 403, 711.04(c), 1807, 2515, 2540
Change of address.........cccccvvvvvenvcicieescse e 601.03
Correspondence relating to ...........ccocevereeieiencnennns 403
Customer Service Center................... 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Service Window...................... 103, 501, 502, 505
................................. 710.02(e), 714.13 1430, 1470, 2422.09
D
D-10 NOLICE....civ it 130, 1304.01
D-11 NOLICE....e it 1103
Damage, Proof of irreparable..........cccccceeveieiennns 409.03(g)
Databases (See Electronic databases)
Rev. 8, July 2010
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Sec. No.
Date
AMENAdMENt ..o 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ..ot 201.13
Filing ..o 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
of EFS-Web transmissions...........cccccevenerenienne. 502.05
Filing, Refusal to accord ........cc.cceevevverirnnnne 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENEION ... 2137,2138
Maintenance fees due.........cocovvvvrereiniencineneeen, 2506
OFfice aCtiON......cvviicice e 707.11
Office stamp.....cccceevvvrvcennne, 502, 505, 506, 512, 714.18
Reference.......cccocveveevevinennns 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center stamp........ccccoceverierieniesinsnannns 714.18
Date no longer entered on drawing............cccceve.ee. 608.02(0)
Date of execution of 0ath...........ccocvviiiiiiiiicnc 602.05
Date stamp, Technology Center .........c.ccoceevvereienennas 714.18
Death of attorneY ........covviieiiiieseere e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........ccccceeeve v 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of.......c..ccoevveiiiiice, 409.01(b)
Legal representative refuses to sign ................ 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process ........ccooeoeeveeiieneeneneneens 706.02(n)
Foreign filing licenses..........ccooevvvrennncne 140, 706.03(s)
INVENLOISNIP. ..cvvieecrceeee e 201.03
REISSUE ..o 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination Of ... 1720
Ex-parte reexamination...........ccccceceevenenesvesrennnans 2277
Inter partes reexamination ..............ccccceueee. 2681, 2682
Reconsideration of ..o, 1214.03
Treatment Of ... 1721
(07 14T 3 707.06
Ex-parte reexamination rehearing request................ 2240
Governs examiner’s action..........c.ccoceeeeeuene. Introduction
LISt ..veeciiececeree s Appendix Il
Ordering ex-parte reexamination ...........c.ccccoeereene. 2246



INDEX

Declaration--Deposit rules

Sec. No.

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ..o 103
Publication of ..., 707.06
Declaration (See also Oath)..........ccccveveiveieveieiinnieins 602
AMENAMENT. ...t e 602.01
Attached to specification ............ccccooeeeienenne. 605.04(a)
Change of inventorship.........ccccoeeviicniiiinne, 201.03
Copies, filing of .....cooviiiiic 602
Copies from prior application ............cccceoveuennen. 201.06(c)
Date Of EXECULION ....ccveveveiiieerece e 602.05
DEfECLIVE. ..ot 602.03
Delayed filing ..o 506
Executed before alterations made...................... 605.04(a)
Facsimile transmission.........c..cccveevveevveenenn. 502.01, 602
Foreign priority applications listed ....................... 201.14
......................................................... 201.14(c), 202.04
International application ........ 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
MINOE, DY .o s 409
NON-ENGIISh ....ocvoiiiiee e 602.06
Plant patent application..........c..ccccceveveienieinsesnnnn, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application ..........cccccoeveninennene 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration..........cccoceveiiienneen, 605.04(a)
SUDBSEITULE .. 602.02
Declarations, conflicting ...........ccoccoveriiininicneienn 201.03
Declassified Matter..........ccocoveieneninieniiiieieee 707.05(f)
Dedication to the public .........c.ccoceoieniiienienn 715, 1490
Defective 0ath ........cocvvviiiieee 602.03
In reissue application ........ccccveveveieeiere e 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter-partes
FEEXAMINALION .c.vivieiieeee e e 2231
Defense, applications affecting ............... 115, 120, 130, 140
Defensive publication citation.............cc.ccocveevvnenns 711.06(a)
Defensive publication program ...........cccoeeveevennenne. 711.06
Deferral of examination ............ccocoovniiiinine e 709
Definition of Class ..o 902.02
Delegation of Director’s authority ..........ccccoceevvuennee 1001.01
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Sec. No.
.............................................................. 1002, 1002.02
Demonstration at iNterview...........cccoeeeveneneiencnienn 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE)........ccccccvvvvvvvvivannnne. 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEA...c.vcviiiicrcee e 510
30-3B CIted ..o 510
Dependent Claim........ccoeverevennvienncesce e, 608.01(n)
Obijected to when base claim is canceled.......... 608.01(n)
...................................................................... 707.07(j)
REISSUE ..ot 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
Deposit aCCOUNT ........cceviiiiiieceee e 509.01
AUthOriZationS..........covveveveeicree e, 509.01, 1302.04
Extensions of time.........ccccooevvvneniiiencneen, 706.07(f)
International applications........... 1827.01, 1850, 1875.01
ISSUE TEE...ovviviiecee e, 1303, 1306, 1308.01
Maintenance fee ........ccocceoeveiciencnenn 2510, 2515, 2522
OVEIAraWN ..ot 509.01
Petition fee .....coviireiic e 711.03(c)
RefUNS ..o 509, 607.02
Replenishment..........cccccovvvvenieiicieccce e, 509.01
Mailing address........coeveieieiineeeeeeee e 501
Deposit Account DiViSION..........cccoeerreierenc e 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence ..........cccoveeevereninsiesesiesnennns 502
Depositions
EVIDENCE ..o 1901.02, 2013
OF @XAMINET ...vvivieiieee et 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depository .........cccoevvvveiieieeieie e 2405
Background information ...........cccccceieniiniiinennnns 2401
Biological material, definition...........cccccooeeeenenn. 2403
Biological material, made or isolated without undue
EXPEriMENtAtIoN ......ccvvveiiireisceec e 2404.02
Budapest Treaty (See also Treaties).........ccccvevvevenenn 2402
Budapest Treaty depositories ..........ccocecevverererennns 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date ........ooovevee e 2401, 2402
Examination procedures.........cccocevevereriesnsiesnannanes 2411
After grant.......cceeveeevevr e 2411.04
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Deputy Director of Patents and Trademarks-- Design application

Sec. No.
Application in condition for allowance except for
dePOSIt.....ccveciiicicece 2411.03
Certificate of correction.........c.ccooveeveieieienne 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................. 2411.03
REISSUE. ..ottt 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant.............ccoceovirenne. 2411.02
Furnishing of samples..........ccoccoinninnninennee, 2410
ACCESS 10 dEPOSILS. ...cveveevirieiciirieice e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit............cccceevviierieienenienn 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant..............c...... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........cccevevvevveicrernennn, 2404.01
Continuity of aCCESS......coveiiiiiii e 2404.01
Deposits certified as available .............c.......... 2404.01
Health, safety restrictions ..........cccccevveverernenn, 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ...........ccccooeverincncienne. 2403.01
Indirect self-replication...........c.ccooeovenciinennn 2403.01
Need for a deposit..........ccocvvevvivecveieicresen, 2402, 2404
Plant material ..., 2403.02
Plant Patent Act, Relation t0........cc.ccoeevveiriennnn. 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption...........c.cccco.e... 2404, 2404.03
Requirements of 35 U.S.C. 112.............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit.................... 2407
After a patent has issued.........ccccoeevvivnininennn, 2407.02
Exemption from replacement .............cccceeeenee. 2407.05
Failure to replace ........cccoevvviveiicieciceees 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ..........cccccoeviieneiene, 2407.04
Replacement not recognized..........c.cccoeevrennns 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SEEUS ...ttt 2403.02
Term of depoSit......cccoveieierineiee e 2408
Budapest Treaty term.........ccccvevveneineneinenns 2408
Enforceable life of patent............cccoeevvnvinennnn, 2408
Time for making original deposit .............ccccovennene. 2406
Rev. 8, July 2010

1-24

Sec. No.
Assurance regarding deposit before payment of issue
T it 2406, 2411.03
Corroboration........ccccceeevevviceni e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccceeevvererernnns 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccoooeiiniiiie e 2406.01
Patent Cooperation Treaty applications .1823.01, 2406
Post-issuance depositS.......cccoverererererernnesnnenans 2406
Viability of deposit........cccccvvvvveveieven e, 2409
Viability statement...........cccccevveveviienciece e, 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1202
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming .........c.ccoevereeerereeereneas 2161.01
Detailed ... 608.01(Q)
International application..........c.ccocevevivvrnnnsnnnnn, 1823
Design application ..........ccccvervieveienenieinienas Chapter 1500
ANalogous art ........cceveveevievenenesesenn, 1504.02, 1504.03
ANICIPAION ..ot 1504.02
Application, elements of ...........ccocecrniiiinnine, 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ........cocoevveieneneniennnn, 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature.............cccc...... 1503.01, 1504.01(a)
ClaiM ..o 1503, 1503.01
Combining references ........ccocoevvvviveiveieeieciesnenn, 1504.03
Commercial SUCCESS ........ooveruerierereeiieeeeie e 1504.03
Computer generated iCONS........c.cceervrvereenen. 1504.01(a)
Continuation application .............cccoeevviercienennns 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA) ......... 1502.01
Convention, International..............c........ 201.13, 1504.10
Copending applications............ccccce.... 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship t0 .........ccocooviviiiiiiinen, 1512
DEFINItION ...oveiciic e 1502
(D cot ] o] (o] o OSSN 1503, 1503.01
Disclaimer ......cccoeevverveennn, 1503.01, 1503.02, 1504.04
Disclosure.........ccccoveeerenenenn. 1503.01, 1503.02, 1504.04
Divisional application ............cccccoevnnene. 201.06, 1504.20
Double patenting ........cccoovvervneniininn 804, 1504.06



INDEX

Design patent series--Dictionary as a source for the ordinary and customary meaning of a claim term

Sec. No.
Drawing .....cccccoeevevernens 1503, 1503.01, 1503.02, 1504.04
Broken lines........c.ccocevvevenas 1503.01, 1503.02, 1504.04
COlOr e 1503.02
Trademarks ..o 1512
EFS-WED.....ci it 502.05
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..........c.ccooiiiiiiii 1503.02, 1504.04
European Community Design treaty................... 1504.10
Examination.........cccceeveeeveeenenne 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 501, 1002.02(c)(3), 1504.30
REISSUB. ..ottt 1457
EXpert teStimony ........cccovveienenineneieee e 1504.03
Feature emphasized.........ccocoovevenieneiienecnen, 1503.01
Fee, filiNg..coovoeee e 607
REISSUE. ....veveiirieeic e 1457
FEE, ISSUB... e cviieiieie ettt 1306
FONE, TYPE .o 1504.01(a)
Foreign priority.........ccoceeveenen. 201.13, 1504.02, 1504.10
German application........c..ccocvvevevvevveicrerennn, 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality .......c.cocevveveveii e, 1504.01(c)
ObViousness and..........ccceeerereneneniesenceeenes 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end Use .......ccooevevviiiincireeee, 1504.01(c)
Hidden feature ..........cccoeuenene. 1504.02, 1504.03, 1504.04
Icon, computer generated.............cccoeeverienenn, 1504.01(a)
Indefiniteness........cccccoeveeene 1503.01, 1503.02, 1504.04
Library collections relating to...........cc.cccvenee. 901.06(a)
Modification, description........cccccceceverierererennns 1503.01
Multiple embodiments .........cccccevvvivvivivincnennn, 1504.05
Multiple parts of article.........c.ccocooovriiiinnnne 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design fOr.........cooveireiiiineiieseese e 1502
ODVIOUSNESS ....c.eeeeieeeireieeiieie e 1504.03
Obviousness-type double patenting (ODP) ........ 1504.06
Offensive subject matter............ccoceevvvcvennnne. 1504.01(e)
Ornamentality 1acking.........ccccccooeviniiiiinnnnne. 1504.01(c)
Patent Cooperation Treaty .........c.ccocevenuens 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ............cc.c.cuvue.n. 708.02, 1504.30
Petition to accept color drawings
or photographs.........cccoeveenenciiiennn 608.02, 1503.02
Photographs .........ccoeovineinincicne, 1503.02, 1504.04
Preamble .......ccocvvviiieicec e 1503.01
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Sec. No.

Priority under 35 U.S.C. 119............... 201.13, 201.14(h)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied........cccovvvriniinnenn 707.05(a), 1513
QuUAYIE aCLION .....eveeceeece e 1504
Registration abroad .............ccccceceeenene. 1504.02, 1504.10
Reexamination, inter partes ..........c.ccocveeveveneneennen. 2611
REISSUE ...t 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination................... 1504.30
RESIFICHION ..o 1504.05
REISSUE ...t 1457
Rules applicable ..., 1501
Scope of claiM......ccccevevcriiicircecens 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search......cccovvvveiiiieces 1504, 1504.02, 1504.03
Secondary considerations............ccocoeevinenennnne. 1504.03
SIMUIALION ... 1504.01(d)
SPECITICALION......ciieiciec 1503.01
Use of Copyrights in......ccovevveveveieiece e 1512
Use of Trademarks in........cc.ccovviiininincnencnnn 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter............cococeevrennn 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia ........c.cccceveieienenn. 1503.02
Term of oo 1457, 1502.01, 1505
Title o 1503.01, 1504.01(a)
Amendment Of ... 1503.01
Use of Trademarks in........cccoovvvveiniinnininnnnnenns 1512
Trademark, relationship t0 .......cccccoeviiiiiiicns 1512
TYPE FONES...viiiiiicee e 1504.01(a)
Utility patent, relationship to .......cccccoeveiiiennns 1502.01
Visual characteristiCs.......coovvvvviveriererenieresesrseenens 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........ccccceveeee. 901.04
Designated office.......cccccvvvvvevciiicieicn 1801, 1893.01(a)
Designation fee - PCT ....ccccoeveveveve v, 1817.01(a)
Designation of statesS.........cccevvevvevvennn 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sale....706.02(c), 2133.03

Determining if a Reexamination Was Filed for a Patent
............................................................................... 2632.01

Digest (See Cross-reference: Art collection)
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Dictionary as a source for the ordinary and customary meaning of a claim term-- Distinct inventions

Sec. No.
Dictionary as a source for the ordinary and customary
meaning of a claim term.................... 2111.01, 2173.05(a)
Diligence
Charts for priority .........ccoccevevineiniieieenees 2138.01
Filing application ..........c.ccoevviniinciienece 2138.06
Filing reiSSU.......oiieiceeere e 1403
Interference practice ..........ccocvvvviiviiveieviesieien, 2138.01
Of actions during regulatory review ................... 2757.01
Reasonable. ..o 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07()
To overcome a rejection ........ccvevecvvenccniennn 2136.05
Director of Technology Center ..................... 402.06, 708.02
............................ 714.13, 714.25, 715.08, 720.01
................ 804.04, 1002.02, 1002.02(c) , 1207.01
.......... 1207.02, 1207.03, 1207.05, 1208, 1214.04
.......... 1308, 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 to 2286, 2648, 2667, 2682, 2686.01
FUNCLIONS.....ccviiceccec e 1002.02(c), 1003
TC L1600 ....iiiieiiiieireec e 1002.02(c)(2)
TC 2900 ..o 1002.02(c)(3)
TC 3640 ..ot 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions................ 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions............c......... 103
Withdrawal from iSSUE.........ccceveiviiercinieieiieas 1308
DECISIONS. ... Introduction
Mailing address.........cooeiireiiiieceeee e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination..............c.ccoce..... 2212, 2239

Disbarred attorney (See Attorney or agent: Suspended or
excluded)

Disciplinary proceedings..........ccocerererenenieeieienenesiens 402
Mailing address.........ccocevvrereieneneieneeee e, 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............ccccceeveviiiiennns 715.01(c)
Copy required in reexamination
EX PAIE ..o 2214
INtEr PATES ..o 2614
Defensive publication ............ccoceovviveniicienncnnnn, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS ..o 1490
PrOCESSING ..ot e 1490
REJECtioN .....coveiiiiciicecc 706.02(k), 710.02(d)
SEALULOIY ... 1490
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Sec. No.
Terminal ......cccoovvvvreiiiennn, 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSEFACT ... 608.01(b)
AMENAMENTt.....cvvevieeee e 608.04, 1302.02
Amendment, Preliminary .........cc.ccocvevvererennn, 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound............ccooeviiiiencienennns 608.01(p)
ClaiMmed ..o 901.03
Common, parent and continuing applications....... 201.11
CompIeteness ......cvevereevereresere e 608.01(p), 2164
Computer programming cases.......... 2164.06(c), 2106.01
Correspondence with claims ................ 2163.05, 2173.03
Design application............cccccvveeneneinienn 1503, 1503.01
Detailed description..........c.ccccvvervienennienencnnen, 608.01(Q)
DUty Of .o Chapter 2000
Enablement (See also Enablement)...........c..cccc.....e. 2164
Foreign application...........ccoeveiiienininiceeee, 201.15
IMPHCIT ... 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
reference) ... vcvevc e, 201.17, 608.01(p)
Insufficient ........cccoevriennnn. 608.01(p), 702.01, 706.03(c)
Later filed application ..........ccccooevvvvniniinen 608.01(p)
Operability......cccooiveveerercre v 716.07, 2164.08(b)
Original claim.......ccccceeevieiiiiecrceneen, 608.01(1), 2163.06
Preliminary amendment ............ccoccvovniniencnnnns 608.04(b)
Related applications ............ccccceueuee. 608.01(p), 1302.04
Requirements for ... 2161
Reservation Clause...........ccooevvveneienensienencnen, 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material SUbject to...........ccocvvvrernnnns 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity...........ccccoeiiireinenne, 201.11
SUFFICIENCY OF ..o 716
Support for claims.........cccccevvvvviiniinciceceeen, 2163.01
Trade NAME......cvveieieie e 608.01(v)
Trademark ..o 608.01(v)
ULHIEY oo 608.01(p), 706.03(a)
Written (See also Written description)..................... 2163
DiSCOUMESY .vevvvvrreeereereeieiereesie e see e sre e 714.19, 714.25
Dismissal of appeal.......c..cccoceveviiiiiinieciieieeece e, 1215.04
Disposals CoUNted........cccoirierireniiirieieee e 1705
Distinct, definition.........c.cocooviiiiiiicieieeee 802.01
Distinct inventions..........cc.cocceennen. 802, 802.01, 803, 806.05
Apparatus and product made..........ccccceevervenene. 806.05(g)
DiStiNCt PrOCESSES....ccveeveeieeieie e 806.05(j)



Divisional application--Drawings

Sec. No.
Distinct productS........cccooeveveneseseeeeiesene s 806.05())
Process and apparatus for its practice ............... 806.05(e)
Process and product made............ccoceeveierennnnn 806.05(f)
Divisional application ...........ccccceveveiennne 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA)........ 201.06(d)
COPENABNCY ...t e 201.11
Design application ..........c.ccoeevvereinnene. 201.06, 1504.20
Drawing, Transfer of..........cccocveiininiiicnienen 608.02(i)
Effective date......ccovvvveieriee e 201.11
Filed by aSSIgNEE......cceveieiiriir e 324
File wrapper continuation (FWC)..........cc.c...... 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application..........c.ccoceevveninenen. 103
Inter partes reexamination of ............c.ccoceeniincnnnn, 2611
Inventor, at least one in COMMON...........cooevrvennnn. 201.11
NEW MALLET.....cotiiieiieeiereee e 201.06
Oath ... 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
REISSUB.....coiirririeerece e 1414, 1440, 1450, 1451
Rule 1.53(0) ..cveviieiiireeere s 201.06(c)
RUIE 1.53(d) cvvevevreeireeireise e 201.06(d)
Rule 1.60, FOrMEr .....ccoovirieiriecceecieee 201.06(a)
Rule 1.62, FOIMEr .......ccoocvivieiieeeceee e 201.06(b)
SIGNALUIE .. 201.06(d)
Time for filing......ccoooviiiiiiii 201.11
Written description requirement ..........c.ccccoevenne 201.11
DNA (See also Biotechnology; Nucleotide sequences)
........................................................ Chapter 2400
Enablement ... 2164.08
SEArChING .ocvveiiiice e 901.06(a)
Sequence listing ........ccceovvericiennenen, 2422, 2424, 2431
Special status for recombinant............cc.ccocoeeeee. 708.02
DOCKEL FEPOI.....cve e 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public...........cccciinenns 715
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts.........cccooevvverereiinenn 1504.05
Doctrine of unclean hands..........c.ccocooevernieneiniencennnn, 2010
Document, DISCIOSUTE .......coeivrerieiiereeseee e 1706
Electronic (See also Electronic publications) ... 707.05(e)
DoD Directive 5230.25 ......ccoociiieiieiiieieee e 120
DoD Security Agreement.........ccooeveereeneneieneneeneneas 120
Domestic representative ..........cocevereeveieseneieseneiens 302.04

Sec. No.
Double correspondence ..........ccoceveeeveieeiiennene 403, 714.01(a)
Double inclusion in claim.........c.cccoooeiiinecnen. 2173.05(0)
Double patenting ........ccccoeeevereinennineicnines Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSIS ..ttt 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject matter.........cccccovvevevevenerenenennns 806.01
Commonly owned cases, treatment....................... 804.03
Copending applications............c.cccevrvvreene. 706.02(k), 804
DEFINItION oo 804
Design applications/patents.............cc.cccee.... 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions ..................... 804.01
DOMINALION. ...c.civiieiiie et 804
International applications...........ccccceeevvevevcncienen, 804
Obviousness type (ODP)......ccccceverenerenineieeieeeee 804
Design application...........cccoeveineneinenccnienns 1504.06
Plant applications .........ccocovevevireienennene s 1601
Reexamination........cc.coeeeveiiiieneieienenns 804, 2217, 2258
REJECLION ...t 804
NONSLALULOTY ..o 804
ODBVIOUS ..ot 804
Prohibition, 35 U.S.C. 121............... 804.01, 821.04(b)
Provisional ............cccc...... 706.02(k), 706.02(1)(3), 804
Specification, use Of ... 804
SEALULOTY e 804, 804.03
Rejection nullification............ccooeviiiiniincienen, 804.01
Restriction previously required ................... 804.04, 1003
SAME ASSIGNEE ...t 706.02(k)
.................................................................. 804.03, 822
Same inventor...........ccce...... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........ccoceevvereeenes 806.04(h), 806.04(i)
Subject matter not patentably distinct ........................ 804
Subject to joint research agreement.. 804, 804.02, 804.03
Submissions to TC direCtor........ccccevevereienienienn 804.04
Terminal disclaimer effect..........c.cccooeveiiennnn 706.02(k)
...................................... 804, 804.02, 1451, 1490
In a reissue application..........c.ccccecevvvivniennsnnnenns 1451
Drafting notation .................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required) ..........cccee.e. 608.02(0)
DraWings. .....coveeeeieieesese e 507, 608.02
Amendment.........ccccoeveieneinen, 608.02(p), 714, 1302.04
In ex parte reexamination .........ccccccceevevnrennnns 2250.01
In inter partes reexamination ............c.ccocvveneae 2666.02
In reissue application ..........ccccocviennieiinineenns 1413
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Drawing correction-- Dual correspondence

Sec. No.
Prior to publication of PG-Pub ........c..cccevvenennnn. 1121
Amendment, Direction for............cceevevennene. 608.02(q)
Amendment, Disposition of orders for ............. 608.02(x)
Amendment support by original claim.............. 608.04(a)
Annotated Sheets.........ccoceereenenas 608.02(v), 608.02(w)
Brief description ..o, 608.01(f)
Canceled figure.......ccoovevvevevcciicc e 608.02(t)
Canceled Sheet ........ccoovvieiereniieee 608.02(t)
Canceled sheet, patent............coccovvereiineiecnienn 608.02(i)
Canceled sheet, transfer...........ccccoovveiviccinienn, 608.02(i)
(010 o] SR 608.02, 1503.02
Colored plant .......ccoveveieiiicr e 1606
Complete iHUStration...........ccocevereiineninieine 608.02(d)
CompIeteness........cooeirereeieee e 608.02(e)
Computer liStS......cooveiiiiiireere 608.05
CONSISIENCY ...t 608.02(e)
Content Of ....ovevecicr e 608.02(d)
Correction (See also Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub........c.ccccccvvvnnen. 1120, 1121
Reversed figure numbers........c..ccccevvevcrerennn, 1302.04
Date no longer entered on back ............ccccceeee. 608.02(0)
Delivered to wrong Technology Center................ 508.01
Design application ... 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUIE ....vvveeeeeieciee et 608
Divisional application...........cc.ccccvvvniae 608.02, 608.02(i)
Drafting criticism included in first Office action
..................................................... 707.07(a), 707.07(c)
Drafting Notation............ccoeevvrerninensc e, 608.02
Drafting stamp no longer required.................... 608.02(0)
EFS-WeD.....cooiicc e 502.05
Examiner determines completeness.................. 608.02(e)
Hlustrates Claim........cccccoeveiiiieinceecce e, 608.02(e)
Informal ... 507, 608.02(b)
Interference Prints........coccovvereeveneinenccnenns 608.02(m)
International application ............ccccevveererercnnnnnn, 1825
Kept in application..........cccccceveveveiicvcinieenee, 608.02(c)
LOSE ot 1302.05(a)
Mail section stamp no longer used.................... 608.02(0)
Modification illustrated............cccecviriinnnn, 608.02(f)
Marked-up COPY.....ccovrvrirrrerennnnes 608.02(v), 608.02(w)
Necessary for filing date..........ccccccecevvnnnenn 506, 608.02
New drawings required..........c.ccooeevveveereneeneenne. 608.02(a)
New, handling.........cccoeviiniiiiiiesee 608.02(a)
NEW Matter........coovvireiiiiieiie e 608.04, 706.03(0)
New, When required..........cocevveviininncnennn, 608.02(a)
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Sec. No.

NOt receiVed ........coovvvieriiieiecce e 608.02(h), 1825
NOL FEQUITET ... 608.02
NOt FEtUNEd ..o 608.02(y)
ODBJECtiON ... 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure..........ccoovvoveieieneiciein, 1302.09
Omitted drawings........coccovvvereivncrnnens 201.17, 601.01(g)
Patented file........cooiireiie e 905.03
Petition to transfer from another application..... 608.02(i)
Photographs........ccccccvvveiennnnn, 502.05, 608.02, 1503.02
Placement in file wrapper.........cccoceeevencnennene 719.01(b)
Plant application ..o, 1603, 1606
Print (See also Print of drawing) ....608.02(m), 608.02(n)
Priorart ......cccceeveeevevcce e 608.02(g), 2125
Provisional application..........ccccceevvevevenenennnne, 608.02
Reference characters ...........ccooeviiieicncnciens 608.02(e)
Reference characters, change ........c.ccccooevenne. 608.02(w)
Reissue application...........cccoveevenncnennennnn, 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center................... 608.02(c)
Replacement drawings for publication in PG-Pub ...1121
Replacement..........ocooovviiinennnenne 608.02(h), 1302.05
Reversed figure NUMDErS........ccoeviiineiiieneeen, 1302.04

Review by Office of Initial Patent Examination (OIPE)
(Office of Patent Application Processing (OPAP))

............................................................................... 507
Required by eXaminer .........cccccooeveienenenenenene. 608.02
REQUIFEMENTS. ... 608.02
RETUIM ...t 608.02(y)
SECHION lINES ..c.vevecieciececee e 608.02(f)
Security Markings........ccocveeereneieneneneseseeeee e 121
SUBSHITULE ... 502, 608.02(h)
Sufficiency, determined by examiner............... 608.02(e)
SYMDBOIS ...t 608.02
Trademarks. ........oeovrieereeese e 1512
Unacceptable.......ccoeveieiieneceee e, 608.02(b)

Drawing COrrection ...........ccocoeevencneiceiennenn 507, 608.02(p)
Annotated Sheets ........ccoccovvereenns 608.02(v), 608.02(w)
Approval by examiner...........ccoevvvrenneneens 608.02(x)
Marked-up COPY .....ccovvverrnrirrnrannnne 608.02(v), 608.02(w)
NEW MALLET ....ooviiiiiiicic 608.04
Order for.......ocoiiiiiieee e 608.02(x)
PG-PUD ..ot 1120, 1121
Replacement sheets................... 502, 608.02(h), 1302.05
Required........cccoevveverencinnnnne 507, 707.07(a), 707.07(c)

Dual correspondence .........cccoeeveveresesennnnnns 403, 714.01(d)



INDEX

Due Care Showing--Election of species

Sec. No.
Due Care ShOWING ....cccoveveievci e 2734
Duplicate amendments (See also Amendment)......719.01(a)
Duplicate claims.........cocoiriiiiiiiiieeceeeie e 706.03(k)
Duplicate foreign patents .........cccoceeerererenenenenennns 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information diSClOSUIe .........ccoocviviirieieieee e 609
ReeXamination ..........ccocvevevenenienese e 2280
Duty of disclosure ........ccocevevevievennie e, Chapter 2000
After patent grant........cccoeeeeeeieiine s 2003.01
Aids to complianCe ........ccooveviiiiii 2004
CheCKIiSt ...ovvvireeeeee e 2004
Compared to requirement for information......... 704.12(a)
............................................................................. 2005
Compliance With ........ccoceiviiiniiie e 2004
Continuing applications...........c.cccceeevnene. 2001.04, 2004
Copending applications............c.cccevenes 2001.06(b), 2004
Copied Claims ......cccoveveieececc e 2001.06(d)
Duration of.......ccooeovviiiiiiniii e 2001.04, 2003.01
Foreign applications..........cccceeveveiienesnnieannns 2001.06(a)
Information material to patentability ... 2001.04, 2001.05
Litigation information...........ccccocevvvinennennn. 2001.06(c)
QUESLIONNAITE ....veveeeeeeeeee e 2004
Reexamination
EXPArte ...cccovevveiceeeceee e 2014, 2280
INtEr PAIteS ......coevevieieieeie e 2003.01, 2684
Reissue application ..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of information...........cccccvvrvieniiiienenns 2001.06
TO WhOM OWEA ... 2001.03
Violation Of ... 2010
Claims invalidated ............ccooioiioiiieniiiiicicie e 2016
PrOteST ... 2013
Reexamination ...........ccoereiveneinenencecse s 2014
REISSUE.....veieiisieieesie e 2012
Rejection of claims in reissue application ............ 1448
WHO DS ... 2001.01

1-29

Sec. No.
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified matter..........ccoovevevererievvninrn s 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application ............cc....... 201.11, 706.02, 708
Continuation-iN-part..........c.ccevereienernieneienennns 2133.01
Foreign priority effect ..o, 201.15, 706.02
International convention (See also Foreign application;
TrEALIES) . vcveveeeiisieeee s 201.13
Provisional application............ccoccovvereiiicnninenns 706.02
PUBLICALION......cviiiiicicc e 715.01(c)

Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPecies)........ccccuvvvvvereneiencnnennns Chapter 800
Action on nonelected claims ..........ccccocevvineniienenn, 819
After multiplicity rejection........c.ccccceevvivivenne 2173.05(n)
AFLEr reStriCtion ......coovvvvviiiisece e 818
Applicant must make...........ccocoonriiinncnc e, 818.03
Between applications, Conflicting claims.................. 804

.................................................................. 822, 822.01
ConStructive ......cccovevevevecieieceie, 818.02(a), 818.02(c)
In reissue application .........c.cccvcevevieviviiennsennenns 1450
Fixed by action on merits..........cc........ 818.01, 818.02(a)
IMplied ..o 818.02(a), 818.02(c)
INEITEreNCE ..ovvveec e 819
Optional cancellation............ccocvveviveivericieinennn, 818.02(c)
Original presentation..........c.ccoceeeieienenenene. 818.02(a)
ST 819
Treatment of nonelected claims
............................................ 706.03(m), 821 to 821.03
In reissue application ..........ccccocevievievivvinnnseseannns 1450
With traVerSe ....covevierieeseee e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WithOUL traVerse ........ccoveiueiieiiieiceeeeeeee e 821.02
Election of species
Allowable generic claim lacking...................... 809.02(a)
BaSiS ..ovvireieeeee e 806.04, 808.01(a)
Canceling species claims......... 818.02(c), 821.01, 821.02
Design application...........ccoeevveneiiensenensee 1504.05
Implied ... 818.02(a), 818.02(c)
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Electronic access to published applications-- Equity (civil action)

Sec. No.
Reissue application .........cccocevvvvivnvsiesieciesene e 1450
Requirement...........ccoovvveveivcincineiecnnenns 806.01, 809.02(a)
Requirement, prior to search...........ccccceevenene 808.01(a)
Species claims lacking ..........ccccceeeeee 806.01, 818.02(b)
Electronic access to published applications .................. 1128
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
Cassis DVD-ROM ..o, 902.03(d)
Chemical abstracts Services ..........ccocovereivrereennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DIalog ..o 905.06
e-Official Gazette — Patents (€OG:P).....c.cccccevvennene. 1703
EAST oo 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC........coiieeeeee e 905.06
LeXiS-NEXIS .. cvvvvirieiirieieirie e 719.05
Official Gazette NOtICES ........ccvverveererieiieieiesieas 1703
Patent Grants Database ...........c.ccooeecerieeniennene 1703, 1730
Questel-Orbit ......c.coevviiecie 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST .o 719.05, 902.03(e)

Electronic Business Center (EBC) ......cccccoeveieienennenn 1730
Electronic document...........cccoeevenennenensenee 707.05(e)
Electronic filing system-Web (EFS-Web).......... 502.05, 503
Actions permitted by registered USers................... 502.05
Actions permitted by unregistered users............... 502.05
Alternatives to using EFS-Web ........cccccooninns 502.05
During unscheduled outages (EFS-Web Contingency

OPLION) e 502.05
Certificate of Transmission...........ccoceevvevrvivennnnienn 512
Document description COdes..........ccoevrervrerierennn. 502.05
Document fOrmats..........ccoovvenereiiieiieiece e 502.05
Electronic Acknowledgement Receipt.................. 502.05

Ex parte reexamination request and follow-on papers

................................................................ 502.05, 2224
Inter partes reexamination request and follow-on papers

................................................................ 502.05, 2624
Petition to accept unintentionally delayed payment of

maintenance fee........coocvvvvevee e, 502.05, 2590
Pre-grant (eighteen month) publication submissions via

......................... 502.05, 1121, 1129, 1130, 1132, 1133

Reissue application and follow-on papers .. 502.05, 1410
Electronic funds transfer to replenish deposit account

Electronic Information Disclosure Statement (e-1DS) 609.07
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Sec. No.
Electronic mail............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS)........c.ccccooevenne
.................................................................... 302.10, 502.05
Electronic Processing of Information Disclosure Statement
.................................................................................... 609.08
Electronic publications
Availability as prior art .........ccooceveieieneniieieies 2128
Citation of .....cooooveiiiieee 608.01, 707.05(e)
Hyperlinks t0......cccccovvvvievennie e, 608.01, 608.01(p)
SEArch for ..o 904.02(c)
Employee number.........c.cccoevevveveieienienn, 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,
property interest in patent..........c.ccocvevvireiiennenn, 309
Unavailable to sign oath or declaration as inventor ...409
Enablement..........cccccooe v, 706.03(c), 2164
Burden on the examiner ..........ccococvvvvieneiciennn 2164.04
Commensurate in scope with claims.................. 2164.08
Critical feature not claimed............cc.cccvnee. 2164.08(c)
Inoperative subject matter.............c.coeeennen. 2164.08(b)
Single means claim ..o 2164.08(a)
Compared to UtIlity ......ccoveviirciii e 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIdeNnce Of.......cooveeii e 2164.05
Examples of enablement isSU€S...........ccocvvvrvnnnne 2164.06
Form paragraphs used to reject ..........ccceevvennene 706.03(c)
Reduction to practiCe.........c.cuveeveeiieneneiescsiennns 2164.02
Relationship of predictability ..............ccoceiine 2164.03
Specification must be enabling
As of the filing date.........cccccovenviininienn 2164.05(a)
To persons of ordinary skill ....................... 2164.05(b)
Test of enablement ... 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ..........ccocvevvrinnennn. 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification ........... 608.01(q)
English language required ............cccccoevenene 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment).............. 714.18
Entry of “Contents” of file wrapper...........ccccocervnnene 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program.........c.ccoccevevvcnenene 708.02
Equity (civil action)
Under 35 U.S.C. 145 ... 1216, 1216.02
UNnder 35 U.S.C. 146 ... 1216



INDEX

Equivalents in art--Examiner’s action

Sec. No.

Equivalentsinart...........ccoceeevevienennnnnnn, 904.01(b), 2144.06

Erasable (specially coated) paper.........cccccovevvreivnnenas 608.01

Erasure in specification, before allowance............... 1302.01

Erasure in specification, before execution.................. 608.01

Errors (See also Correction of patent)

Correction of patents..........cccocevvrevvvrnnnnn, Chapter 1400
Deceptive intent........cccceevvvvvecneieeicieieenn, 140, 2022.05
REISSUE ...ttt 1401 to 1470
Title dOCUMENLS ..o.vvvviiiieiieee e 323
Withdrawal from iSSUE.........ccecvrveiiieeieece e 1308

Essential material ... 608.01(p)

Establishing subclasses ..........cccccvvvvvvivevciveieneinens 903.02(c)

Estoppel

Abandonment...........ccoevvvereiininen e 711.03(c)
Collateral........ccooveveieeiese e 2012.01
In ex parte reexamination ............ccccoeeveierererienans 2259
In inter partes reexamination.............cccceeereiennens 2659
Defensive publications..........cccccocevvienersieniecnnn, 711.06
Different inventive entities and commonly owned
apPlICAtIONS ....ocveeiiiie s 804.03
INtErferenCe ......coovveveieiiec e 715, 2138.01
Reasons for allowance ..........c.coceeverneneicnennn, 1302.14
Reissue proceedings........cccccevevereseseseseerennnans 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer ..........ccovvveevciieiiieiieee 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
....................... 1801, 1823.02, 1827.01, 1840, 1840.01
................................. 1843.02, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAUIESS ...t 1865

As a PCT Chapter | international searching authority
........................................................................ 1840.01

As a PCT Chapter Il International Preliminary
Examining Authority........cccccocvvivviviivciieiecienn, 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest............c.ccoceeeerennne 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ...vevevrereerererieereeieienas 706.02(f)(1)
Examination of application .............ccccceevvevvnnnne Chapter 700
Accelerated Examination.............ccccoevevvvinennn 708.02(a)
Confidentiality during........c.ccooeeoveiiieneneie e 101
Deferral Of ......ccoooeiiiiiiicice 709, 1002.02(d)
Order of.....ooeiiiieees 707.02, 708 to 708.03
Piecemeal.........ccooovviininiiniiies 707.07(a), 707.07(g)
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Sec. No
PUIMPOSE ...t 701
REISSUE ...t 1440, 1443, 1445
Request fOr SIR ..o, 1103
Secrecy order application ..........c.cocvirenvienennienen 130
Statutory authority........cccocevviiiivicrcecse e 701
SUSPENSION OF ... 709
Examiner
ACHION .o 707
ACtion COUNtEd .....cvoviiiiciice s 1705
AFFIAAVIT ..o 2144.03
Assignment of application for examination ..... 903.08(b)
Assignment of ex-parte reexamination .................... 2236
Assignment of inter partes reexamination ............... 2636
ASSISEANT ... 707.01, 707.02
Citing prior art in an issued patent inappropriate .....2203
Classification (See also Classification examiner) ...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS ....cvevieiieiieree e 1705
Duty of candor and good faith to..............c.......... 2001.03
Employee number .................. 711.04(b), 905.03, 905.05
Expressing opinion of validity ............cccceoeienennne 1701
NAME .o 502, 707.09, 1302.13
New action indicated by primary .........c.ccoceeevennn 707.01
Previous action by another examiner
Allowed Claims .......coovvireiiiiceces 706.04
INEEIVIEW ...t 713.01
SBANCH. ... 704.10
Primary
Actions requiring personal attention .....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper ..o, 1302.13
Pursuit of bounties prohibited ............c.ccoccovrennenen. 1701
Reasons for allowance............ccooveinincincinnns 1302.14
Resigns, old cases special...........ccocccvvvrienciinennns 708.03
Suggestion of allowable claims............cc.ccce.eine 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney...........cccceevereinenne, 408, 1302.14
Testimony as patent expert.......ccccevevereverereenns 1701.01
Time and Activity Report..........cccooevvevrenne. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of protest........ccoceveveiiienne v 1901.06
Examiner docket, time, and activity recording....1704, 1705
Examiner Reissue Guide and Checklist..............ccccvuenene 1443
Examiner’s action (See also Action; Letter, Examiner’s)
............................................................................... 707
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Examiner’s amendment-- Examiner’s letter

Sec. No.
Examiner’s amendment........ccococverevinenencnienecnnen, 1302.04
Abstract changed by............ 608.01(b), 1302.01, 1302.04
By initialing .......cccoooviiiiiiiie 1302.04
Claim, antecedent basis in description.............. 608.01(0)
Claim lost in interference........cccccovevevenencesesnnnnn 2308
Claim, nonstatutory, canceled....................... 1302.04(b)
Claim, numbers identifying ............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled... 821.01, 821.02
Copending application data brought up to date..... 201.11
Defensive publication ...........cccoeenineiienecne, 711.06
Deposit account Charge.........oeevverveneneenienenne 1302.04
Drawing correction .........cc.ccoevevvennene. 608.02(w), 1302.04
Extension of time required for............ccccoeeee. 706.07(f)
Formal matters..........ccoeeveveneicncnnenn 1302.01, 1302.04
IFW applications..........ccccovviriiiinincieesenes 1302.04
Informalities corrected..........ccocovcvvivviviieieriennn, 1302.04
Non-compliant amendment, treatment of ................. 714,
........................................................................ 1302.04
NO NEW MALEr......cviiiiiiiieece e 608.01(0)
Plant patent application practice.........ccccocvvevrrrenne. 1610
Reexamination
o 0T 1 - 2287
Inter-partes
Canceling rejected claims...........ccocooeenenene 2671, 2687
Correcting formal matters.................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approval required .............. 2687.01
Tothe Title ..covvvrveirine, 2660.02, 2686.03, 2687
Reference citation corrected ............ccccevevenene 707.05(g)
Title of application...........ccocevvvriiincinccn 606.01
Examiner’s Answer
Appeal conference not held ..................... 1003, 1207.01
Counted as a disposal..........ccccevvereinereieneisnneeas 1705
New ground of rejection .........cccceceveveveinsrnnnnn, 1207.03
New interpretation of law ...........cccoceveiiiiiennnn 1207.02
TC Director’s attention required............ccoceevrvenen 1003
Reexamination
EX PAME e 2275
INEEr-PAITES ..o 2677
Reply brief ..., 1208
Special STAtUS .......covveeiiriiiiieee s 708.01
Examiner’s letter (See also ACtion) ..........cccccvvenerniennns 707
ADbandonmeNt..........ccovviiieniiee e 711.02
AdVISOry action.........ccoceeeneieneneninnn. 706.07(f), 714.13
Amendment after final rejection ...........ccccocevenen. 714.13
Arguments ansSWered..........coeceverveeneneinennenns 707.07(f)
Cancellation of nonelected claim............. 821.01, 821.02
Rev. 8, July 2010
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Sec. No.
Claim allowable except as to form.................. 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim SUMMATY ......cccooviiriiieneenee e 707.07(i)
Complete and clear..........cccoeviireininninic, 707.07
Copies of references.......cccocvvvvvvvveivercncsevenn, 707.05(a)
Copy to applicant .........cccccevveeviineircieree e 707.12
Correction, period for reply................. 707.05(g), 710.06
Correction of Citation .........cccoceeevereincnnenne. 707.05(g)
Date Stamped.......ccccvevevereresesereeeee e 707.11
DeCiSIONS, CItEd .....cvvverieiirieieere e 707.06
Drafting criticism in first Office action............ 608.02(a)
..................................................................... 707.07(c)
Election of species required, concluding paragraph
..................................................................... 809.02(a)
Examiner signature at end of letter.........c..ccc........ 707.09
Examiner’s amendments..................... 706.07(f), 1302.04
File wrapper entry ........cccocoeeveiencienenn, 707.10, 719.01
Final rejection, clearly stated...........c.ccoceevrcivnennas 706.07
Final rejection, concluding statement.................... 706.07
Final rejection, patentability report................... 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application............ccccoeviiveieicie e 702.01
Initialed by eXaminer...........cccocevvvviecicisneieiens 707.08
Language in rejeCting ........ccccoveeevenenenieiiennne 707.07(d)
MailiNG ..o 707.12
Memorandum Cited ..........ccocovovriiieniieeee e, 707.06
New drawing required..........ccccoeveieneneenenenns 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOLICES CItd......eiieeiiie i 707.06
Numbering of paragraphs...........cccccvvereienennn 707.07(k)
OmMNibus rejection .........ccoevvireiiineiiciee 707.07(d)
Orders Cited ......cvevvererevise e 707.06
Outstanding requirements ..........ccocveveevverereennn. 707.07(e)
Personal matter excluded ...........ccccocvvviviirinnene 707.07(d)
Piecemeal prosecution..........ccccccceeereienencniens 707.07(g)
Power of attorney invalid or lacking ...........c.ccccooenee. 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’s attention required, list .............. 1004
References, citation ...........cccccceeuenee. 707.05 to 707.05(qg)
......................................................... 901.04, 901.05(a)
Refusing entry of amendment after Board decision
........................................................................ 1214.07



Examiner’s search facilities, use regulations--Extraordinary situations

Sec. No.
Rejection of claim corresponding to claim of patent
............................................................................. 2302
Remailing.........ccoovvviniinie 707.13, 710.06
Requirement for information ..............c.cccceee.. 706.02(c)
Restriction requirement.............ccocveeverveverenennn. 803, 817
REIUMNEA. ..o 707.13
Reviewed by examiner...........ccocoveveiviiecicinenennn, 707.08
Shortened time for reply ..., 710.02
SIgNature .....ceeveeeceeeceeee 707.09, 707.10, 1302.13
Statement of rejection ..o 707.07(d)
Status letter reply ..o, 203.08
Statutory basiS.........ccoevevveveeieienese e 707.07(d)
SUMMANY .. 707.07(i)
Supplemental ..o 710.06
UNAElVEred......covvvieeieeeieescse e 707.13
Examiner’s search facilities, use regulations................... 510
Example, COmMmENnts ON .........ccccvvveveieerecrieieseeees 707.07()
Example, Operative.........ccccocevveereienenns 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claims for fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previously
Paid fOr ..o 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath ..o, 604, 605.04(a)
Executive Order
NO. BAB4 ...t 1608
NO. 9424 ...t 302, 302.06, 302.08
NO 10,096 ....ocvvvviriiiiriiiiineeese e 509.02
NO. 10,358 ...c.otiieirieieiieie et 710.05
NO. 12,598 ... 115, 120, 121
NO. 13,292 ...ocoiiiiicieece e 115, 121
Executor or administrator.............c.ccceeveeuenne. 409.01, 605.05
Allowance and iSSUE ........coceeerereeieieicie e 409.01(f)
Application by, after discharge............ccccoevuee. 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
AULNOTIY ..o 409.01(b)
Consular certificate ..........cccocevevereiinnieseenennen, 409.01(b)
Foreign country........cccocevvrenenienne. 409.01(b), 409.01(d)
Heir ..o 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ..........c.cccovereieienenene 409.01(f)
Joint inventors, inventor dieS.........cccceeerereennn. 409.01(f)
Specification form.........cccccecvviiviivcicceceece 605.05
EXNIDIT. ..o 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
Exhibit at iNterview ... 713.08
Exhibit, handling ..o 608.03(a)

Sec. No.
EX parte qUESLIONS .......ccccoveiiiriene e 713.06
Expedited Right of Appeal Notice.................. 2671, 2673.02
Experimental use (See also Public use) .................... 2133.03
........................................................... 2133.03(e)
Commercial exploitation............cc.cccevvenene 2133.03(e)(1)
Completeness of the invention ................... 2133.03(e)(3)
Factors indicative of ........... 2133.03(e)(4), 2133.03(e)(5)
Intent to eXperiment .........ccccoevverennenen. 2133.03(e)(2)
Reduction to practice.........cccceevvivrivrvrrnnnnnn 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ............c.cccoveienenn 2133.03(e)(6)
When experimental use ends.............c........ 2133.03(e)(3)
EXPert teStimony ... 1504.03
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154 ......... 2710, 2720, 2730
DESION covveeieeecre e 1502.01, 1505
Extension under 35 U.S.C. 156.................... 2750 to 2764
PIant ..o 2701
ULHIEY oo e 2701
Export control of patent applications.........c..ccccceeevernenn. 120
Exposure of papers during interviews ................ 101, 713.07
Expounding patent law ...........ccocooiviiiiinicncienc 713.02
Express abandonment ... 711,711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit ........cccveveveviererese e 513
Express Mail Procedure in ex parte reexamination........ 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file ................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period...........ccccco... 710.02(e)
Extension of time........cccoevvvenniencnnen, 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief........ 1203, 1205.01, 1206, 1208, 1215.04
For filing continuing application..................... 201.06(c)
General fee authorization .............cccocveenenne, 710.02(e)
Reexamination
EX parte.....cocooeveiiniieneeineceee 1002.02(c), 2265
Inter partes........cceevvvevvennnnne 2648, 2665, 2672, 2682
REQUESL.....cveieiriiiciieiceeee e 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ..............ccoovviviieieiennn, 711.03(c)
Deferring iSSUE .....oveveveeiire e 1306.01
Interview after iISSUE .........ccoovvvrerinienesceecee 713.10
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Facsimile transmission-- Field of search, notation by examiner

Sec. No. Sec. No.
Reexamination, X Parte .........ccccoevviererenenercsennene 2274 Rule 8(b) Cited........ccvoirieiiicireeee e 410
Reply period reset........ccooevviereieiieneieneniee e, 710.06 Rule 11(b)
SuSPENSION OF TUIES .....ocvevveivcieicc e 1002 CILEd. .. 402
TIMe to file oo 1205.01 Reproduced ..o 410
Withdrawal from iSSUE........cccevverviiiiniirie e, 711.01 Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AGUIESS...eeieieee e 2540
= APPEAL ... 1204
AsSIgNMENt reCording ......occvevvvevereeieiiesesesenneas 302.06
Facsimile transmission Credit card payment _of .............................. 509, 706.07(f)
Assignment documents.........cccceveveriernne 302.09, 502.01 Current amounts available on USPTO Web site........ 509
Central NUMDET .....coooovveiiireiic e, 502, 502.01 N 1730
COITESPONUENCE .....ovvviveicterieieeie et 502.01 Examlr.ler’s am_endment ''''''''''''''''''''''''' 706.07(1)
Declaration or 0ath...........cccooccvvevieeve e 502.01 EXIENSIONS OF UME...oovovve 706.07(f)
PCT international application ................ 1805, 1834.01 F|I|ﬂg_ ...... TR 509, 607
_____________________________________________________ 1865, 1893.01(a)(1) Claims in exce_ss Of i, 607
Maintenance fEES ..o 2510 Depe”f’e“t CAIMS oo 608.01(n)
Permitted types of COrrespondence .................... 502.01 Deposit aCCOUNT...........covireiiriiieiecce e 509.01
Prohibited types of correspondence...................... 502.01 Inadequ_ate T 509
Reexamination Interngtlona_ll application e 1810, 1827
EX DAME oo 2994 Basic national fee for national stage entry.................
INTEr PATES ..o 2624 e 502.01, 502.05, 509.03, 512
Secrecy order application, not permitted ...... 120,502.01 e 1805, 1828.01, 1834.01, 1893.01(a)
Federal Circuit (See Court of Appeals for the Federal =7 AR 1_893_'01("’1)(1)’ 1893.01(c), 1893.02
Circuit (CAFC)) Nonprgvmonal gppl_lcatlon ........................... 601.01(a)
Federal holiday Prowspnal appllcatlon._.._. .............................. 601.01(b)
Abandonment date ...........cooeeereneieneneieneen, 711.03(c) Reducthn f(_)r Sl BNEHIES wovvrvrsresssnrissnrees 509.02
ADPER] DIIEF .o 1205.01, 2274 Reexamination
VIl ACHON. oo 1216 BX DA cosnressssmrrssssmnrssss s s s 2215
Continuity between applications............ccccccoceueee. 201.11 I_nter PAMES oo 2615
Effect on reference........ccocoocvvevvivicviieeccienenn 706.02(a) REISSUR cvvere v s 1415
Effect on EXpress Mail SEVCe ........oovoooooervvereoeo 513 Return...... .................................................... 503, 607.02
Filing date .............. 502, 502.01, 502.05, 505, 512, 513 Small entity .....ccooereiiiiie 509.03
Foreign application copendency ..........ccccevereenee. 201.13 '55‘{9 (See Issue fee) )
FOr@IgN PALENt ..o 2135, 2135.01 Maintenance (See Maintenance fees)
Maintenance fees ... 2504, 2506 PaYMENL.....oiiiiiii i 509
PADETS NOt [ECEIVED oo 502 b_y_EFS-Wet_) ....................................................... 502.05
Period for reply ending on........c..cccccoevenennen. 505, 710.05 Petlt!on .to FEVIVE oo 711.03(c)
Prior art effective date..........ccccoeeeviiiciee i 706.02(a) PUbI'Ce}t'On fee...- """"" 11.26’ 113:_3' 1303, 1_3061 1306.03
Provisional application copendency.................. 201.04(b) Reductlgn_ of basic fee for lnte_rn.atlonal applications
PTO buSINESS NOUFS ......ccvevveiiiiiieiesieieie e 510 containing large sequence listings and/or tables
ReplY PEriod........coccviviiiiiieieiese e 710.05 e e 1823.02
Statutory Dar. ... 2133 ) Reduction for Small entities........cwemmsserssssnres 509.02
Statutory period ........ccceveevevevene v s 710.01(a) Field of s_ear(?h e 708.03, 904, 904.02, 904.02(a), 1701
Unscheduled closings ........cccooveieieiiienineieenn. 201.13 ) Notation in file S g 719.05, 904
Federal [icense FrghtS.......c.cocovererenienenieeeeee e 310 Field of search, notation by examiner................... 705.01(3)
Federal Rules of Civil Procedure e, 719.05, 904, 904.02(a)
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Figures--Final rejection

Sec. No.
Figures (See Drawings)
File Information Unit (Record Room)..................... 102, 103
....................................... 508.03, 711.04, 711.06, 1730
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACtioN eNntered.......oovveviireiniese e 707.10
Allowed case data entered ..........ccoceevvervcvrernnn 1302.09
Amendment endorsed ...........ccoceeereniennn. 710.05, 714.18
Arrangement Of Papers........ccovvreienereienerieens 719.01(a)
Assignment endorsement..........oceoveereneeneneesennene 303
Civil action disposition ..........cccccevevereriieneenen. 1216.02
Classification data...........ccocereivnereienereienerenennns 719.03
Classification hiStory ..........ccocccovveneie s 719.03
COomMPIELENESS ..o 724.01
“Contents”, ENtry iN....ooveveccececece e 719.01
Continuation, Former Rule 1.62 (FWC)
PUDIIC ACCESS ..vvvivieiirieiciirieisc e 103
RESHCION ..o 819
Correction Of error ..o 719.02
Data entered On.......ccccevvveevenee. 710.05, 719.02, 1302.09
Field of search........ccooceveiiinciicece e, 719.05
Field of search, patentability report .................. 705.01(a)
Foreign application cross-noting...........ccceceeevvenee. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on................ 719.06, 1302.06
Index of Claims ......cccovveieiee e 719.04
Licensing and Review stamp ..........ccocevveivieinennnne, 140
Name of applicant changed.............ccccoevrvenane. 719.02(b)
Notes to application of another party...........c.ccoceunee. 101
PaPEIS IN oo 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing .....ccccoeevevevnvenc e 719.01(b)
Printout of search history ..........cccociiieiiiinnnnn, 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed..........ccoceovvneiiincinine 719.02(b)
Return of paper entered on...........cccocevviieneenen. 719.01
“Searched” boX entries........cccovvvireneneinennnns 719.05
“Searched notes” boX entries .........ccovveivrereeennns 719.05
Signing by primary examiner............c.ccoceeenennne 1302.13
Statutory period ends on nonworking day ............ 710.05
Files REPOSITONY ....c.ccvvvveiiiiieiriee s 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA)......... 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
EFS-WeD.....ooiiiie e, 502.05
Express Mailing date ...........ccocooeevnciicnenns 506.02, 513
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Sec. No.
Foreign application, Convention date
(See also Foreign application) ............. 201.13, 201.15
International application ...........cccovevinvnenninienn, 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT).....ccccceevvvrvrrvarnnne. 1810
Petition .......ccccevvvnae. 506.02, 513, 601.01(b), 601.01(c)
.................................................... 601.01(f), 601.01(g)
Refusal to accord...........ccoovvvviviieiiniceccce e 506.02
Review of refusal to accord...........cccvvervivereiinennns 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
EX PAIE ..ot 2215
INEEr PAMTES ... 2627
Filing fee (See also Fee; Refunds).........cccocevvvvivivsninennn, 607
Continued prosecution application (CPA)........ 201.06(d)
Of areissue application............ccccvevveverevieiiinannns 1415
Deposit aCCOUNT........ccccviiiiiereseeee e 509.01
INAJEQUALE ... 509
Reduction for small entities...........ccccocevvveriinenns 509.02
Reexamination
EX PArte ..o 2215
INEEr PAITES ..o 2615
Reissue application...........c.ccovereienennenciiseneee, 1415
RetUM ... 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data Capture........cccovviveveiererin e 1309
Final reJeCtion.........ccccvevveieicic e 706.07
Amendment after..........cocveveiiniiinne 714.12,714.13
Amendment after, entered in part.............ccocevenene 714.20
First aCtion........ccooeiniicincecsc e 706.07(b)
INEEIVIEW ..o 713.09
LELEOE e 706.07
Patentability report.........cccoceoiiiiiiiiieens 705.01(a)
Petition t0 vacate .........cccocvveireneineecee 1002.02(c)
Premature .......ocoooveveneierese e 706.07(c)
Premature, Withdrawal of ............cccoeviinnnne 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccoeoeveneienencnesennn 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application .........ccoceevvivrveiieieenesesenn, 130

SPECIAl....iivicice e 708.01
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Final restriction requirement-- Foreign patent

Sec. No.
Time for reply ..o 706.07(f)
Transitional procedure ..........ccccevvevveivevveieinennn, 706.07(g)
When proper .........ccccceenee. 706.07, 706.07(a), 706.07(b)
Withdrawal ..., 706.07(e)
Withdrawal, Primary examiner’s attention .... 1004, 1005
Withdrawal of premature ............cccoeveinennnen, 706.07(d)
Final restriction requirement............ccccocevvvvrvinennnne. 818.03
First action final rejection ..........cccocvveiiiiicnnnene 706.07(b)
INAaN RCE ..., 706.07(b). 706.07(h)
First Office action fOrm........c.ccocevviinniiii e 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material ............cccccoeviivinnieeicicieneins 706.03(b)
Five year pendency ........ccccoevereninencennne. 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e)........... 706.02(f)(1)
Examination of computer-related inventions........... 2106
Genus-Species guidelings ........c.ceevevviveviciernennn, 2144.08
Prior art citation in a patent..........c..ccoevevevenciennennn, 2206
Reexamination provisions, ex parte..........ccccceeevuenee. 2201
Reexamination provisions, inter partes.............. 2601.01
Reformed PCT SyStem .......ccocvvevvvviviiecieneeseseeens 1842
Transitional after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(9)

Treatment of applications having conflicting claims. 804

FIOW SNEEL ...t 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE o 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)

AS PrIOr Art. .o 706.02, 2127
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed...........cccoeveveiiniiennns 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......cccoevvveviereierenee, 201.13t0 201.15
Design patents........ccoeveverereneresnnns 1504.02, 1504.10
Determination of priority.........c..ccceevnin. 201.14, 201.15
DISCIOSUIE ... 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority................ 2258
Filed more than a year before U.S. application
...................................................................... 201.14(c)
Filing in foreign Country .........ccoccoveneiincnniencieenns 140
] SRRSO 201.13
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Sec. No.
German design applications ...........ccccccceveneenne. 201.14(b)
Great Britain.........ccooveeereniiescceeee e 201.15
1dentification ... 201.14(d)
Incorporation by reference in U.S. application.....201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority .......... 2658
License to file ... 140, 706.03(s)
Listed on oath/declaration.............cccceeveennne.. 201.14, 602
No claim for priority .......cccoceevvivvivninnininceenn, 201.14(c)
No reference made in declaration..................... 201.14(c)
Notice to Office after nonpublication request .......... 1124
Noting earliest date in file history/wrapper ........... 202.03
Ordering COPIES ....cvvvevevirierieirieeesieeecseeees 901.05(c)
Overcoming reference which is..................... 201.15, 715
Prior art cited in related..............ccocvvvvveienenn, 2001.06(a)
o] 1] Y S 102, 201.13, 706.02
Papers not filed...........ccoooviniiiiniiccee 201.14(c)
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application ........... 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
Ribboned ..o, 602.04(a)
SaMe INVENLION ... 201.15
SBAL..ccice e 602.04(a)
Statutory bar..........ccoceevvenn. 201.13, 706.02(e), 2135.01
Time limits to submission ................... 201.14, 201.14(a)
Certificate of COrrection .........cc.cccvvevvinennnnnn 201.16
REISSUE ....cveviveecec e 201.14, 201.14(b), 201.16
Translation required .........ccoeeveveiieiennne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath...........ccoceoeineiiiiiciinciesies 602.04
Foreign filing, Proving priority...........cccoe.e.. 201.14, 706.02
Foreign filing date
ENtitled t0 . coveiiiieice e 201.13, 719.06
On file wrapper/Nistory ........cccovvveeiiiiiciene 202.03
Foreign filing HCENSE ........covviieiiiciec e 115, 140
FOr PCT . 115, 1832
Foreign language
APPlICAtioN ... 608.01
Names for months ... 901.05(a)
Names for United States..........ccccoeveveniveienennns 901.05(a)
Oath or declaration............cccevevvevererenene e 602.06
Foreign patent
Art collection.........covviiiiii e 901.07
CItatioN ..o 707.05(e), 901.05(a)



INDEX

Foreign priority--Form letters and forms

Sec. No.
Citation dates and information...........cc.ccccevu. 901.05(a)
............................................................ 901.05(b), 1851
Classification ..........ccoceerveeiencie e 903, 903.03
COUNLIY COUBS ..ottt e 1851
Database Search ..., 706.02(e)
Document citation, iN PCT ... 1851
DUPHCALES ... 903.03
Effective date........cooveieiiiii e 901.05(b)
Family of (INPADOC) .......cccoovrvveirnieenirieeenns 901.06(a)
In prior art statement...........ccoceeeevenciciennn 609, 609.01
Individual country OVerview..........ccccccceevvenennn 901.05
JOUMNAIS ..o 901.06(a)
LaW OVEIVIEW ..o 901.05
LiDrary ..o 901.06(a)
Listing at allowance...........cccoveiiiiiinnnnnn, 1302.12
OPPOSILIONS ...ttt s 901.05
Ordering COPIES....vccveveriererese e 901.05(c)
Print of, where obtained.............cccccooeviiinennn, 901.05(c)
REference ......coovviieeic e 706.02, 901.05
Statutory bar ... 201.13, 706.03(s)
TrANSTEr ... 903.05
Translation of ..o, 706.02, 901.05(d)
Unlicensed, same applicant..............ccccecoenvnnenn. 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13t0 201.16
Design patent applications...........ccccocvveevrenne. 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed .......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue............... 1302.01, 1302.02, 1302.04
Amendment of application in issue.............cc.e..... 714.16
Claim allowable except for...........cccevvenene 706, 707.07(j)
Review of action involving...........c.ccccceeeee. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........cc.ccoeveverenenn, 201.11, 1405
Specification format..........cccccoeviviirciiicicicce 608.01
When taken up .......cccooeeeieneneieenn. 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restriCtions.........ccoceovveeveiinenecnennn, 1702
Form letters and forms
Abandonment..........ccocooeveieiiic i, 711.04(c)
Action Closing Prosecution PTOL-2065.. 2671.02, 2696
AdVISOry ACLION.......cccevvieriiieee 706.07(f), 714.13
Advisory Action — Ex-parte Reexamination PTOL-467
................................................................... 2265, 2296

I1-37

Sec. No.

Allowability.......ccooviiiiiiiiic 1302.03
Amendment received after allowance............... 608.02(z)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry.1214.07
Amendment not fully responsive ..........cc.ccoevvvnene 714.03
Amendment unsSigned..........cccoovrerericiienenenn, 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/% ........... 324
Change of Correspondence Address, Application
PTO/SBI122 ..o, 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542
Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative

Instructions-Part 8..........ccccoeviireiiincieiene 1823.02
Cover sheet, assignment document ....................... 302.07
Cover sheet, provisional application

Cited oo 201.04(b), 601
Reproduced .........ccoeveneienineniceee e 201.04(b)
Credit Card Payment Form PTO-2038
Cited..oeieiccee 509, 1302.04, 1306, 2510
Reproduced .........ccovveviiiieneirec e 509
D10 e 130, 1304.01
D11 s 1103
DD FOrmM 441 ..ot s 120

Death of Attorney, Application ready for allowance .406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application
PTO/SBIOL ..ot 602
Disclaimer in Patent PTO/SB/43.........cccccovvvveennns 1490
EFS-WED .....cciiiiiciccce e 502.05
Election of SPeCies.........ccovvevereereiiciieniees 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ....cooovvvvveiviecrieieeieen, 2296, 2687, 2696
Examiner’s action PTOL-326 .........ccccccvvevveeiiveecneenns 707
EXamMINEr’s aNSWEN .........covueevieeieeeireescreeeereessvee e 1207
Examiner’s Biweekly Time Worksheet PTO-690E
................................................................... 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
(011 1o [OOSR 2540, 2595
REProduCed.........cceverriirecieeeeee e 2595
Final reJection.........cccceeevevvviein e 706.07
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Form letters and forms-- Form letters and forms

Sec. No.

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
...................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A ................... 201.06(d)

A5-0ay LEtLer......ccoviiiiiiereec e 150

General Office Action, Ex Parte Reexamination
PTOL-466 .....cocvvviririiieisieieiisesiscsieeens 2262, 2296

General (Ex-Parte) Reexam Communication PTOL-473
(With SSP) ..o, 2250, 2266.03, 2296

Incorrect citation of references, Correction ......707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ..o, 609.02, 609.03, 609.04(a), 609.05(a),
.................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
................................... 2214, 2258.01, 2280, 2287

REProduCed.......ccccveveieiee e 609

Interference Initial Memorandum............ 2302, 2304.02,
2304.04(a)

Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ..ooviiiiiicieieice e 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 ..ot 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067 ...ccocvverriererierieesieeenn, 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited oovveecice e, 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DIgESES .ttt 903.07
INItIAliNG ..oovoeiie 903.07(b)
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Sec. No.

Issue Fee Transmittal PTOL-85B....................... 307, 324

................................................................ 512, 1306.01

............................................... 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

(011 (=10 DU SRR U RRURUPRI 2515, 2595

REProduCed.......c.coveieieiiii e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

REProduCed .......cevveierieriererr e 1135
Note to SPRE/Examiner/TC Personnel of Inter-Partes
Reexamination Deadlines PTOL-2061................ 2696
Notice of Abandonment
PTOL-1432...c.ooceeeeeeieeeeseeeeseeeseennes 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019.................. 201.06(d)
Notice of Allowability PTOL-37 ........ 602.03, 608.02(b)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
.................................. 812.01, 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................ 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
.......................... 714.15, 714.16, 714.16(a), 714.16(d)
..................................... 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
.......................................... 2406, 2411, 2411.03, 2575
Undelivered.........cccoooveviiiiiieiieeiececcecee e 1303.02
Notice of allowance, Secrecy order applications
D-10. i 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062..........cccceevvvnvernnnnnn. 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....ccciiiiiieeen, 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ... 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
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Sec. No.

Notice of Failure to Comply with Ex Partes
Reexamination Request Requirements
PTOL-2077 .ottt 2218
Notice of Failure to Comply with Inter Partes
Reexamination Request Requirements
PTOL-2076 ....ocveiieeeerirreeesreee s 2618
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 ..o.oiieiieienceieieesee e 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-

2011 Reproduced .......ccovevvevieieiienese e 201.06(d)
Notice of Improper CPA For Design Applications PTO-

2012 Reproduced ........cccovvveeiineeinenicinienns 201.06(d)
Notice of Improper Request for Continued

Examination (RCE) PTO-2051 .........c..cc...... 706.07(h)
Notice of Incomplete Nonprovisional Application

PTO-1123........... 506, 601.01(d), 601.01(e), 601.01(f)

.................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced ........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059........c..cccceevevveeiieinenen, 2696
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469 .................. 2235, 2250
................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL-2068 ................ 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L ..........ccccvevviviviiiicice e 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058.......cccccovvriiiireiensenieesienns 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142 ..ottt 2531
Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140...........ccc...... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(e)
............................................................. 714.03
Notice of Non-Recordation...........ccccccoverveeriecnnen, 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669......cccccovieirieririenieennn, 201.06(c), 601.01(d)

.................................................. 601.01(g), 2731, 2732
Notice of Overpayment of Patent

Maintenance Fee, PTO-211......ccccccocveevvivievnnnns 2550
Notice of Recordation..........cccceeeevviiiireccreccieennenn, 302.09

-39

Sec. No.

Notice of References Cited PTO-892........ 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690

Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ... 2530

Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11).......ccccccvevnnene. 1103

Notice of Withdrawal from Issue under 37 CFR 1.313(b)

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468............... 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661......c.cccocuunen. 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application......... 201.03
........................ 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced

........................................................ 201.06(d)
Notification of Non-Compliant Appeal Brief (use of
PTOL-462 discontinued) ...........cccoeeverenennnn 1205.03
Office Action — Ex Parte Reexamination
PTOL-466.........covviieiriiiiireieeseesesnens 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064
Cited...ooovreieieieen 2647.02, 2660, 2671.01, 2696
ReProduced .........coevvevieveiiese e 2660
Office Action Summary PTOL-326................. 608.02(h)
Order Granting/Denying Request for Ex-parte
Reexamination PTOL-471......ccccoovvevevennnennns 2296

Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063
Cited....voiviieiece e 2646, 2647.02, 2696
Reproduced ..o 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication
under 37 CFR 1.138(c) Reproduced.................... 1135
Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
Cited....oviivriereeee e 711.03(c), 1124, 1135
Reproduced ..........ccoovveiiienieiiennn, 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/SB/64.......cviiieiiiiiineenns 711.03(c)
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Form letters and forms-- Form letters and forms

Sec. No.
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03 ......c.cvveieiiieirnieieeinene 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80 .....ccvvuvviieiririiinciet i, 402.07
Provisional application for patent
Cover sheet PTO/SB/16.........cccecvveniiriennnne. 201.04(b)
PTO-211 .ot 2550
PTO-270 (Blue SIip).....c.ccccovrvnnne. 903.07, 903.09, 1107
............................................................................. 1455
PTO-328 ..o 903.07, 1107
PTO-44TA. ... 903.08(a), 903.08(d)
.............................................................. 903.08(e)
PTO-690E.......ccoveiiiieinseeenines 903.03, 2238, 2638
PTO-850
Cited....ccoeevneee, 1002.02(d), 2302, 2304.02, 2304.04(a)
Reproduced .........ccoveiiiriiiinc s 2302
PTO-892
Cited.....201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
.............. 1302.04, 1302.12, 1406, 1901.06
............................. 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
Reproduced .........ccoeiiineiiiiciccesc e 707.05(a)
PTO-948 ...t 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050 ..o 1480, 1480.01, 1485
PTO-1123 ...t 601.01(d), 601.01(e), 601.01(f)
.................................................. 601.01(g), 2731, 2732
PTO-1382 ... 1830, 1832
PTO-1472 .ot 1705
PTO-1516 ..o 2287, 2295
PTO-1517 .ot 2287, 2295
PTO-1590 ..ot 719.05
PTO-1595 ...t 302.07
PTO-1661 ..o 2427.02
PTO-1669 .....cocvrrvrireiseeinns 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced .........cccocevvrereereneennnnnen 201.06(d)
PTO-2012 Reproduced .........oeovevrievierieinnene 201.06(d)
PTO-2018 Reproduced ........ccoevvirieviirieennenn 201.06(d)
PTO-2019 Reproduced ........cccccevvveversnnnennnne. 201.06(d)
PTO-2021 Reproduced ..........ccocevvreneerienennnnne. 201.06(d)
PTO-2038
Cited .o 509, 1302.04, 1306, 2510
Reproduced.........covervviniirireeee e 509
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PTO-2051....ccciiieieiiiieisieseesie et 706.07(h)
PTO-2140....cciiiiiiiieieeee e 2531, 2550
PTO-2142.....oe et 2531
PTO-2143...o et 2530
PTO/SB/08A and 08B................. 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
........................................ 609.07, 707.05(d), 1302.12,
.............................................. 1406, 1901.03, 1901.06
...................... 2214, 2246, 2257, 2258.01, 2287, 2290
..................................... 2614, 2646, 2657, 2687, 2690
PTOL-37
Cited....ccooovevennn. 203.08, 602.03, 608.02(b), 608.02(z)
............... 609.05(b), 707.05(g), 710.02(¢), 714.13
.................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced .........ccovevvivvecieeecee e 1302.03
PTOL-85
(O71(-To DN 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
ReProduced .........ccevvevevireireeeeeee e 1303
PTOL-85B
Cited......coovvrvrernnnn, 307, 324, 509.03, 512, 1303, 1306
........................ 1306.01, 1306.02, 1309, 1481.01
Reproduced ..........coviriiiiieic e 1303
PTOL-85C Reproduced..........cccovevverererenernsnenene 1303
PTOL-90 ....cooovvviriciennn 608.02, 707, 714.16, 1207.05
.................................. 1208, 1209, 1210, 2427.01
PTOL-271 oot 714.16(d)
............................................................. 714.16(e)
PTOL-303 ... 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 ..ottt 714.03
PTOL-324 ...ttt 714
PTOL-326
Cited....ccvveeee e 201.14(b), 201.14(c)
................................................. 608.02(h), 706.07
......................................... 707, 710.02(b), 812.01
ReProduced .........cccooeiiiiieiieeee e 707
PTOL-404 ..ottt 1485
PTOL-413 ..o, 713.04,714.13
PTOL-4BL ... 1215.04
PTOL-462 (discontinued) .........cccooevvveivnninannns 1205.03
PTOL-462R (discontinued)..........ccccovvevrvennn. 2274, 2296
PTOL-465 ....c.coovevievieiivieiaiens 2262, 2264, 2283, 2296
PTOL466 ..o 2262, 2296
PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
PTOL-468 ..ot 2273, 2274, 2296
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PTOL-469 ..ot 2287, 2296
PTOL-A71 .ottt 2296
PTOL-473...coieiiiieeieee e 2250, 2266.03, 2296
PTOL-474 ..coooiiieei et 2281, 2296
PTOL-475....ccccovvvvernnn. 2250, 2266.02, 2266.03, 2272
......................................................... 2273, 2295, 2296
PTOL-A76 ..ottt 2687
PTOL-501 ... 2633, 2647.02
PTOL-1432....cciciieeeeee et 711.01, 711.02
...................................................................... 711.04(c)
PTOL-1516....cccciiiiiciiiicicceeens 2296, 2687, 2696
PTOL-1517 vt 2296, 2687, 2696
PTOL-2057 ..ottt 2696
PTOL-2058......cccciiieeiieiieesieiee e 2696
PTOL-2059......ccciieeieiiee e 2696
PTOL-2060.......c.cceieeeieireeseree e 2696
PTOL-2061......coiiieieiieieienieee e 2696
PTOL-2062......coceiieieieiieiesieiee st 2696
PTOL-2063
Cited ..ooeereeceees 2646, 2647.01, 2647.02, 2696
Reproduced.........ccveveiverererennse e 2647.01
PTOL-2064
Cited .ovvvveiceesee e 2647.02, 2660, 2671.01
ReProduced..........cooveiiiiiiiircreee e 2660
PTOL-2065.....cccceerirerieirieeneseeresieeeae 2671.02, 2696
PTOL-2066........cceereeeeererieenenieeneseeeenen, 2673.02, 2696
PTOL-2067.....cccccvrvvrrinnnn 2662, 2674, 2675.02, 2696
PTOL-2068......ccccceieririeieiieniee e, 2687, 2696
PTOL-2069
Cited .......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
...................................................... 2666.60, 2696
Reproduced..........cevveiievenesenese e 2666.50
PTOL 2070 ......ccvnene. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071....ccoiiiiiiieneieiee e 2666.06, 2696
PTOL-2072...cociciieeee ettt 2696
PTO/SB/01 Reproduced ..........cccccerveeierineneninenienens 602
PTO/SBI03.......o ettt 1604
PTO/SB/0B .......covvniieiiiniiirieisenieese e 608.01(n)
PTO/SB/OT ...t 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(b), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08A
Cited...oieeeeieeeee e, 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
........................................ 2614, 2646, 2657, 2687
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Reproduced .........ccooeieiiniice e 609
PTO/SB/08B
(O 11T BRI 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
.............................. 2614, 2646, 2657, 2687, 2690
Reproduced .........ccovoereiiiiiiiiec e 609
PTO/SB/LB ... 201.04(b)
PTOISBI24 ... 711.01
PTO/SB/24A
Cited .o 711.01, 1125, 1135
Reproduced .........oooeveiininic e 711.01, 1135
PTOISB/25 ...t 1490
PTOISB/26 ... 1490
PTOISBI27 ..ot 1504.30
PTO/SB/29
Cited .t 201.06(d), 709
Reproduced ..........coeovveiiinineneeee 201.06(d)
PTO/SB/29A Reproduced..........ccovvrevicninnne 201.06(d)
PTO/SB/30 Reproduced.........c..ccoveveverveinernns 706.07(h)
PTO/SB/3L ..ot 1204
PTO/SB/35
Cited .o 1121, 1122, 1135
Reproduced .........ccoviriiiiiic 1135
PTO/SB/36
Cited .o 1123, 1124, 1135
Reproduced .........ccooeveiiienieiee e 1135
PTOISB/37 ..ottt 709
PTO/SB/42....... 2246, 2256, 2257, 2258.01, 2262, 2614,
........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced.........ccccvevvevivneirennnesieerene 1490
PTO/SB/44
(O | 1T IO 201.03, 1480, 1480.01, 1485
Reproduced .........ccoevviiiiiiiicce 1485
PTO/SB/45
CIted .o 2515, 2595
Reproduced .........ccooeieiiiiniiineeee e 2595
PTO/SB/47
{04 ] (=Y [ 2540, 2595
Reproduced .........ccovvireiiiiirce s 2595
PTO/SB/50 Reproduced.........cccovevveveenieienienesieevene 1410
PTO/SB/51
Cited i 1410.01, 1414
REProducCed .........cccevvvvivrieireeeece e 1414
PTO/SB/51S Reproduced...........ccocevvvviveninannns 1414.01
PTO/SB/52
Cited e 1410.01, 1414
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ReProduCed.......c.ccveveiererere e 1414
PTO/SB/56 Reproduced ...........cccovviviveievienierienrennn, 1415
PTO/SB/57

CIted oo 2214, 2296

Reproduced.........ccoveviiriiiiriee s 2214
PTO/SB/58

CIted oo 2614, 2696

Reproduced..........cooveeiiniiiiineeee e 2614
PTO/SB/BL.......ccoiveiiiieiieei e 711.03(c)
PTO/SBIB2........coveiiiiiiiieiseee e 711.03(c)
PTOISB/B3......oeceeeieeirenieee e 711.03(c)
PTO/SBIBA.......ccoiiiiiieiesee e 711.03(c)
PTO/SB/64a Reproduced........................ 711.03(c), 1135
PTO/SB/64 PCT ..ot 711.03(c)
PTOISB/BB......c.ccueeeieerieieieiese e 2595
PTO/SB/67 Cited........cvveeeeeeicieeeeeeeee e 104

PTO/SB/68

CIted oovvveeeceee e 103, 711.04

REProduced........ccccoieieiiiiiene e 103
PTO/SB/80 Reproduced ...........ccccvvvivrviveierinnnn. 402.07
PTO/SB/81

Cited .o 402, 601.02, 1604

Reproduced..........ccoovevvevernennn. 402, 601.02, 2222, 2622
PTO/SB/82 Reproduced ...........cccccoviineiienenennne. 402.05
PTO/SB/83 Reproduced ................... 402.06, 2223, 2623
PTO/SBIBA ... 405,713.05
PTO/SBI ..ot 1101
PTO/SB/O6.......coeiiiiieiiiieiee et 324
PTO/SBI122.....cociieiieieesesiee e 403, 2542
PTO/SB/123......oiieiieeceee e 403, 2542
PTO/SBI124......ooiiieeeeece e 403
PTO/SB/125

Cited oo 403, 2540, 2595

ReProduCed.........ccevveiieiiieiesise e 403
Reasons for Patentability and/or Confirmation

PTOL 476....ooiciiieicec e 2687

Recordation Form Cover Sheet PTO-1595........... 302.07

Reexamination and processing forms listed... 2296, 2696
Reexamination Clerk Checklist
PTOL-1517 cooveiieece e 2296, 2687, 2696
Reissue Application
Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) .....covcvveveeieieieieinns 1410.01
Declaration by the Inventor (See Form letters and
forms: PTO/SB/51) .ccvcovvviiiiiieicieas 1410.01
Fee Transmittal Form (See Form letters and forms:
PTO/SBI56) ....cccvevieieieiesiseseeiereeniese e 1415
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Supplemental Declaration for Reissue Patent
Application PTO/SB/51S............cccccvenns 1414.01
Transmittal (See Form letters and forms: PTO/SB/50)

Request for Customer Number PTO/SB/125 ... 403, 2540

Request for Customer Number Data Change
PTO/SBIL24 ...ttt 403

Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SBIBT ..o 709

Request for Ex Parte Reexamination Transmittal
PTO/SB/BT ..ot 2214, 2296

Request for Inter-partes Reexamination Transmittal
PTO/SB/58

Cited. ..o 2614, 2696
ReProduced .........cccoveveiviieireieeeee e 2614
Request for Statutory Invention Registration PTO/SB/94
............................................................................. 1101

Request for Withdrawal as Attorney or Agent
PTO/SB/83 ..o 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited .o 1123, 1124, 1135
Reproduced .........ccoevveiiiiice 1135
Response to Rule 1.312 Communication
PTOL-271...coiiiieiiieccreeens 714.16(d), 714.16(e)
Restriction requirement ...........ccccooevenenieneniieneie s 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82 .......... 2222, 2622
Right of Appeal Notice PTOL-2066 ......... 2673.02, 2696
SIR-C oot 1103
SIR-E .ottt 1103
SIR-F et 1103
SIR-G it 1103
SIR-H o 1109
SIR- i 1103
SIR J o 1103
SIR-K ot 1109
SIR-Luiii e 1107
SIR-M..ciiiiiiee e 1107
SIR-N (FOrm D-11) ..o, 1103
Statements to DOE or NASA........ccoiiiiiieiieee 151
Subject matter admits of illustration ................ 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/SB/B3 ... 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25........... 1490
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Terminal Disclaimer to Obviate a Provisional Double 2.30. et 201.06(d)
Patenting Rejection over a Pending Second 2.3 201.06(d)
Application, PTO/SB/25 ........cccoconiiiiiniiiinns 1490 2.32 e s 201.06(d)
Transmittal of Communication to Third Party Requester 2.33 201.06(d)
— Ex Parte Reexamination — PTOL — 465 2.3 201.06(d)
................................................ 2262, 2264, 2283, 2296 2.35 e 201.06(d)
Form paragraphs (Reproduced) 2.38 s 201.11
2.00 1 201.06 2.39. s 201.11
2.03 s 201.06(c) 2,80 201.11
2.05 e 201.07 A0L. o 403
2.06 ..o 201.08 B.02. ot s 406
2.07 e 201.09 A.03. s 406
2.08 s 201.10 B0 i s 406
2.09 1 201.11 B.06. ..o 407
2.00 e 201.11 B07 et 407
2.00.01 oo 201.11 B.08 . 407
2.11 s 201.11 409, s 402
2.10.00 i 201.11 A.101 s 401
2,03 201.03 501 e 502
2,138 e 201.03 5.01.0% . 501
2.13D o 201.03 5.02. e 512
2.13C o 201.03 503 s 903.08
2.130 201.03 BL04 e 512
2,138 201.03 50D e 509.03
2.3 201.03 B.01 s 608.01(a)
2,130 e 201.03 B.02.. s 608.01(a)
213N o 201.03 B.02.0L....c i 605.04(a)
2.13.01 i 201.03 B.03. i 602.01
2.13.02 . 201.03 B.05. e 602, 602.03, 605.01
204 201.03 B.05.01...ciiie 602
204,01 i 201.03 6.05.02....ciiiiiie e 605.02
2.15 201.11 B.05.03....cceie e 605.01
2.016 i 201.11 B.05.05....c et 602.03
2.7 201.11 B.05.06......ccueieiieiieie e 602.03
2.08 201.13 B.05.07 . 602.03
2.09 e 201.15 6.05.08....c.eciiirire 602
2.20 1o 201.14(b) B.05. 10 ..o 604.01
2.20 e 201.14(c) B.05.12...ceeiee e 604.01
2.21.01 i 201.14(a) B.05.13 e 602.04
2.22 e 201.14(c) B.05.14 ... 602.04(a)
2.23 e 201.14(c) B.05.15. . 602.03
2.24 ..o 201.14(c) B.05.26....cicieiiiiee e 602.01
2.25 e 201.14(c) B.05. 07 ettt 602
2.26 e 201.14(c) B.05.18...cc e 605.04(b)
2.27 e 201.14(c) 6.05.19.. i 605.03
2.28 201.11 6.05.20....ccceeire 602
2.29 e 201.11 B.06.....ecieeee s 603, 604.01
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B.07 ettt 604.02
B.08 ..ot 604.04(a)
B.09.01 ...oviiiiiie e 605.03
B.11 i 606.01
B.11.01 oo 606.01
B.02 e 608.01(b)
B.13 e 608.01(b)
B.14 .o 608.01(b)
B.05 i 608.01(b)
B.16 it 608.01(b)
B.16.01 oo 608.01(b)
B.17 e 608.01(j)
B.18 e 608.01(n)
B.18.01 .o 608.01(m)
B.19 s 608.01(p)
B.19.01 ..o 608.01(p)
B.19.02 ..o 201.17
B.19.03 .. 608.01(p)
B.20 i 608.01(v)
B.2L oo 608.02(b)
B.22 oot 608.02(b)
B.22.01 ..ot 608.02(d)
B.22.02 oo 608.02(e)
B.22.03 .. 608.02(e)
B.22.04 ... 608.02(d)
B.22.05 .. 608.02(f)
B.22.06 ....oviivieiieeiee e 608.02(e)
B.22.07 oot 608.02(e)
B.23 e 608.02
B.23.01 ..o 608.02
B.24.00 ..o 608.02
B.26 ..ot 608.02(b)
B.27 et 608.02(b)
B.28 oot 608.01(q)
B.28.01 ..o 608.01(q)
B.28.02 ..o 608.01(q)
B.29 .ot 608.01
B.30 ittt 608.01
B.3L i 608.01
B.32 ittt 608.01
B.32.01 .o 608.01
B.36 i 608.02(d)
6.36.01 ..ooviiiiiiieieece e 608.02(g)
B.37 et 608.02(h)
B.39 i 608.02(p)
B.40 i 608.02(p)
BAL oo 608.02(p)
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B.42. e s 608.02(p)
B.43 e 608.02(p)
B.4B.....ceeeecee e 602.03
S 608.02(p)
B.48...ii i 608.03(a), 714.16(d)
B.49 i 609.05(a)
B.49.01. ..ot 609.05(a)
B.49.02....viiiee e 609.05(a)
6.49.03. .. 609.05(a)
B.49.05. .. 609.05(a)
B.49.06.....ceiiviiiiiieciece s 609.05(a)
B.49.07 ..o 609.05(a)
B.49.08.......oiiieece e 609.05(a)
6.49.09......cuiiieec e 609.05(a)
B.49.10. ...ttt 609.05(a)
B.51. e 609.05(a)
B.52. e s 609.04(b)
8.5 e 609.03
B.54 .. 609.03
8.5 et 609.03
B.56 ... ettt 1134.01
B.57 ettt s 1134
B.60.01....cuiiiiiiiiiiie e 608.05
B.60.02......cviiieeece e 608.05
B.61.01....cciiiiiiiiie e 608.05
B.61.02....cuiiitiiiieie e 608.05
B.62... ittt s 608.05
B.63.01...ccuiiiiiiiciic e 608.05(b)
B.63.02....tiicee e 608.05(b)
B.64.01 ... 608.05(a)
B.64.02....ccuiiiiiiiiee e 608.05(a)
B.64.03....ciiiciiiicee s 608.05(a)
B.64.04.......ooi it 608.05(a)
B.70.01....eiiceece e 608.05
B.70.02....eeieeeee e 608.05
B.71.01. ..ot 608.05
B.71.02. ..t 608.05
B.72.00. ... 608.05
B.72.02..c e 608.05
B.72.03 ... 608.05
B.72.04 ...t 608.05
B.72.05. ittt 608.05
T0L e 702.01
F.02 e 702.01
T4 706.03(a)
T.05 e 706.03(a)
T.05.0L 00 706.03(a)
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T.05.02 oo 706.03(a)
T.05.03 i 706.03(a)
T.05.04 ..o 706.03(a)
T.05.05 it 706.03(k)
T.05.06 ..ot 706.03(k)
T.07 e 706.02(i)
T.08 o s 706.02(i)
T.09 o 706.02(i)
TL0 e 706.02(i)
TAL e 706.02(i)
T L2 e 706.02(i)
02,01 oo 706.02(i)
T3 s 706.02(i)
TLA oo 706.02(i)
TS e 706.02(i), 804.03
71501 e, 706.02(f)(2), 706.02(i), 804.03
715,02 i 706.02(i), 804.03
T.15.03 e 706.02(i)
TAB oo 706.02(i)
LT e 706.02(i)
T8 o 706.02(i)
T2 706.02(i), 804.03
T.20 e 706.02(m)
T.20.01 o 706.02(m)
T.20.02 ... 706.02(m)
T.20.04 ... 706.02(m)
T.20.05 . 706.02(m)
T2L o 706.02(m), 804.03
T21.01 e 706.02(m), 804.03
T.21.02 i 706.02(m), 804.03
T22 e s 706.02(m)
T2 e 706.02(m)
T2T e e 706.02(m)
T28 e 706.03(0)
T.29 e 608.01
T.29.01 oo 608.01(m)
T.29.02 .o 608.01(m)
T7.29.03 .. 608.01(m)
T.29.04 ..o 608.01
T.30.01 o 706.03(c)
T7.30.02 .. 706.03(d)
T.3L0L e 706.03(c)
T.3L.02 i 706.03(c)
T.31.03 e 706.03(c)
T.31.04 o 706.03(c)
T.33.01 o 706.03(c)
R T O 706.03(d)
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T.34.01 .. 706.03(d)
T.34.02.uccccieeeee e 706.03(d)
T.34.03.cceeecee e 706.03(d)
T34.04.. e 706.03(d)
T.34.05. i 706.03(d)
T.34.06.....cuii e 706.03(d)
T.34.07 oo 706.03(d)
T.34.08....cceeeeeee e 706.03(d)
T7.34.09. . 706.03(d)
T.34.00. i 706.03(d)
T340L e 706.03(d)
TBA02 i 706.03(d)
T.34.03 e 706.03(d)
TB404 ..o 706.03(d)
T3405. i 706.03(d)
735 e 706.03(d)
73501 706.03(d)
T30 608.01(n)
R Y R 707.07(f)
3701 e 707.07(f)
T.37.02 e 707.07(f)
T.37.03 e 707.07(f)
T.3T.04 .. 707.07(f)
T.37.05. e 707.07(f)
T.37.06..cccciii e 707.07(f)
T.37.07 e 707.07(f)
T.37.08.cc e 707.07(f)
T.37.09. . 707.07(f)
T.37. 00 707.07(f)
.37 01 e 707.07(f)
T.37. 02 e 707.07(f)
T.37.03 e 707.07(f)
T.38 e 707.07(f)
T.38.0Lcc e 707.07(f)
T.38.02.ccccccee e s 707.07(f)
7.3 e 706.07
7.39.01.cc e 706.07
TAD e 706.07(a)
TADOL.oooceeeeee e 706.07(a)
T D02 706.07(a)
TALooooecc e 706.07(b)
TALOL ..o 706.07(g)
TAL02..ccc i 706.07(g)
TAL03. e 706.07(b)
T2 706.07(d)
TA2.0L ..o 706.07(g)
TAB2.02..cccciiieee e 706.07(g)
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TA2.03 o 706.07(g)
TA2.03L oo 706.07(g)
TA2.04 ..o 706.07(h)
TA2.05 e 706.07(h)
TA2.06 ..o 706.07(h)
A O A 706.07(h)
TA2.08 ..o 706.07(h)
TA2.08.AE ... 708.02(a)
TA42.09 i 706.07(b), 706.07(h)
TA2.00 i 706.07(h)
TA20L oo 706.07(h)
TA2.02 oo 706.07(h)
TA2.13 o 706.07(h)
TA2. 14 oo 706.07(h)
TA205 oo 706.07(h)
TA2.06 oo 706.07(h)
TA e 608.01(n), 707.07(j)
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GENUS-SPECIES ...vevveveereeieeteeieiresie e ste e sre e e aneas 2144.08
Grant of reexamination request...........cccceeeverenne 2242
Handling of citation in patent ...........cccccccocevvinennn 1920
Internet Usage......ccoovvvevvnerieeneenenne 502.03, 904.02(c)
Means/step plus function ..........cc.ccevvereiiiieneinennn, 2181
UBHHEY o 2107
Legal precedent..........ccccoeevenencnennns 2107 to 2107.03
Written DesCription........ccoceveieieienene e 2163
H
Hague Agreement (See also Treaties) ......... 201.13, 1504.10
Hand delivery of papers............. 501, 502, 710.02(e), 714.13
Handling of citation of prior art .........c..ccceceviieiennnnnn, 2206
Handling of mail and papers .........cccooeeerenenn. Chapter 500
In ex-parte reexamination............c.cccvevicreinnennenns 2270
In inter-partes reexamination ...........c.ccocecvernennne, 2670
Handling of protest.........cccoovvvinninennienencenee 1901.05
Hatch-Waxman ACt.........cccovvireneineneesene e 2750
Hearing on appeal ... 1209
Heir as applicant (See also Administrator or executor)
................. 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number).......c.cccovveveveviiic e, 1730
Hidden end use in design applications................. 1504.01(c)
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Hidden feature in design applications
ANLICIPAtioN....ceeveie e 1504.02
Enablement.........cccocoveiiiiicieiec e 1504.04
ODBVIOUSNESS ..euvevieieiieieiesie sttt 1504.03
HIV/AIDS, Petitions........cooovivreiirneiisiee e 708.02
Hours of OPeration...........ccocecvvereinincineneseesies 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification....................... 608.01, 608.01(p)
|
ICIREPAT country COUES........ccovrmeirenieirieniencne 201.14(d)
ICIREPAT identification numbers............c.ccoeeenne 201.14(d)
Icon, computer generated...........ccccoeeveveieneennne. 1504.01(a)
Identification of Papers.........ccccvveieiiniic i 502, 503
Identification of priority application..................... 201.14(d)
Identity of inventors under 35 U.S.C. 119................. 201.13
Idiomatic English.........ccccooviiiiiiniiieee 608.01(q)
Illustration (See Drawings)
Image File Wrapper (IFW)
ArtIfaCt ..o 608.02
Paper SCanning ........ccoceeeverveeneieneneesee 508, 1410.01
Power to inspect not accepted .........ccoceovvereiiicreinnns 104
PUDIIC CCESS .. 103, 1730
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced............
........................................................................ 1302.09
Cited .ooeereeeee e 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
Implied election.........c.cccvne..e. 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination........... 2667
Improper joinder, effect on patent ..........ccccocecvvvrveinnnns 805
Improper multiple dependent claim....................... 608.01(n)
Improvement (Jepson claim) ........cccccoevvireininnienene 2129
Inaccurate Claim.........cccooeiiiniiineeee s 2173.03
Inappropriate papers in inter partes reexamination........ 2667

Incoming-Mail Section (See also Office of Initial Patent
Examination (Office of Patent Application Processing))

...................................................................................... 501
Incomplete amendments, time for completing
................................................................ 710.02(c), 714.03
Incomplete application ................. 506, 601.01(d), 601.01(e)
Claims omitted .........ccoevviiriiiiiiceee 601.01(e)
DEfiNition ...c..oveiveie e 203.06
Drawing.....cccoceveveienesieseeiesseeniesese e 506, 601.01(f)
INnvalid 0ath........ccceovviniiie e 604.06
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Incomplete claim, rejection-- Inspection

Sec. No.

Return of filing fee......ccccovvviviivir e, 506
USING 01N ....ccviecieieee e 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
Incomplete Protest........ccoceveieiininieieeee e 1901.03
Incomplete requests for ex parte reexamination ........... 2227
Incomplete requests for inter-partes reexamination...... 2627
Incomplete resSponse.......ccoceevvevereienneann 711.03(a), 714.03
Time for completing ................... 710.02(c), 711, 714.03
Incorporation by reference................. 103, 201.06(c), 201.11
................................. 201.17, 608.01(p), 2163.07,
......................................... 2163.07(b), 2173.05(s)
Foreign priority application.................... 201.13, 2163.07

In an Examiner’s Answer during inter partes

FEEXAMINALION ......veiviiieieieiieeeeee e 2677

Public access to incorporated application.................. 103
Incorrect citation of reference ................... 707.05(g), 710.06
Indefinite claim ........ccccoovvvvveinnene, 706.03(d), 2171 to 2174

Alternative phrase..........cccceevvvennnne. 2173.01, 2173.05(h)

Antecedent basiS ........ccoveerieeieiene 2173.05(e)

Breadth compared.........cccccveviiiennineccne 2173.04

Design applications................ 1503.01, 1503.02, 1504.04

International application ...........c.ccccecvvvrennne 1845, 1874

MUItIPIICItY oo 2173.05(n)

Must be considered..........cooovviriiiiniiieieee 2143.03

Nonelected Claims.........cccooeiiiiniiiieeee e 821

NUmerical ranges .........cocvevvreneienensenecien, 2173.05(c)

o 0] | SR 2173.05(m)

REJECLIONS ..o 706.03(d)

35 U.S.C. 112, first and second paragraph compared

................................................................... 2174, 2185

35 U.S.C. 112, sixth paragraph limitations.... 2181, 2185
Independent Claim ........cccccvvvvienivcinneceeee e, 608.01(n)
Independent, definition .........ccccovvviinniniiniicnn, 802.01
Independent inventions .......... 802, 802.01, 803, 803.02, 806

....................................... 806.04(b), 806.06, 808.01(a)
Independent inventor (See also Applicant; Inventor; Pro Se
applicant)

Small entity StatuS........cccevveveevereiene e 509.02
Index of claims.......cccooeiiiiiiniiice, 707.07(i), 719.04
Index of patents, Classification, Numerical ........... 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM) .......ccccocvviniininnnnnnn. 120
Inequitable conduct (See also Duty of disclosure, Fraud)

.......................................................... 2001.06(c), 2010

BESt MOGE ..ot 2165

Claims invalidated ............ccccovoviiieninineeee 2016

Finding affects all claims..........ccooooviiinniniiieen, 2016
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Sec. No.

Protest......cooeienneinnenseesesees 1901, 1901.06, 2013
Reexamination............ccocvveiiiienieienee e 2014
REISSUE ...t 1448, 2012
Informal application ............ccoeeviniiiincieen, 506, 702.01
Primary examiner’s attention required..................... 1004
SEAICH ..o 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informality, Action calling attention to ................. 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
................................................... 201.06(d), 609, 1406
Electronic Processing of ..........ccveiviiiiiiiennn, 609.08
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

diSCIOSUIE)) woveviiiiiieieee e 2001.04, 2001.05
Copending application...........cc.cccverienennnen. 2001.06(b)
Copied Claims.......ccoeveininiieee 2001.06(d)
Foreign application...........ccccevevenienesesennen, 2001.06(a)
Litigation .......cccoeveveie e 2001.06(c)

Information on status of application referred to in patent
............................................................................... 102
Information reasonably necessary for finding prior art
.......................................................................... 704.11
Information sent to applicant for guidance...................... 703
Information submitted with protest............c.ccoccoenene 1901.02
Infringement action
Statute of limitations .........ccocevvevevene i, 2204
INID codes or numbers................... 901.04, 901.05(b), 2290
Initial data capture for printing ..........cccccecvvvvvieiviininennns 1309
Initial examiner review of reissue...........ccocvvevenirennns 1443
Ink color
Black ..o, 707.10, 719.02, 719.05
Red 714.18, 719.02
Permanent.......cccoovvveiineniennn. 608.01, 714.07, 714.19
INOPEratiVENESS .......ccvvveieierieieriesiee 2164.07, 2164.08(b)
AFFIAAVIT ... 716.07
INPADOC ..ot 901.06(a), 905.06
Inquiries, Official and Congressional .................... 203.08(a)
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application....................... 102, 203.08
Application published ............ccccooeviiiniinenns 1128, 1134
INSANILY 1.vvvreeieece e 409, 409.02



INDEX

Inspection--Interference

Sec. No.
Inspection
AMENAMENT.....c.iiiiiiei e 714.05
APPHCALION ..o 103, 104
Approval of POWET ... 104
ASSIGNMENT ..ot 301.01
AULhOFIZALION ... 402
BY aSSIgNEE ...ocvvevveiiicie e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENLON ..ot 106
By lICENSEE....c.oiiiiciic e 106.01
Control of, By aSSIgNEe........ccevvvrireirieeineeeciens 106
File Information Unit (Record room)...........cc.cccuvuene. 103
International application ...........c.ccocvveieiincncience, 110
Patent file ... 103
= (o] P 103
L ToTo] o N (0] o 0 S 103
Reissue application .........cccocevevvnvnieeieeie e 103
RIght Of e 103, 104, 106
Insufficient disclosure ................ 608.01(p), 706.03(c), 2161
Insufficient reply ......coccovvvvvcniniinnn, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared.........c..cccovevveivereneiennens 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)......... 706.02(a)
INtENt 10 ClAIM .. 706
Inter-American Convention (See also Treaties).......... 201.13
INEITEreNCe ..ovecvvve e Chapter 2300
Abandonment, suppression or concealment, notice. 2138
ACCESS O fileS...cviiiiiiiieeceece e, 2306, 2307.02
ACHION After .o 2308
Action after ex-parte reexamination .............cc..o...... 2284
Action after inter partes reexamination............... 2686.02
Action suggesting claims..........ccccoceveiineienen 2304.04
Administrative patent judge handles...............c....... 2301
Allowance of losing party’s application (Estoppel)
........................................................................ 2308.03
Applicant suggests interference with patent ....... 2304.02
Applications in different Technology
CNLEIS. ..ttt 2304.01(b)
Basis of practice........c.ccocevvvrivivrnnnnnn 2138.01, 2301.03
Between application and patent.............cccccoenee. 2301.03
Between applications.........ccccoevevveievievcienenienn, 2301.03
Cancellation of losing party’s claims.............. 2308.03(a)
Claim of foreign priority
.................................................................... 2304.01(c)
Claim interpretation ...........ccoovevieieienensieneens 2301.03
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Claim presented corresponding to patent claim ..2301.03
to 2304.05
Claims, overlapping in two applications of same party

........................................................................ 2304.05
Claims, suggesting ......cc.cceevveveveivenenns 1003, 2304.04(b)
Claims corresponding to count support in specification...

................................................................ 2163.03
Common OWNETSNIP ....cveeeiriiiereece e 2304.05
(O10]To1=To] (o] o AR 2138.01, 2138.04
Concurrent with appeal ........cccceeveveveveneiennnn, 2307.05
Copending ex parte reexamination.............cc.c..cueve.n. 2284
Copending inter partes reexamination ...... 2686, 2686.02
Count, defined.........coceeveviiiecec e 2301.02
Counts, formulation of .........cccccoervininiinennn, 2301.01
Dates, difference in effective filing..........cccccoveenn. 2303

TC Director’s attention required ...........cccoeeuveveene. 1003
DeClaration ........ccccoeieiiiiieiceeeee e 2301
DefinitioNnS......ccovivireseseee e 2301.02
Determining priority........ccococververensienenesennens 2138.01
Diligence, reasonable ............cccceceennee. 2138.01, 2138.06
Disclaimer, statutory ...........cc.cceee.... 706.03(u), 710.02(d)
Disposal COUNT........coeiieiiiiieeee e 1705
Drawing Prints.......cocooereveeeneieneneeseneesennns 608.02(m)
Election of invention not affected ..........c..ccccvevevennee. 819
Entry of amendment filed in connection with motion

........................................................................ 2308.02
Estoppel......ccocovvviiiiiiicn 715, 2138.01, 2308.03
EVIABNCE...ceiieiiieeee e 2138.04
Examination, Completion of ............ccccoevnvnivineenne. 2303
Examiner suggestion ........ccocvvevvveeeiecrieienenennens 2304.04
Final disposal of claims..........c.ccccoceviiieiiininiinnnnns 2308.01
Fraud .....oooieiiiiee s 2010
Generic Claims. ... 2304.04(b)
Identification of patent, corresponding

claims presented .........ccooevveirenicneneennen, 2304.02(a)
Inequitable conduct ..o, 2010
Inter partes questions not to be

disCussed eX Parte........cocoovereererineneieeee 2307.01
Interference Practice Specialist...................... 2301, 2302

...................................... 2303, 2304.04(a), 2304.04(b)

......................................................... 2307.04, 2308.03
Interference-in fact, N0 ........ccccoceveiiiiicnenne 2308.03(b)
Interfering Subject Matter ...........cccoeevviiinnenn 2301.03
Judicial FeVIEW .......coovveveeeiieceieece e 1216, 1216.01
Jurisdiction over interference ...........ccocevveenes 2307, 2308
Losing party, may obtain copy of

opponent’s application.............ccccevvirenenne. 2308.03(a)
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Interference practice specialist(s)-- International application

Sec. No.
Losing party, treatment of...........cccevvevcnenenn, 2308.03(a)
LOSt COUNTS.....coviiiieiieieee e 715
Motions
DECISION....cviieieiiiieiieiee e 2308.02
STAY e e 2686.02
SUSPENG .o 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership ...........ccccc.ee... 2309
Order t0 SNOW CAUSE........ccervereiriireeiieeeee e 2305
Patent in different Technology Center............ 2304.01(b)
Patentee SUQQEStioN.........ccoevevereenerinenec e 2304.03
Petition refusal to initiate.............ccoeveveivenenen, 1002.02(c)
Power of attorney filed ..........cccooviiniiiiicn, 402.08
Preparation of papers by examiner.............c.ccoeenen. 2302
Priority time charts........c.cocooveiinciiecce 2138.01
ProvOKING......ccooiiiiiiic e
In ex parte reexamination ..........ccccoceverievesnnnnnnns 2284
In inter partes reexamination.............cccceeevenene 2686.02
Public use proceeding .........ccccoveiiiiniiennninnne. 706.03(v)
Reduction to practice .........ccceceververenne 2138.01, 2138.05
Reexamination
Ex parte, copending with interference.................. 2284
Inter partes, copending with interference
...................................................... 2686, 2686.02
References pertinent to motions,
made of record .......cccoevvvverievince e 1302.12
Referring an Interference to the Board, Preliminaries to
........................................................................ 2304.01
Reissue application ...........cccccevenennnn 1449.02, 2303.02
Reissue application copending with interference on
original patent .........ccocooveveiiieneinee e 1449.01
Reply to suggestion for claims...... 710.02(c), 2304.04(b)
Requirements for interference...........ccocoeevverieennn, 2302
Requiring a claim.........c.cccooeveveiiiiiiescieenas 2304.04(b)
Requiring a priority ShOWiNg .........ccccccevevencieninnnn. 2305
Revocation of power of attorney...........c.cccceeeveene 402.08
SEArCh v 1302.08, 2304.01(a)
Second Interference, N0 .......ccoceevveeveeceennane, 2308.03(c)
Secrecy order application...........cc.ccoeeveeienennnne 130, 2306
Special dispatch ..o 708.01, 2301
Statutory basis.........ccooeveveiceieniiee, 708.01, 2301.01
Suggestion of claims..................... 2304.03 to 2304.04(b)
Suggestion of claims, time limit ...................... 710.02(c)
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution .............. 709, 709.01
Suspension of related applications.............cc....... 2307.03
Rev. 8, July 2010
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Sec. No

Terminated open to public..........coceviiiiiiiiiicn, 103
TESHIMONY ..o 715.07(b)
Transfer of application ..........cccoceoviininnenns 2304.01(b)
WiINNing party.......c.cccceevevneneiencieennns 710.02(b), 2308
Written Description, Adequate..........cc.cccuvuene 2304.02(d)
Interference practice specialist(s) ......c..ccoevevvernnne. 2301, 2302
................................................ 2304, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interlibrary 10ans..........cccoceveveiivvinnnsn e 901.06(a)
Interlineation in specification before execution.......... 608.01
Intermediate-final product...................... 806.04(b), 806.05(j)

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSIFACE ... 1826
AACCESS ..ttt 101, 110
o 1] L 1807, 1864.04
Amendment before the designated office... 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau .1853
AMINO acid SEQUENCE ....c.evvvvvrrieeirereeieie e 1823.02
APPLICANT ...t 1810
Applicants different for different designated states
..................................................... 1817.01, 1817.01(a)
AsSIgNMENt dOCUMENT .....c..ciriiiiiiiicce e 301
N1 0] 111 Y 1807
Attorney file reference number ..........ccoceevivevinnnn, 1821
ClaIMS ... 1824
Common representative...........cccocevererennns 402.09, 1807
Confidential Status............ccoeeeveevieeeiee e, 101, 110
(0] 01 =] 0| S 1812
ContinUALION ......coviieiie e 1817.02
Continuation of..........ccccoveiiiniiinee 201.11(a), 1895
Continuation-iN-Part..........c.ccoeereienerneneienennns 1817.02
COITESPONUENCE.......cveiieeiriciiite ettt 1834
DefiNitioNn ....cveiee e 201
DepoSit aCCOUNLS .....ecvveveireieeesie e 509.01
DESCIIPLION ...t 1823
Designation fee........coovvveiineiiincceee 1817.01(a)
Designation of states ...........ccccvvernene 1817.01, 1817.01(a)
Drawings .....coevveeevenesnseeeeneeseseseenes 1825, 1893.03(f)
Drawings MiSSiNG......c.ccvevvevvereiesesesesreeeeeeeeseenns 1825
Early national stage entry under 35 U.S.C. 371(f)
............................ 1893.01, 1893.01(a)(2), 1893.03(h)
EFS-Web filing .....cooviiiiiceeeee 502.05
EIEMENES...c.ooiiiiceceeere e 1812
Errors, rectification of ...........cccoovviviiiiiniicis 1836
FEES vt 1827, 1893.01(c), 1896



INDEX
International classification--Interviews

Sec. No. Sec. No.
Filing date ......cccooveieiece e 1810 International Trade COMMISSION .........cccovviiericiienieine 724
Foreign filing HCENSE .......covvericeiecececcee e 1832 International-type search .........c.ccccoovveiienciinnnnnn 707, 1852
Formal requirements...........cooeveieneneeieieee e 1810 INEEINEL....oeiice e 502.03, 1730
Forms (See Patent Cooperation Treaty (PCT): Forms) AArESS....coiieiiciie e 1730, 2515
Home Copy....ccvevvvrrnnnnne. 1801, 1848, 1879.04, 1895.01 Database COlIeCtions..........cccovvevvievieiieiieiee e 1730
International preliminary examination..................... 1860 Electronic mail ... 502.03, 713, 713.01
International Search..........cccovvvviiiiieisicncsenn 1843 713.04, 713.05
International searching authority .........c.c.ccocevvvennnne. 1840 General Information Concerning Patents................... 703
Inventor............... 1817.01, 1817.01(a), 1820, 1893.01(e) KIS PAGES ..o 1730
Kinds of protection .........ccccocvvevviiniiiiiciene 1817.02 “PatentIn” computer software (See also Sequence rules)
Mail SEIVICE ....veeeeveeiieeee e 1834, 1834.02 e 2430
MemDBEr STALES .......cvvirieiriiecre e 1817 Payment of maintenance fees by .................... 2510, 2522
Microorganism deposit ..........cccceverenenenenieninn 1823.01 PCT Legal OffiCe ....ccoevirieiiice e 1730
National Stage .........ccceoveiriiiireiiiecins 1893 to 1896 Publication of Board Decisions............c.cc.coeeene. 1213.03
Submission via EFS-Web ...........ccocecveniinenen 502.05 Publication of the Official Gazette ..............c.cccevnee. 1703
Numbering of SheetS..........ccocvvvvviviiveiiiereresere e 1812 SEArChING.....cocveieice e 904.02(c)
OatN e 1893.01(e) Usage PoliCy.......ccocevvirincinicisee 502.03, 904.02(c)
Parent to national application............. 201.11(a), 1817.02 World Intellectual Property Office (WIPO)
Power Of attorneY........cccoeveiiie e 1807 Introduction, 1801, 1851
Precautionary designations ...........c.cccceeereene. 1817.01(a) Inter partes QUESEIONS .........ccvovvveerenrirerreee e 713.06
Prior art effect................... 1857.01, 1896, 2127, 2136.03 Interpretation of law, NEW...........ccovviireiincinne, 1207.02
PRIOFITY oo 201.13(b), 1828 Intervening rights
Restoration of .........cccoeoviiieincicee 1828.01 In reexamination
Priority document ...........ccccoovveiincnennnes 201.13(b), 1828 EX PAMe ..o 2293
PUBLICAtION ... 1857 INEEE PAITES.....vveeieeeeecee e 2693
Record COpY .....covvvreirenieiriennn, 1801, 1828, 1832, 1848 In reinstated patentS........ccoeovereiiveininenseees 2591
Rectification of ObViOUS Errors.........ccceevveveririeennenn, 1836 [N TEISSUE ..ottt 1460
Refund of fees.......ccccovvvvvriivnnnnn, 1827.01, 1850, 1852 Intervention by asSignee ........cccovvvveieienerisesecs e, 106
......................................................... 1865.01, 1875.02 INEEIVIEWS ...t eeens (13
Representation ............cccuvveieieneiincnee e 402.09 Advance indication of issues to be discussed........ 713.01
REQUESE ...oee e 1821 Allowed application ...........cccceevivivinennas 713.05, 713.10
Search Copy.....cccovevvriennnn. 1801, 1827.01, 1840, 1840.01 Appointment in advance............cocceoeeiieneneienens 713.01
SEArCh fBB. .o 1827 Attorney not of record.........cccoeevvvvviviciienneennnn 101, 402
Search report........ccoveveenensese e, 707.05, 1844 Authority to conduct..........coovvriiiiiieee 713.05
SECIeCY OFder .....coceveirieiciireeecre e 115, 120, 1832 Before filing ..o 713.02
Signature of applicant .........cocooeveveriieieiinee 1820 Before filing amendment under 37 CFR 1.312 .....713.10
Time lHMitS.....cocvviiireee 1836, 1842, 1843.05 Before first action................... 706.07(b), 713.01, 713.02
..................................................... 1879.01, 1879.01(a) Demonstration .........c.ccoeeeeeeeeeeieenenenese e seneenne. £13.08
THte e, 1821,1893.03(e)(1) During working days only ..........ccccccvevvineniennn 713.01
Translation for U.S. national stage ................. 1893.01(d) Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Transmittal Tee ... 1827 Excluded or suspended attorney or agent...... 105, 713.05
Transmittal 1etter..........ccovvoviiiinieeeenae 1830 EXNIDIt. .o 713.08
Unity of invention............... 823, 1850, 1875, 1893.03(d) Exposure of other cases during ............c.e.... 101, 713.07
Withdrawal ... 1859, 1880 Field of search.........ccocvvevvviiiieee e, 713.02
International classification ...........c.ccocvovvevniniciennnn, 903.09 Finally rejected application................... 706.07(f), 713.09
International patent classification..............c.cccceevnenne. 719.05 How conducted..........ccoeovvenneniniieneseec e 713.01
International searching authority............c.cooovenennne, 1840 Inter partes qUESLIONS .........covcerveirieneiseseeee e 713.06
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Invention-- Issue fee

Sec. No.
Interview summary form ...........ccccveevennene, 713.04, 2281
Local attorney ........ccccveevevvevveveienesiesrennn, 713.03, 713.05
Made of record.........cccoevenenineninnncenns 713.01, 713.04
Merged reissue/inter partes reexamination......... 2686.03
MOEL ... e 713.08
Oral agreement not binding ..........ccccocevevviernnnn. 713.04
Patentability report Cases ..........ccocevvevvvieivsnnnannns 713.01
Prior to first Office action................... 706.07(b), 713.02
Prohibited.........ccooveiiiiii e 713.05
Protestor participation..........c.ccoceeeveinencicnenenn 1901.07
Question of patent validity..........c.ccocoereiiiiiiinenns 1701
Record of substance required................... 713.01, 713.04
Reexamination
EX PAre .o 2281
Inter partes.........c.coevenee. 2666.30, 2685, 2686.03, 2687
Refused ......ccoevivreeeceee 713.01, 713.02, 713.05
.......................................................................... 713.10
Requested in continuing application................. 706.07(b)
Requested in Office action...........ccocoveiiiciciencnnn 707
SOUNAING OUL....ccveieiciirieicic e 713.03
Special Situations .........cceeereverierie e 713.05
Substance made of record........... 713.04, 714.13,1302.03
Telephone ..........cc.c.... 101, 408, 713.01, 713.05, 812.01
Time allowed ... 713.01
Video CONfErenCe.....ocevvvveveeecrieicree e, 713.01, 713.04
Videotape ShOWiNg ........ccccovrviviriniiccrene 713.01
Where held........oooiiiiii 713.01
Invention (See Patent; Rejection)
Brief SUmmary ..., 608.01(d)
Detailed description ...........cccovvreriineiinennenn, 608.01(g)
Made in this COUNLrY ........ccooveviriniiieee 2138.02
Mode of operation...........ccccoeevvvvivireieericresenn, 608.01(h)
Inventive entity, Different..........ccccooceveveinecnnne, 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter)........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant).............. 605
Common, at least ONe.........ccceverveerrerennn, 201.03, 201.11
....................................................... 706.02(k), 2137.01
Continuing application..........ccccooevereiencneniens 201.06(c)
Correction (See Correction of inventorship)
Deceased.......covvrernienienicinieens 409 to 409.01(f), 1820
Execution of oath/declaration by
legal representative ...........cccoeeveeieiiennene 605.04(a)
Government property rights statement ................... 151
Duty of disclosure by .........cccccovevnenns 2001.01, 2002.01
Foreign priority ........cccoverevnienencnennnn, 201.13, 2133.01
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I -58

Sec. No.
Full first or middle name required.................... 605.04(b)
HEIrS . 409.01(a), 409.01(d)
Initials as a given name ..o, 605.04(b)
INSANE ..evveiiieeee e 4009, 409.02
International application......... 1812, 1817.01, 1817.01(a)
Legally incapacitated..........c..cccoevvevieiennennnn 409, 409.02
MINOT .. e 409
Name change..........ccocevvereiicnenene 605.04(c), 719.02(b)
COrrection ......ccoevvvereineneie e 201.03, 201.05
(O] o 1] OSSR 605.04(f)
PetitioN ...ccveiecece e 605.04(c)
Typographical, translation error............ 201.03, 601.05
None available...........ccooeoeiininins 409, 409.03(b), 603
ProOf ..o 409.03(d)
Proof of irreparable damage..............ccccvvuene. 409.03(9)
Proof of proprietary interest..........cccceevennnae 409.03(f)
Order Of ..o 605.04(f)
ProSe oo 707.07(j), 713.01
Refuses to Sign .....ccoevvveveveicieneenn, 409, 409.03(d), 603
Execution of oath........ccccocvvevveicvcvccc e, 605.04(b)
Representative of ..........ccocoovvvininiccninn, Chapter 400
REQUITEMENES......ccveieiiiieie e 2137.01
RESIABNCE ... 605.02
Rule 1.53(0)...cviveeeiriiiieee e 201.06(c)
RUIE 1.53(d)...eeveiveieeinieieienieee e 201.06(d)
Self-prosecuted Case.........cccevvevververrenne. 707.07(j), 713.01
Small entity Status ........cccooiieriiiiniiieeee e 509.02
Unavailable ...........cccooiiiniiii 409, 409.03, 603
At least one joint inventor available.............. 409.03(a)
Last Known address..........cccvevviereenennennes 409.03(e)
o 00 S 409.03(d)
Proof of irreparable damage..........cccccceeenee. 409.03(9)
Proof of proprietary interest...........cccccoeenne. 409.03(f)
Inventor’s certificate
Priority benefit .........ccccooevviniininen 201.13(a), 202.04
Rejection based 0N ..........cccovvvvviivccieicicneins 706.02(e)
Inventors Assistance CENter .........cccvcerevvenieienienieennens 1730
IPC (International Patent Classification).................... 903.09
IPS (Interference Practice Specialist) .........ccocverirennn. 2302
Irreparable damage, Proof of ..........cccoovviinneen, 409.03(9)
Issue (See Allowance and issue)
Issue batch number (no longer used) ........ccccccevvveneae 1303.01
Issue Classification Form/Sheet/Slip (See also Form letters
and forms)......ccoceveveneienerneneee 903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13



INDEX

Issue fee--Library, Scientific

Sec. No.
ISSUE TEE... ettt 1306
ATLEr PAYMENT ..o 1306.03
Credit card payment.........ccccevevereninienieeie e 1306
Deposit aCCOUNT .....ccveieiiriiie e 1303, 1306
Failure to pay .......ccoevevreneiieccnees 711.03(c), 1306
Late payment ........ccccevevevesnsese e 711.03(c)
Petition to accept late fee..........ccovveeveveciciennns 711.03(c)
Reissue application ...........cocooeveiiiienenienee e 1415
Who May file ..o 1306
ISSUE OF PALENT ... 1309
Deferred.......cooviveieiiiece e 1306.01
Request for simultaneous issuance ............c.co..... 1306.02
Issue of patent to ASSIGNEE........cccveverierierienere e 307
Issuing in another TC without transfer................... 903.07(b)
J

Jacket (See File wrapper/history)
Japanese year SYSteM.......cccovvvvvvrivsieneeeereeie e 901.05(a)
JepsoN ClaiM ..o 2129
Joinder, IMProper ... 805
Joinder, generic or linking claim allowable ........... 821.04(a)
Joinder, product claim allowable ..............c.cccooene 821.04(b)
Joinder of INVENTOIS........ccoviiiiiceee e 409.03(j)
Joint application, definition..........c.ccccocviiiiivnininenns 201.02
Joint application, original oath.............ccccooniiinnnne, 602

Joint inventor

Oath .. 602
Power of attorney to.........cccoveveverennienensenee, 402.01
Refuses to sign application .................. 409.03, 409.03(a)
Rights of nonsigning..........cccvvevveveineneisens 409.03(i)
Joint inventors............ 201.02, 201.03, 605, 605.07, 2137.01
Change in order of Names ..........ccocvveveieicieine 605.04(f)
COITECLION ... 201.03
Provisional application ...........ccccocvevvivvivivninnnenn, 605.07
JOINE OWNEIS ..o 301
Joint research agreement .........ccoccevveeiienine e, 302
Common OWNETSNIP ......covreirireieeee e 706.02(k)
Double patenting rejection based on disqualified prior art
........................... 706.02(1)(3), 804, 804.02, 804.03
Evidence required for establishing................ 706.02(1)(2)
Prior art disqualification under 35 U.S.C. 103(c)
...................................................................... 706.02(1)(1)

I-59

Sec. No.
...................................................................... 706.02(1)(2)
......................................... 706.02(1)(3), 2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(C) ................. 706.02
JOINLVENTUIE ..o 706.02(1)(2)
Journal, Patent Office SoCIety ........cccoevevenincrnncnne, 707.06
Judicial NOLICE........eeeiei i 2144.03
Judicial review
Ex parte reexamination proceedings.........cc.ceeverenne. 1216
Patent applications ...........ccccvevvevievevcnie s 1216
Standards of review by the Federal Circuit......... 1216.01
Jurisdiction
Allowed application ..........c.ccocevveninninnnnn, 714.16, 1305
Appealed application..........coovvivecvererenie s 1210
Application before court...........cccceveveneiiiiciieinenns 1216
INtErference ... 2307.02, 2308
K
Kind COAES ....oovveienieviiciere st 901.04(a)
Kinds of patent documents ...........ccocoevreeneneicneneeneen, 1851
Korean Intellectual Property Office (KIPO) ........... 1827.01,
.............................................................. 1840.02, 1850, 1860
L
LACNES. ...ttt s 2190
Lack of unity of invention ....... 823, 1844.01, 1845.01, 1850
Lack of Utility .....ccoervevereievnvrcreie 608.01(p), 706.03(a)
Language, Offensive........ccccocvevvivvvincrnnnnnn, 608, 1504.01(e)
Language Of Papers.......ccccvvieeeeieere e 608.01
Late payment of issue fee ........c.ccoovrieiiicneienenn, 711.03(c)
Law, new interpretation of............ccocooviiiinncnc i 1207
Laws, Patent (See Statutes)
Legal representative refuses to sign...........cccceevnee. 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance..........ccccooceveverieinnnne 711.05
Congressional iNQUITY .........ccoceevverinerinennnnn 203.08(a)
Drawing transfer........ccoccoovevevevencniescsc e 608.02(i)
Official INQUINY .....coocovveiiiiicee 203.08(a)
SEALUS ...t 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling............c.ccceeneuenne. Chapter 500
Letters of administration......409.01(b), 409.01(c), 409.01(e)
Letters testamentary.........cccccevveevvieieeineiecneseesnenns 409.01(b)
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Library, Scientific-- Maintenance fees

Sec. No.
Library, Scientific (See Scientific and Technical
Information Center (STIC))
Library ServiCes........cccoeveieieienene e 901.06(a)
Libreville Agreement (See also Treaties)................... 201.13
License agreements under patent .........c.ccoceeeverieeneenen. 301
Recording of ......ccovevevece e 310, 313
License rights ClauSe ........cccccevevieiecieieeeerec e 310
License to file foreign application.......... 115, 140, 706.03(s)
License to file international application................ 140, 1832
LICENSEE, ACCESS ...vveiereiireeireeiree et e st et sre e 106.01
Licensing and Review Section..........c.ccocvvevvevrveennne. 115, 120
................ 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim......806.04, 806.05(c), 809, 809.03, 821.04(a)
Transitional application ............c.ccccecveiiinenne 803.03(a)
Traverse of rejection ........ccocoeevevviiciicieene 818.03(d)
List of countries giving right of priority..................... 201.13
List of deCiSIONS ......cceevvvrrrecieeece e Appendix Il
List of prior art in reexamination ........................ 2257, 2657
Literature citation in specification...........cc.cccccu.. 608.01(p)
Litigation information, Duty to disclose .............. 2001.06(c)
Litigation not stayed in reiSSUe..........ccoevvvrvrrernrnnn 1442.02
Litigation, reexamination copending
EX PAIE...cccvieii et 2286
Inter partes........cccceevvvennene. 2640, 2681, 2686, 2686.04
Litigation related reissue............... 1404, 1442.01 to 1442.05
Litigation, Stays........cccervvvrenne. 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology).........cc.ccceveunee. 2105
Local representative of attorneys .........cccccevevevevvsennnnn 408

Locarno international classification designation....903.09(a)

M

Machine, process or product ...........ccceceveverennenn. 806.05(e)
..................................................... 806.05(f), 806.05(g)

Mail (See also Mail Stop and Correspondence)
AAAIESS .. 501
Depositing correspondence.........cccocvvvvvvesesesnarennes 502
DIStrBULION ..o 501
EXPIESS. .c.eiiiieeiiinieieeieee e 502, 513, 711.03(c)
Identification...........ccoeviiiiininice 502, 503
Receipt and handling ........cccccooveveiinennenen. Chapter 500
Undelivered.........ooveeeeiiieccee e 707.13, 1303.02
ZIP COUB ..vviiie et 502
Mail date as filing date...........cccooeriiininiiiic e 513
Mail room date Stamp........cccoerveneiincieineieees 608.02(0)
MaIT S0P+t 501
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Sec. No.
Mail Stop 8 (Solicitor)..........ccceveee. 501, 1216, 1216.01
Mail StOP 10 ... 1232
Mail Stop 16 (Refunds) ........ccceceveivienieienerieennn, 509.03
Mail STOP AF ..o 714.13
Mail Stop Assignment Recordation .............. 501, 302.08
Mail Stop CONVErSIoN........cccereererinenecsieee 601.01(c)
Mail Stop Document Services........ 103, 501, 1430, 1470
..................................... 2222, 2232, 2501, 2622, 2632
Mail Stop EBC ......ooveeieieeceecenee e, 403
Mail Stop Ex Parte Reexam................... 501, 2222, 2224
................................................................... 2226, 2231
Mail Stop Expedited Design..........ccccocvrevrvrenrennn 1504.30
Mail Stop Express Abandonment.......... 1002.02(r), 1125
Mail Stop Inter partes Reexam ....501, 2622, 2624, 2631
Mail Stop Issue Fee.........cccvvvviinnene. 502, 1306, 1306.02
Mail Stop LER.......cocviiiciccceee e, 120
Mail Stop M Correspondence..........c..cceevervenene 501, 2510
Mail Stop MPEP .......cccceeveieiiii e Foreword
Mail Stop OED........covverieiieire e 402, 407
Mail Stop Patent Ext. ......... 501, 1002.02(b), 2754, 2754
Mail Stop PCT..... 501, 1805, 1808, 1821, 1823.02, 1865
Mail Stop Petitions.............cccenee. 720, 1002.02(b), 1308
.......................................... 1901.03, 2580, 2590, 2720
Mail Stop PGPUB ..o, 1126
Mail Stop REISSUE ......cceiiieriiiiiiieie e 1410
Mail Stop SequUENCe........ccccvrvvvrereiriee 2422.09, 2429
Mailing action..........cccoveiiiieiiie e 707.12
In ex parte reexamination............ccoceoeerervcrennnnenn 2264
In inter parte reexamination............c.ccoevevevivernennnn, 2664
Mailing, Certificate of (See Certificate of mailing or
transmission)
Maintenance Fee Branch ........c.cccccevveveveniennsnnnsnennne 1501
Contact information...........c.ccovervrnienninensnenes 1730
Maintenance fees (See also Fee; Refunds) .................... 1730
............................................................... Chapter 2500
Attorney or agent
Handling of requests to withdraw ...............cc..c..... 2560
Revocation of power of attorney................. 2501, 2560
Change of correspondence address ................ 2501, 2542
Credit card used for payment of .................... 2510, 2522
Due dates for payment..........cccooeveieneninienieieeee, 2506
Duplicate Payment ..o, 2532
Facsimile SUDMISSION ........ccoovviveiiiiiiiccesc s 2510
FEE addresS ....ccovveiiiieeieee e 2540
Fee amounts ..o 2501, 2520
FOMMS e 2595



INDEX

Mandatory Classification--Multiple papers on same issue in protest

Sec. No.
Information available from Maintenance Fee Branch
............................................................................. 1730
Information required with payment ............... 2515, 2530
INSUFFICIENE ... 2531
Internet SUDMISSION .......ccovvivieiieieee e 2510
Intervening rights in reinstated patents.................... 2591
LALE .ot 2531
Mailing address for maintenance fee documents
..................................................................... 501, 2510
Mailing address for payments...........ccccoeveenerenennnn 501
Maintenance Fee Branch .........ccccoevevereeieiencnnnenns 2501
Method of payment............cccceevvvviiieieicie e 2522
Notices — Expiration, Receipt, Reminder................. 2575
Obligation to pay while reissue is pending.......... 1415.01
OVEIPaYMENT......ociiiieieiieeeeee e 2550
Patents subject to payment of ...........ccoceevencinienn 2504
Payment informalities..........c.ccoovvvviviivciencnciecen, 2530
Petition t0 acCept.......ccovvrvrvririeinriennn, 2515, 2531, 2590
Reexamination ..........ccoccoeveieiinc s 2506
Refusal to accept and record payments,
REVIEW OF ..o 2580
Reinstatement, delayed payment ..........c.ccccoceveveenen. 2590
Unavoidable delay basis.........c..ccoeevveveieienennenn, 2590
Unintentional delay basis...........ccooevviiieiencnnenn 2590
Reissue patents............. 1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on
................................................................... 2504, 2506
Small entity status requirements.........cccccceceveerernnn. 2550
Special ACCEPIANCE ......coveiviriiiiriereeieee e 2530
StatuS reQUESES .....eoveieiiee e 1730, 2570
Mandatory Classification ............ccccvvvirieneinienecnnen, 903.07
Manual, authority of ..........cccoceviiiiiiiiieece e, foreword
Manual, subscription address ..........c.ccooeverireneenns title page
Manual of Classification ....................... Introduction, 902.01
Manuscript deCiSION ..........cccvverieeneiineneese e 707.06
Margin, application papers..........ccceovereieniennieneens 608.01
Mark of applicant...........ccooeveverievini e 605.04(d)
Marking in application, erasing at allowance........... 1302.01
Marking, SECUIILY .......ccoiiiireiiiereeee e 121
Markush claim..................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for.........cccoveriiineinenn 715.03
Supporting disclosure ......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) .......c.ccccoevevienenn. 902.03(a)
Material mistake by Office in published PG-Pub.......... 1130

Materiality of information regarding patentability (See Duty
of disclosure)
Mathematical algorithms............... 706.03(a), 2106, 2106.02
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Sec. No.
Matter not in original disclosure.............cc.ccoeevuenne. 608.04(a)
MIBANS ...ttt e 2181
Broadest reasonable interpretation ............ccccoeuennen. 2181
Equivalent compared to Doctrine of
EQUIVAIENTS ... 2186
ODVIOUSNESS ...ttt 2183
Prima facie case of equivalence..................... 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs ........ccccceveevvrvreeenne 2181, 2185
Scope of the identification of priorart ..................... 2182
Single means claim..........ccccoceeevenenenn, 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
....................................... 2111.01, 2114, 2181 to 2186
Mechanical Search ..o 719.05
Memorandum, Citation............ccoceveierenieienereseseeen, 707.06
Merger of ex parte reexamination and reissue............... 2285

Merger of inter partes reexamination and reissue.....2686.03
Merits, Appeal to Board of Patent Appeals

and INterferences......cocvvvveveveieereiescse e Introduction
Method of making and apparatus or product......... 806.05(e)
...................................................................... 806.05(f)
Metric (S.1.) SYStem USAQe .......ccvvvrierierierie e 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of..............ccccce.. 706.03(a)
.............................................................. 2105, 2164.06
Militarily Critical Technology List (MCTL).........ccc.... 120
Military officer notary .........c.ccooeoiveiniiiiies 604.03(a)
Y I a o] g Ta\VZ=T 0] (o] (ST 409
Misjoinder, Effect on patent........ccccoevveveiviicicvcnccnennns 805
Misjoinder of inventors ........... 201.03, 1402, 1412.04, 1481
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication .................. 1130
Mode, Best (See Best Mode)
Mode of OPeration ..........ccoceovvveveieienninenee e 608.01(h)
MOGEL...cviieice et 608.03
Model, FetUrN ......cooce i 608.03(a)
Model at INtErVIEW.........cooiiiiiiieeieeee e 713.08
Model filed in priority cOuntry ........c.cccoeevervreennn 201.14(b)
Months, foreign language names............cc.cceveuennee 901.05(a)
Months, foreign language names........c...ccccevveruenee. 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims

Fee calculation ..o, 607, 608.01(n)
Handling........ccoovvvinceeeeee e, 608.01(n)
Restriction practiCe........ccovvvvevvereveniercsiesnnnnns 608.01(n)
Multiple papers on same issue in protest............. 1901.07(a)
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Multiplicity of claims-- Nonelected invention

Sec. No.
Multiplicity of claims..........ccccoevvvveiciiiieins 408, 707.07(9)
................................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of Species........c.cvevrirervnnnnne. 806.01, 808.01(a)
Munitions Lists of the International Traffic Arms
Regulation (ITAR) ..o 120
N
NAFTA e 715.07(c)
Name (See also Applicant; Inventor)

Change .....ccvvvreeireise s 605.04(c), 719.02(b)
COITECLION ..ottt 201.03
(@] o 1] 605.04(f)
PetitioN...cccce i 605.04(c)
Translation, typographical error ...........cccccee..e. 201.03

Change, file sent to Office of Initial Patent Examination
(Office of Patent Application Processing (OPAP))

...................................................................... 605.04(c)

Full first or middle required.........c..cccovvvivennnne. 605.04(b)

OFAEI . 605.04(f)

Signature (See Signature)

Uniformity with signature.............ccooeevrvnennn. 605.04(b)
Names used in trade .........ccoevvireenencincneees 608.01(v)
National Aeronautics and Space

Administration (NASA).......ccccceevieieninnnn. 115, 150, 151
National application ...........ccocceoiiiiiiniiiiic e 201
National security, application affecting........... 115, 120, 121

....................................................................... 130, 140
National stage application (35 U.S.C. 371).......cccccvvvnnne 201
........................................................... 1893.03 to 1896
Compared with national application .............cc.cc...... 1896
Continuation or continuation-in-part ..............cc..c.... 1895
.............................................................. 1895.01, 1896

DIaWingS....cvovereeienienieienieresie e 1893.03(f)

Filing date........cccoveveveiece e, 1893.03(b)

Information disclosure statement....... 609.03, 1893.03(g)

Inter partes reexamination of ............c.ccoceovreinennnn, 2611

Order of examination ...........cccceeevvvvevnenne, 708, 1893.03

Petitions related t0 .......c.coevvevevevcrie v 1002.02(p)

o To] 1] Y USRS 1893.03(c)

Unity of invention...........ccccceeevevniieinsieinenn, 1893.03(d)
Naturally occurring article .........c.coovoeieicncncnens 706.03(a)
Negative lImitation.........c.ccceveveiiieneinenece 2173.05(i)
Negotiation authority .........ccccceveverivirinsr e 713.05
New application (definition) ...........ccccevviviviininenne. 203.01

Assignment to examiner for examination......... 903.08(b)
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Sec. No.
Assignment to examiner in TC for examination
....................................... 903.08, 903.08(a), 903.08(e)
Classification by primary examiner ................. 903.08(b)
Examiner review for completeness .........ccccoeevvvrnnne. 702
INSPECLION .....vviereieceece e 903.08(a)
TranSTer ...ooo v 903.08(a)
Transfer refused ... 903.08(d)
New examiner, action By .......c.cccovveverenenie s, 707.01
New ground of rejection by the Board of Patent Appeals
and INterferenCesS.......ccovvveivveivceneise e 1214.01
In inter partes reexamination .............ccccceeeeee. 2681, 2682
New ground of rejection in inter partes reexamination
........................................................................ 2671.01
New ground of rejection on appeal...........ccccceevrrnnnne 1207.03
NEW MALLEN ..vvevevecieie e 706.03(0), 2163.06
Amendment of disclosure........ 608.04, 2163.03, 2163.04
Claim....cocoovviiiieeceee, 608.04, 706.03(0), 2163.03
Appealable..........coeiii, 608.04(c)
Claim terminology ......cccoevvevvivvviieieerere e 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application ..........c.ccccceenee. 201.07, 2163.03
Design application..........ccccoceeevenennne 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
DiSCIOSUIE.......ccvveeviiceieceece e 608.04, 2163.06
Divisional application .........ccccoevvevevereneniesesnnn 201.06
Drawing......ccccoeeveneiinencciseiene s 608.04, 706.03(0)
Inherent characteristics.................. 608.04(a), 2163.07(a)
ODbjJeCtioN......cviveeirece e 706.03(0), 2163.07
Petitionable.........ccocooviniiiiniiiee, 608.04(c), 2163.06
Preliminary amendment .................. 608.04(b), 714.01(e)
PrIOFILY «vovvcececee e 2163.03, 2163.05
Reexamination, inter partes................. 2671.01, 2671.02
Reissue application...........ccccvevvinennicnennee, 1411.02
Rejection .......ccccvvevvvivennnnnn, 608.04, 706.03(0), 2163.06
Specification, petitionable..........cc.cccoevvevernenen. 608.04(c)
Substitute specification ...........cc.ccoevvieiiveininenns 608.01(q)
Trademark definition..........cccooviiiinncnne. 608.01(v)
When entered ........ccooeevvveeeeeecie e, 714.19, 714.20

NIRC (See Notice of Intent to Issue Ex Parte
Reexamination Certificate; Notice of Intent to Issue Inter
Partes Reexamination Certificate)

Nonanalogous art...........c.cc....... 904.01(c), 1302.14, 2131.05
Design applications ..........cccoceeevrennne. 1504.02, 1504.03
Nonelected invention
Claims to
AAAE.....oiice e 821.03
Canceled........cocooiiiiiiiniieeee e, 821.01, 821.02



INDEX

Nonelected species--Numbering paragraphs of letter

Sec. No.
Eligible for rejoinder ........cccccoveveve v, 821
Withdrawn .........ccoovvviiieieinc e 821.01, 821.02
Nonelected species
Claims to
Canceled .......oooevevveeeecie e, 821.01, 821.02
Eligible for rejoinder ........ccccovvevvveicnicevecnsens 821
Withdrawn .........ccoevvvivinneineieesens 821.01, 821.02
Non-English oath or declaration ............c.ccccceovrnennne. 602.06
Nonnaturally occurring manufacture or composition of
MALTET ...t 2105
Nonpatent literature.........c.coovveveviieneinenece e 901.06
Nonprofit organization, claiming status as................. 509.03
Nonprofit organizations ............cccccoeeverieninieienenene 509.02
Nonprovisional application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application............c.cccceevvuennen. 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CHted. .o 1121, 1122
ReproducCed........cccooeeririiiicice e 1135
Nonreceipt of Office letter ........ccccoevviveviicicinnnns 711.03(c)
Nonsigning inventor’s rights........cc.ccocevvreienenennn 409.03(i)
Nonstatutory claim..........ccccceeeeeevennnnnnn, 706.03(a), 2107.01
Nonstatutory claim, canceled ..............c.ccoceveenenne. 1302.04(b)
Nonstatutory subject matter ..........c.ccocvcvverieniennn 706.03(a)
................................................... 2105 to 2107.01
Not fully responsive amendment................. 714.02, 2266.01
.............................................................. 2666.30, 2671
Notary JUuriSAiCtion ..........ccooveveieneniie e 604.02
Notary jurisdiction, military officer ...........c.c....... 604.03(a)
Notary jurisdiction, venue agreement ............ccccveveene. 604.02
NOtary S€al ......cccevveiireiice e 604.01
Notation on file wrapper/history
Foreign application ..........ccccooevininencnieninineens 202.03
Parent application ............cccocevevrenieenen. 201.11, 202.02
NOLICE, CItALION ....vvieceeccee e 707.06
Notice of allowability.........ccccccoeviriiiiniiiinieieenns 1302.03

Notice of allowance (See also Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL-85) ...etiirieieieniiet ittt 1303
Assigned application ..........ccceovierninensiiee 308
Deceased iNVENTON.........ccoveireereennreienrereenenes 1303.03
Reissue application .........c.cccevvveivsiniincierese e 1444
Secrecy order application............cccccceveverencnn. 115, 130
Undelivered.........ccooeiiininiiiieeeeee, 1303.02

Notice of appeal ........ccocoovireiiiiiii e 1204
Ex parte reexamination............cccocevvieneninieneninennnne 2273

I-63

Sec. No.
Inter partes reexamination ................... 2662, 2667, 2674
Notice of cross appeal.........cc.ccoovrvennnne. 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance in
the Official Gazette...........cvcvvevviveieiiece e 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette.........cooveveiiiiieieeeeee e 2227
Notice of foreign filing after nonpublication request.....1124
Notice of informal patent application
FOrM e 707.07(a)

Notice of Intent to Issue Ex Parte Reexamination Certificate
(NIRC) PTOL-469......cccoeviiiiieieeieeceieeein 2235, 2250
2250.01, 2271, 2271.01
2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 2666.10, 2666.20
.................................. 2671, 2671.01, 2673.01
2674, 2675, 2682, 2686.01
2687, 2696
Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate Issuance
in the Official Gazette 2688, 2691
Notice of Inter Partes Request for Reexamination in the

Official Gazette.......ccovevvveeceeecieeee e, 2627, 2629
Notice of New or Revised Pre-Grant Publication.......... 1127
Notice of Non-Compliant amendment........... 714,714.01(e),

................................................................................. 714.03
Notice of Pre-Grant Publication .............ccccociveninnnneee 1127
Notice of references cited form (PT0O-892)..609.02, 609.03,

................ 609.04(a), 609.05(a), 609.05(c), 609.06, 707.05

............................... 707.05(a) to 707.05(e), 2687
Notices (See also Publication).............. Introduction, 707.06
Notices, maintenance fees .........ccooeverereienc i 2575
Nuclear material application..........cccccoceveicienennn. 706.03(b)
Nucleotide sequences (See also Biotechnology; Sequence
FUIES) o 803.04, 1823.02, 1848
........................................... 1850, 1877, Chapter 2400
Publication on web for PG-Pubs ............ccccoeiinnene. 1121
Restriction practice...........cccoevvruennnn. 803.04, 1850, 2434
Nullification of double patenting rejection................. 804.01
Number, Application ...........ccecveveverin i, 503, 506
Number, Drawing reference character................... 608.01(g)
Number, Serial..........cccooiiiiiii 503, 506
Numbering of papers in file wrapper............cc....... 719.01(a)
Numbering paragraphs of letter...........ccccovivienas 707.07(k)
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Oath-- Obviousness

Sec. No.

Oath (See also Declaration)
After appeal 1212.02
Antedating reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

MINOE, DY .o s 409
NON-ENGIiSh ....ccooviiiiici e 602.06
Original (See also Oath, Original, Rule 1.63)............ 602
Plant application (Rule 1.162) ........c..cccoevveveriernenn. 1604
Reissue (Rule 1.175)......cccccvueuene. 706.03(x), 1414, 1444
Supplemental..........ccoooiiiiiinie, 1414.01
Supplemental ..o, 602.02, 603
Supplemental and allowance............cccceevevvervenenn 603.01
Traversing rejection (Rule 1.132) .......cccocevvvvrvninnne. 716
Oath, Antedating reference (See also Affidavit, swearing
back of reference (37 CFR 1.131)) ..ccooiveieirieiee 715
Oath, International application............c.cccvevnenene. 1893.01(e)
Oath, Original, Rule 1.63........cccooviveieieece e 602
AdMINISLEIING ..o 604
AMENAMENT. ...t 602.01
Attorney administers.........cocooevereieneneneseneenns 604.06
Consular certificate.........ccooovervrvernineieneeenes 604.04
Continuing application.........c.cccooeverieverinniennnns 201.06(c)
Copies, filing of .....cooiiii 602
Date of eXECULION .......coveiiieiiieieeeeee e 602.05
Declaration in lieu of, Rule 1.68.........c..cccceevvvrecveenee. 602
Defective......ccoviiniieiiinceen 602.01, 602.02, 602.03
Delayed filing ......cccooerviiiiniiisee e 506
Divisional application...........cccccoeveveivevcrninennn, 602.05(a)
Executed before alteration of specification....... 605.04(a)
EXECULION ...t 604
FaCSIMIle ..o 602
Foreign execution .........c.ccovverevicneienc e 602.04
Foreign-filed applications listed .......... 201.14, 201.14(c)
.................................................................. 202.04

Invalid, By attorney in ase .........c.ccoceveerereriennene 604.06
Jurisdiction of notary ...........cccceevennnn, 604.02, 604.03(a)
NEW required .......cccovvvvveeeeeeeeereeseeens 602.01, 602.02
NOtary ...ccoovevevrerrereerenes 602, 602.01, 602.04(a), 604.01
............................................ 604.02, 604.03(a), 604.06
Notary CertifiCate .........cocovvrverieiiniie s 602.01
Notary jurisdiction ............ccccoeevvereeene 604.02, 604.03(a)
Refers to preliminary amendment............. 601.01(a), 602
Sl . 604.01
Seal, Foreign application ...........ccccevveveieinnnnns 602.04(a)
Seal, Not required .........ccccevvreneiennens 604.01, 604.03(a)
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Sec. No.

Signed before alteration of specification.......... 605.04(a)
SUBDSHITULE. ... 602.02
VEBNUE ...ttt 604.02
Oath, Supplemental, Rule 1.67 .......c..ccoovevveiernieieneeen 603
After allowance .........cccoevvervinenninnn, 603.01, 714.16
Change of inventorship .........cccccoevviireinencnnn 201.03
Oaths, ConfliCting........ccoceveriiiiiierieee e 201.03
Object of iNVENLION .......ccooveeiiiiire 608.01(d)
Obijection contrasted with rejection.........c.ccocvvevvvennne 706.01
Objection, Dependent claims..........cccoovvervvrennne, 608.01(n)
Obijection to formal matters, When made............... 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Obvious error, COrrection...........ccooeeerereennenn 1302.04, 1305
Obviously informal application ...........c.ccoceeveriininn 702.01
ODbVIOUSNESS.......ccvvvrrerirrnnne 706.02, 706.02(j), 2141 to 2146
Age Of referenCe.......ccvveiciiecr 2145
Analogous prior art................. 1504.03, 2141.01(a), 2145
Design applications .........ccocecvvereiiennicnensennen, 1504.03
Form paragraphs used for rejection................. 706.02(m)
Number of references.........ccooovveiiiiniiines 2145
Ordinary skill, level of .........cccccoovviveiiiiien, 2141.03
Prima facie case .........c.ccocevene. 2142 to 2143.03, 2144.02
Predictability ........cccoooeiiiic 2143.02
Rebuttal against.........cocoovireriiniiiiceees 2145
Process claims, nonobvious product ................... 2116.01
Provisional rejection............cccovveiviicincnenens 706.02(k)
RANQES ..o 2144.05
Rationale for........ccccovveveiiencinecee 2144 to 2144.09
Adjustable, making ..........ccccoevviniiiiiiiies 2144.04
Aesthetic design changes .........ccccoevvevvvvivinanns 2144.04
Automating manual activity ...........c.cceeeeenenne 2144.04
Duplication of parts..........ccceeeevrenninenncnenn 2144.04
Elimination of element or step .......ccccceevevvennene. 2144.04
Equivalence, art-recognized...........ccccoeeerenuenne. 2144.06
GENUS-SPECIES vvevververeieriesresreereereeeeie e see e 2144.08
Integral, making ........cccccovvvviviiniieicie e 2144.04
Omission of element or Step........cccverveneenn 2144.04
Portable, Making .........ccoovvevevveieeiicie e 2144.04
Proportion changes.........ccccceoeveieie i, 2144.04
Purifying old product ............cccvervinenicnnnn 2144.04
RANGES....iiiiiiii e 2144.05
Rearrangement of parts..........cccccveevencienene. 2144.04
Reversal of parts ......c..ccoevvevevevencrevesese s 2144.04
Separable, Making........cccccoevevvevieiencieiese, 2144.04
Sequence, change in........cccoeeveieiienciie 2144.04



Offenlegungsshriften--Official Gazette (0.G.)

Sec. No.
Shape Changes ......ccccevvevevevie s 2144.04
SiZ€ ChaNQGES ..o 2144.04
SPECIES-0ENUS ...t 2144.08
Rebuttal arguments by applicant................ccccevnnee. 2145
Teaching away in prior art.........cc.cceeeeueeee. 2141.02, 2145
Offenlegungsshriften...........cccovviiiniiiniicien, 901.05(b)
Offensive language...........ccoceeeveveieiesnnnne. 608, 1504.01(e)
Redacted in Pre-Grant Publication.............c.ccccceue.e. 1120
Offensive subject matter ............ccoeevrenne. 1003, 1504.01(e)
Offertosell ..o, 706.02(c), 2133.03(b)
Offer to surrender original patent (not required)............ 1416
Office action (See Action)
Office action in ex parte reexamination............... 2260, 2262
Office action in inter partes reexamination......... 2660, 2671
Not closing proSecution ............ccoeeveerernenecns 2671.01
Reopening prosecution after ACP ............ 2673, 2673.01
Reopening prosecution after Examiner’s Answer
............................................................................. 2679
Reopening prosecution after RAN................. 2676, 2677
Office date stamp .......ccccceeveenne. 505, 506, 710.01(a), 714.18
OFfiCE NOUIS.....oiici et 510
Office of Congressional Relations ................cc....... 203.08(a)
Office of Electronic Information Products.. Title Page, 1730
Office of Enrollment and Discipline........ 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
.............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620
Mailing address.........covveveieereiesese e 501
Office of General Law .........ccccoceveiincienienne. 1002.02(k)(2)

Office of Initial Patent Examination (Office of Patent
Application Processing)(See also Incoming-Mail Section)
.............................................. 201.03, 201.06(c), 201.06(d)

......................... 202.02, 202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
.................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
............... 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
...................... 608.02(z), 609.07, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
................................................ 1306, 1414, 2501, 2560
Application Assistance Unit ..........ccccocevvniinnnnnn. 1730
Contact information ...........ccoeoveneieneieieneieeneeas 1730
Petitions handled...........cccoveviniiiciiics 1002.02(q)

Office of International Relations............... 201.13, 203.08(a)

Office of Patent Classification .............. 903, 903.05, 903.09

Office of Patent Legal Administration (OPLA) (See also
Central Reexamination Unit (CRU))............... 103, 409.03

Sec. No.

.................. 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
........................................ 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
................ 1451, 1456, 1457, 2227, 2236, 2237, 2239,
......................................................... 2285, 2289, 2294
................................ 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694
Office of Patent Publications (Office of Data Management)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
.......................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............ 1302.12, 1303.01, 1308, 1309, 1309.02, 1611
.. 2229, 2235, 2283, 2287, 2289, 2635, 2686.01, 2687
Hand-delivery of papersto........cccccoovvvevievcicvcnennenn, 502
Petitions decided .........ccccevvvivivcneieeccecen, 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01, 1120

Telephone NUMDBET .........coovvereviie e 1730
Office of Patent Quality Review................ 1302.04, 1308.03
Office of Patent Training...........cccceeeeene Title page, 713.01
Office of PCT Legal Administration ..................... 103, 1730
Office of Petitions...................... 106, 201.03, 502, 605.04(c)

..... 605.04(f), 605.04(g), 609.04(b), 1002.02(b), 1308
Location and phone NUMbEr ..........cccccevvvvveivcninenns 1730
Office of Public Records ..........c.ccoocvvvnnnnne 103, 104, 711.04

Hand-delivery of papers to........ccccoevveieincincnieens 502
Office of Solicitor...........c.c........ 302.04, 311, 1002.02(k)(3)
................................ 1216.01, 1216.02, 1701.01, 1720
............................................... 1721, 2207, 2240, 2681
Mailing address ........coeviieiinere e 501
Office of the Commissioner for Patents ...........ccccceeeverenenne
.................................. 409.03, 1721, 1901.03, 1902.01

Duty of diSCIOSUIe t0 ......cecveieriece e 2001.03
Office of the Deputy Commissioner (Associate
Commissioner) for Patent Examination Policy.....................
............................................................... 502.03, 720, 720.01
................................... 720.03, 1002.02(b), 1721, 2677
Petitions decided DY ........ccceoviniiiiiiiiee, 1002.02(b)
Official aCtiON .......covviriiirier e 707
Official Gazette (0.G.) .....cc....... Introduction, 409.03, 1703
Claim published ..........cccoeiiiiiiiiicseees 1302.09
Reissue application ... 1455
From ex parte reexamination certificate............... 2287
From inter partes reexamination certificate ......... 2691
Copies and SubsCriptions ........cccocevevieiecneiecieeieinns 1703
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Official inquiries-- Order for compliance

Sec. No.
Defensive publications..........c.cccccceveveriernnnnnn. 711.06(a)
Designating classification ...........c..cccccevevieviennn. 1302.09
Drawing figure ... 1302.09
BOGP ot 1703
Issuing as U.S. patent........ccccoeevreiiineenicnncinnenns 901.05

Notice of ex parte reexamination certificate.. 2288, 2291
Notice of inter partes reexamination certificate

................................................................... 2688, 2691
Notice of Certificate of Correction ................ 1480, 1485
NOLICES .o 1703
Notices of maintenance fees due.................... 2501, 2575
Notice of ex parte reexamination request ................ 2229
Notice of inter partes reexamination request

...................................................... 2627, 2629 to 2631
ONHINE oo 1703
PatENTS ... 1703
Published electronically.........c..cccoevvevieievinnrnnnnn, 1703
Publishing disclaimers ...........cccccovvvivivveievenesesenn, 1490
Reissue application filing notice..................... 1430, 1441

....................... 1441.01, 1443, 1453, 1457, 1470, 1703
Statutory Invention Registration (SIR) .................... 1111
Trademarks ..o 1703

Official INQUITIES ....cveveieiece e, 203.08(a)
Official NOtICE........cceeiiiiiii e 2144.03

OIPE (See Office of Initial Patent Examination (Office of
Patent Application Processing))
“Old art” use in deciding request for reexamination

.......................................................................... 2242, 2642
Old combination..........ccccoeevireiininics e 2173.05())
Omission in reply, inadvertent.............cc.ccoeevnennn 710.02(c)

......................................................... 2266.01, 2666.30
Omnibus claim........ccocveeveievcieiecen, 706.03(d), 2173.05(r)
Cancellation ........cccoceveveiivcieciccce e 1302.04(b)
On-line search (See also Electronic databases)
................................... 706.02(e), 901.06(a), 902.03(e)
On sale (See also Public UsSe) ........cccooevveneririennnn 706.02(c)
..................................................... 2133.03, 2133.03(b)
Affidavit or declaration..........ccccocoevrvivriensienennnn, 715.10
Anticipation rejection ...........cccccoceveie i 2133.03(b)
BUYET oo 2133.03(b)
Commercial activities.............co...... 2133.03, 2133.03(c)
.................................... 2133.03(e), 2133.03(e)(1)
Completion of the invention ............ 2133.03, 2133.03(b)
............ 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidavit........cocooviieiie 2133.03(c)
Definition of ..o 2133.03(b)
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Sec. No.
Conditional sale ..........ccooeveiiiiiiiiiee 2133.03(b)
NoNProfit sale........ccocooveveiiiiciiiicies 2133.03(b)
Sale of FightS ....ccveveicecce e 2133.03(b)
Single sale ... 2133.03(b)
Delivery of offered goods ..........ccccevvvrrvnnne 2133.03(b)
Device embodying process.........c.cceevvvreerennne 2111.03(c)
Evidence of (prior art publications)................ 2133.03(b)
Experimental use (See also Experimental use)
..................................................... 2133.03, 2133.03(e)
Go0ods “on hand”........cccccoveveveiviieneiesenee e, 2133.03(b)
“In this COUNIY” ..o 2133.03(d)
INVENTION ..o 2133.03(c)
Intenttosell........cccoevvvrinnene, 2133.03(b), 2133.03(¢e)(2)
Offer for sale .....cccovvvivvveicieeeccre s 2133.03(b)
Policy considerations...........cccoovvevvevcieiesesennens 2133.03
“Ready for patenting”..........cccooeveveneiencnienn 2111.03(c)
Reduction to practice................... 2133.03(c), 2133.03(e)
Sale by inventor or associate..........c.ccoceeeruenene 2133.03(b)
Sale by third party ......c.ccceceveveieiiiiece 2133.03(b)
Testing by third party ........c.cccovevvvennenn, 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale 0f @ ProCeSS.......covvereerericerese e 2133.03(c)
Sale of “rights” ..o 2133.03(b)
LT (10 2133.03, 2133.03(h)
Supervision and control over invention......2133.03(e)(5)
............................................................... 2133.03(e)(7)
Test for determining if impermissible sale occurred
................................................................... 2133.03(b)
Operating hours (See Hours of operation)
OPEratiVe ..o 2164.07, 2164.08(b)
Operative eXample..........cooeoeieneniencnieneeeee e 608.01(p)
Operative, SNOWING ......c.coovririiieieee e 608.03, 716
Opposition to issue of patent (See Protest)
Oral hearing in reexamination
EX P ...vveviiciecie e 2276
Inter partes.......cccooeveveeneeiennn, 2662, 2675, 2677, 2680
Open to PUBIIC. ..o, 2680
Oral hearing on appeal..........cccvervineiiiniiiccees 1209
Order, Citation OF..........cooiiveicii e 707.06
Order, Classification...........cccoevrrneienieinseees 902.04
Order granting ex parte reexamination .............cc.cceceeeee. 2246
Order granting inter partes reexamination .......... 2646, 2660
Returned as undelivered..........ccoccovennieiencenecnnen, 2654
Order of examination...........c.cccceeenee. 707.02, 708 to 708.03
Patentability report.........ccccocveeeiiveieicneieans 705.01(b)
Order of papers in file wrapper.........ccoceeevenenenn. 719.01(a)
Order for complianCe.........coceverininieiiee e 1210.01



Ordering--Patent

Sec. No. Sec. No.
Ordering e 1845.02, 1893, 1893.03(a), 1893.03(b)
Abandoned file.........ccocoeviiniiinneenn, 711.04(b), 905.03 1895.01, 2232, 2233, 2235, 2237
Allowed applications ...........ccovveiiircicnncieinnnne 1306.03 2289, 2629, 2632, 2633, 2635, 2647.02
Foreign patent .......ccccoeeenneieninseessee s 901.05(C) 2648, 2660, 2664, 2670, 2687, 2689
Patented file ... 711.04(b), 905.03 Application 10Cation ..........c.ccoevviiniiniinieneee 2635
PUBLICation ........ccooviiiii 901.06(b) Application records and reports ..........c.ceevvevrevinenns 1704
Reexamination, decision Application StatusS........c.cccevvererinenesr e 102
EXparte ..o, 2246, 2247, 2247.01 Examiner Docket, Time, and Activity Reports ........ 1705
INTEr PAMTES ..o 2646 “Flag” in reissue application ............cccoceovevnennnnn, 1456
SUBCIASS LISt ... 902.03(c) Panel Review in ex parte Reexamination..................... 2271,
Orders (See also Publication)................ Introduction, 707.06 s 2271.01, 2287
Ordinary and customary meaning of claim term Paper Correlating Office.......cccocvvvvviviivcieiciciesee, 508.03
.............................................................. 2106, 2111.01 Paper, easily erasable........... 608.01, 714.05, 714.07, 714.19
Evidence of ... 2111.01 Paper NUMDET .........ccoiriiiie e 714.18, 714.21
Original application (See Nonprovisional application) Paper number of print...........ccoceovnniiniiicines 719.01(b)

Original carries title to some continuing applications 201.12 Paper size (See also A4 size paper)
Original disclosure, inherent characteristics..............cc.cvevnne. Application PAPers .......ccccvvvviviieeieereerere e 608.01
..................................................... 608.04(a), 714.01(e) DraWings ....ccvecvverieienerieienerisesesesesieseseseerenneneen 008,02
Ornamentality lacking in design applications ...... 1504.01(c) Photographs.......ccooeieiiieiinieeeee e 608.02
Outstanding requIremMents ........cccceveveevereeneene 707.07(e) Substitute drawings ........ccceeeveieiereieicneienenas 608.02(h)

Overcoming a reference, Right of priority ................ 201.15 Papers (See also Return of Papers)
...................................................................... 706.02(b) Delivered to wrong Technology Center ................508.01
Overlapping applications DEPOSITING ...cveveieciicece e 502
Same applicant.........ccccocevenenene 709.01, 715.01(a), 804 DiStribDUtIoN .......cooiiiiiii 508
..................................................... 804.02, 822, 822.01 File wrapper ........c.ccocovveeenneienennene... 719.01, 719.01(a)
Same assignee.......ccoeeveenerienens 706.02(f)(2), 706.02(K) Identification ..o, 502, 503
................................. 706.02(1) to 706.02(1)(3), 709.01 Receipt and handling.................c..c.cvene..... Chapter 500
.............................................................. 715.01(b), 822 Received after patenting or abandonment.............508.02
Subject to joint research agreement ...........ccoceveviiinennns Signature reqUIred ..........ccoevereeienene e 402
.......................................... 706.02(1)(1) to 706.02(1)(3) Submitted in reissue litigation................c.cccvvvennee.... 1404
........................ 804, 804.02, 804.03, 2136.01, 2141.01 unmatched .......coooeevrreienncieiercerreeieseeeeeenne. 508.03
Overlapping Claims ..........cccoeiveicievcce e, 804.02 Parent application .........cccocevevienieinsieseeesee e 201.04
Oversight of inter partes reexamination ..............c....... 2689 Parent application data, Cross-noting ............c.cc.e.e.... 201.11
Owner’s repreSentative..........coeveevereerenenieseeen, Chapter 400 202.02

Ownership and assignment........... Chapter 300, 706.02(1)(2) Parent application carries assignment
.................................................................. 706.02(1)(3) to some continuing applications...............c.ccovv....... 201,12
Ownership at time invention made.........c..c.ccevenee. 706.02(k) Parent application revView ..........ccccceevveeverennn, 707.05, 719.05
.............................................. 706.02(1) to 706.02(1)(3) rererrreeneneee e 904, 2001.06(b)
Ownership of applications filed subsequent to recording of Paris Convention (See also Treaties)............. 201.13, App. P
ASSIGNMENT ... 201.12, 306 Article 4 Cited .......ocooveveiiie 201.13, 201.14(b)
Partial signatory authority ..........cccoeeevennineisencee, 1005
Patent

p 1836 (Present) SErES......ccvvevereeriereereresese e sreeees 901.04
AL SEIIS et 901.04
P.O. Box (See Mail stop) AIIov_vanf:e and is_sue_ ................................... Chapter 1300
PAIR .. 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632 Application pl:Jb|IcatIO.n...., .................. e 1120 to 1135
PALM . 101, 102, 508.01, 508.03, 711.04(h) Arrangement in Examiner’s Search Files.............. 901.07
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Sec. No.
ASSIGNMENT . 301
Borrowing from Examiner’s Search Files ............ 901.08
Citation handling .........cccoooviiiniiiiece e 1920
Citation of prior art in.........cccccooeveiiieienenn 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change ..........cccocevvviiiivccicvieccnn, 903.05
Classification indiCes...........ccccceeerenene 902.03, 902.03(a)
Classification Home Page on the Internet......... 902.03(a)
Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request .................. 2219
Double column format............ccccooeiennnnnn 2214, 2219
Copy in inter partes reexamination request............. 2619
Double column format.........c.cccoovvverenininienenne 2614
L0000} A @] (o [-] £ 1730
Correction of ......cccoovvvciviiiccce e Chapter 1400
Definition........cccoeveveeiiiiiieiee, Introduction, 2135.01
DESIGN .. Chapter 1500
DESIGN SEIES...vvevveieierierierestese et se e seens 901.04
Design vs. Uity .....cccooovevivvivice e, 1502.01
Effective date................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reconstruction ..........ccocceveveniviencnienceeseenes 508.04
FAIES oo 905.03
Foreign (See Foreign patent)
General Information About, booklet..............c.cc....... 703
ISSUB ...t Chapter 1300
Issue Notification form............ccocevviiiiinnnnnn 1306.03
INAEX .. 902.03(b)
Interference......ccocovevveiccveiscceeseas 2304 to 2304.05
INVENTOISHIP ... 2137.01
JURISAICHION ... 1305
Law, opinions NOt giVEN.........c.ccoeeirericiiciee e 713.02
Laws (See Statutes)
[0TSR 301
Litigation relating to reissue ..........ccecevvevevnnenn, 1442.04
Ordering SOft COPY ...ccvvvveeieieiire e 905.02
Owner, appeal DY ..o 1204
Owner, service of Citation ON.........ccccceeveevveeceeene. 2208
Owner’s address in reexamination................. 2222, 2622
OWNEISNIP ..o 301
Plant Series.......ccooevvienenciencnenn 901.04, Chapter 1600
Post-issuance information updating.............cc.ccce..... 2501
Prior art Citation in..........ccooevevenninnc e 2003.01
Printing priority ......ccococevevieneiienseneee e 1309
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Sec. No.
Publication of application............c.ccccceenee. 1120to 1135
Reconstruction of file ..., 508.04
Reference (See Reference)
REISSUE SEIIES ...vvveevieeee e 901.04
Reissued, effect Of .......cccocorviiiniiie, 1460
Right to exclude others...........ccccceevevvevienenn. 509.02, 1111
................................................................... 1601, 2162
Rules (See Rules, Patent (Code of Federal Regulations))
SIMUItANEOUS ISSUE ......eevvveieeiiieieie e 1306.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue (not required) ......... 1416
Statutes (See Statutes)
System, Constitutional basis for................... Introduction
Term adjustment.........ccoevvvineinennnene 2710 to 2736
Terms (See Term, Patent)
TrANSTEr . 903.05
Transfer of rightS iN.......c.coooiviiiiiii e 509.02
Type, Design vs. Utility ..., 1502.01
ULility SEreS .voveeeeevesece e 901.04, 1502.01
Utility vS. deSIgN .....ccevvvvirecrceceeeee e 1502.01
X USBIIES vttt sttt 901.04
Patent and Trademark Assignment System................ 302.09
Patent and Trademark Office (PTO or USPTO)
AAAIESS....cc e 501, 502
BUSINESS NOUIS......cviieiiiieicicie e 510
Employees, property interest in patent...........ccccenine 309
Employees, unavailable to sign oath or declaration as
INVENTOTS ..ottt 409
Matters decided by various officials........... Chapter 1000
Publications..........ccocvvivviviveince e Introduction

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
...................................................... 401, 902.03(d)
Development and Use of Patent Classification
SYSEMS ... 903.02
Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail........................ Chapter 500
Telephone NUMDENS ........coviiiiiiies 1730
WED SIE...uiiiicic s 1730

Patent application publication (See Pre-Grant Publication

(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)
Patent attorney or agent (See Attorney or agent)
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Patent classification--Patent Cooperation Treaty (PCT)

Sec. No.
Patent classification (See also Classification;
Prior Art) oo Chapter 900
ClaSSES ... 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross references.......ocevvvevevvsvnennnns 903.07, 903.07(a)
DIgESES v 903.07
ISSUE ST« 903.07
Manual of Classification.................. Introduction, 902.01
Master classification file (MCF)........c.ccccooenee. 902.03(a)
OFAEIS .o 902.04
Post classifier (See Post classifier)
ShOES....ev v 901.05(c), 901.07, 905.04
Statutory authority ... 903.01
SUDCIASSES ... 707.05(e), 902.01
........................................ 902.02, 903.02(a), 903.02(c)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties)......cc.ccoevvvnnnne Chapter 1800, App. T
Administrative INStructions............ccccvcevvevrennne, App. Al
AGENT L. 1807
Amendment before the designated office .. 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant........cccceevvviiinnnnn, 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office ......... 1805
................................................................... 1810, 1820
Basic flow timeling ..o 1842
Classification of application ............cccccceevenine 903.08(b)
Classification of subject matter-................. 1844.01, 1879
Common representative .........c.eovvereereieseneenennas 1807
CONCEPLS, MAJOT .ottt 1801
COUNLIY COUBS ...vvvvirerrerieieie et 1851
DEfiNItIONS ....ovevieiieieie e 1802
Design patents........ccceeevereienenenienne 1501.01, 1503.01
Designated OffiCe ........ccooevvvereiineneiiceee 1893.01(a)
Designation of states..........cc.cc.e.e... 1817.01, 1817.01(a)
FOES i 1827, 1893.01(c)
Reduced basic fee by filing sequence listing and/or
tables on compact disC .........coceveriininnnn 1823.02
Filing date requirements ...........cccccoevennne 502.05, 1810
Foreign filing HCENSE .......ccvveriiiieee e 1832
Foreign patent citation codes .........cccevvevvrvrererennnn. 1851
Forms

Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative
Instructions-Part 8..........cccccoecvvevvvvivinennnne 1823.02
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Sec. No.
IB/307 ..ot 1893.03(e)
IB/308 ..o, 1893.01(a)(1)
PCT/DO/EO/903.................. 1893.01(a)(3), 1893.03(a)
........................................ 1893.03(b), 1893.03(e)
............................................ 1893.03(g), 1895.01
PCT/DO/EO/905................. 1893.01(a)(1), 1893.01(d)
........................................ 1893.01(e), 1893.03(b)
PCT/ISA/20L......ccciieeeeeeeeeee e 1852
PCT/ISAI203.......cooieeicereee s 1843.04
PCT/ISAJ20B.........coireeiieircerece e 1850
PCT/ISAI210.....ceiriiiiinns 1843.04, 1844, 1844.01
.............................................. 1845.02, 1893.03(e)
PCT/ISAI2LT ..ot 1836
PCT/ISAI220.......cooiiieiieirecenee 1844, 1845.02
PCT/ISAI23T ..ot 1845.01
PCT/IPEA/AOL ..., 1864, 1865, 1866
PCT/IPEAJADS ..ot 1875, 1875.01
PCT/IPEAJADS.......ccoovverees 1860, 1860.01, 1874,
................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/AQ9........ccccceee 1871, 1871.01, 1874, 1878
................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/IPEAJAL0 ...ttt 1864.04
PCT/IPEAJALL ...ttt 1876
PCT/IPEA/AL2 ..o 1836, 1876.01
PCT/IPEAJALE ..., 1879, 1879.02
PCT/IPEAJA20 ...t 1875.02
PCT/IPEAJA28 ..ot 1878.02
PCT/RO/10L .....coceieiiiee 1801, 1812, 1817.01(a)
............................................. 1821, 1844, 1844.01
PCT/RO/LILT .o 1893.03(e)
PCT/RO/L36 ... 1893.03(e)
PTO-1382....ciiiiiieireieerieeeee e 1830, 1832
PTO-1390.....ccciiiiieerieieerrie e 1893.03(a)
USPTO/299.....ciiiiiiiiieeee e 1850
USPTO/499......coeeeieeie e 1850, 1875, 1875.01
GaZELe ... 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disc.................... 1823.02
HEIP DESK....cvveeiee et 1730
INFOrmMation SOUICES.........ccvvrvereirnreere e 1730
International BUI€aU...........cccuoeveriiieeinieenneeenes 1801
International preliminary examination ...... 1860, 1860.01
International preliminary examination report........... 1879
International preliminary report on patentability...... 1801
........................................... 1845, 1879.03, 1893.03(e)
International publication ...........ccccoceeiiiniinincnneen, 1857
Prior art effect..........ccocoeveenen. 1857.01, 1896, 2136.03
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Sec. No. Sec. No
International search report ..........ccoeevervieiicnnnn, 1844 Patent Cooperation Treaty Articles............ccccoeevnenne App. T
International searching authority ............cccccoeevvenenn. 1840 3 REProduCed .......coccoviiiiiiiiiee e 1812
Member COUNEIIES ......c.ovrvereirieicese e 1817 5 Reproduced .........cooviriiiiiicees 1823
National ProCedure..........cooeverinenenieneeeiesese s 1893 6 Reproduced ...........coovviriiiiiicee s 1824
National stage (See National stage application (35 7 Reproduced ........ccooveiriiiiiiisese s 1825
U.S.C. 371)) 11 Reproduced ........coeovevreeriiecinseenenenee 1810, 1896
Numbering of Sheets ..o 1812 17 Reproduced .......ccccovveriiirieice e 1843
Office of PCT Legal Administration ............... 103, 1730 18 Reproduced ........cccccvveriviniieesesee e 1844
Priority ......ccccovenininae 201.13(b), 1828, 1893.03(c), 1895 19 ReProducCed ........oevivrireireereenreereeree s 1853
Restoration of ..., 1828.01 21 Reproduced ........cccvvreenerieinie e 1857
Priority document ...........ccccocvvvivncrnnnn. 201.13(b), 1828 29 Reproduced ........ccovverirreiinieeee e 1857
PUBHCALION ...t 1857 30 ReProducCed ........cceovvermeiriinisieseee e 110
Receiving OffiCe.......ccvvvriiiiiice e 1801 31 Reproduced ................ 1864.02, 1864.03, 1865, 1869
Receiving office procedure..........ccccoovvevvnenciiniennn 1801 32 ReProduced ........cccvereeneiieene et 1862
Record copy transmittal .........c..ccocveveieienennirnnnn, 1801 33 Reproduced ........cccoverieeneninieneese e 1878.01(a)
Reply to invitation concerning lack of unity of invention 1878.01(a)(1), 1878.01(a)(3)
........................................... 1850, 1875.02, 1893.03(d) 34 Reproduced ........cccocveeenneee.... 1862, 1864.01, 1874
Reply to written opinion ..........cccccevveveviesiecvnennn, 1878.02 1875, 1878, 1878.01, 1878.02
Representation before the designated office .............. 402 35 ReProduced ........ccoevereeneriniie e 1879
Revocation of agent .........ccccverieneiieneieneeeee 1808 36 Reproduced ........cccovvierrniiniinnns 1879.02, 1879.03
Schedule Of fEeS ..o 1827 37 Reproduced ........ccovverineiiiceee e 1880
Search report.........ccoeevvenevrennnn, 707.05, 1302.14, 1844 38 REProduced ........ccoevvrevierieisie e 1879.04
R LTo (10 Vo] ([ USSR 120 Patent Cooperation Treaty Rules
Sequence liStings .......ccoeeveneenencineen 1823.02, 1848 4.3. Reproduced ........cccoceviiniiiiniiies 1844.01
On electronic media ........cccoooevevvrieiiiinen, 1823.02 4.9. Reproduced ......ccccoveviiiriiiirieens 1817.01
Transmitted via EFS-Web........cccccoovvvvvveienenn, 502.05 4.11. Reproduced .......ccoceevvereeeneiinierinnens 1817.02, 1819
Signature MISSiNgG......cceiververereresie e e ieereeee e 1820 4.12. Reproduced .........ccooeiiieiieieiee e 1819
Unity of invention............... 823, 1850, 1875, 1893.03(d) 4.15. Reproduced .........ccoooeiiiienieieee e 1820
Written opinion, preparation........... 1845, 1878, 1878.01 5.1. REProduCed ........ccccereerireinienieenieeee e 1823
Written opinion, time to reply t0.1845.01, 1878, 1878.01 5.2. ReProduced .......ccccevvviirninieieieniereienieeas 1823.02
Patent Cooperation Treaty Administrative Instructions 6 RepProduced ........ccoovvereiiereieie e 1824
........................................................................ App. Al 6.1. Reproduced ........ccocoeeviiiininiiieienene ... 1824
105 Reproduced .......cccevrreeeneneinrieeese s 1834 6.2. REProducCed .......ccccoeiviereiininieesieee e 1824
204 ReproduCed .......cccovveiereiveennieeesiee e 1823 6.3. ReProduced ........ccccoevrereiiieieineeene e 1824
205 ReProduCed ........ccoeoveermeinrerieeseneeiesre e 1824 6.4. ReProduced ........ccccooveverinienierei e 1824
208 ReProduced ........ccoceovrereeneninenieiee e, 1823.02 6.5. Reproduced ........cococvvrmeiriniinreee e 1824
209 ReProdUCe .......ccovveriieirieiiierieiesie e 1823 7 ReProduced ........ccoeovveeriieiiree e 1825
404 ReproducCed ........ccoovevveriiinieininieeesese s 1857 7.1. ReProduced ........ccccooeivrereienenieineec e 1825
502 ReProduCed ........cccceivrverreiirerieiieneeesreseeienneeas 1850 7.2. REProduCed .......ccccerviiiiriienieiiee e 1825
513 ReProduCed ........ccceovierreiiereiienieesre e 1848 8 ReProduced .........ccovveieiiiiiiire e 1826
603 Reproduced ........ccooveveeereieiene e 1875.02 8.1. Reproduced .......ccccevervrenieirienieenen, 1826, 1844.01
604 RepProduCed .......ccevververierennresreeeeee e 1879 8.2. Reproduced .......ccccvevvvenivirienienenen, 1826, 1844.01
605 REProdUCE ......ocvvveriieirieisie e 1872 8.3. ReProduced ........ccccoeveviriiieiinicinieeeenees 1826
606 ReProduCed ........ccoeivvvirreiirerieesrenieesre e 1880 11 ReproducCed ........coccovverieeniieeneee e, 1825
607 ReProduCed .........cceoviereinierieeie e 1876 11.5. Reproduced .......ccocevevireneieneniee e 1825
801 RepProduced ........cccceovrereenenieeneieesieeeen, 1823.02 11.6. Reproduced .......ccccovevreneienienise e, 1825
803 ReProduCed ........ccevevereerieeresese e 1823.02 11.11. ReproducCed ........cceveerereeneniee e, 1825
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Sec. No.
11.13. ReproducCed ........ccccvvvvvvirrnieieeieseee e 1825
12bis Reproduced .........ccccocerveieieriiieneieenee e 1819
13 ReProducCed ........cccooeeeeiieiiiiiiseseeee e 1850
13.1 ReproducCed .........cccoveieeieiieniieneeieeeee e 1850
13.2 Reproduced ........cccoveveiieniiienecse e 1850
13.3 Reproduced .........cccoveveererernnnse e 1850
13.4 Reproduced ........cccovevreriiienenese e 1850
13.5 Reproduced .........cccoeveeiiieneneneeieeee e 1850
13bis Reproduced ..........ccoceevererineneiseneeeen, 1823.01
13bis.1 Reproduced ..........ccccoereineneiininecnen, 1823.01
13bis.2 Reproduced ..........ccocovreineneniieneen, 1823.01
13bis.3 Reproduced .........cccoevvvvviesnseerenenen, 1823.01
13bis.4 Reproduced .........cccoceveneieninenieennen 1823.01
13bis.5 Reproduced ..........ccocovreiiineiinineee, 1823.01
13bis.6 Reproduced ..........ccocvereiieneriieneen, 1823.01
13bis.7 Reproduced ........c.ccocvvveiieneniieneen, 1823.01
13ter Reproduced .........ccccvvvvviveveiecie e 1823.02
13ter.1 Reproduced .........ccoovvvvvrvrinnnnne 1823.02, 1848
13ter.2 Reproduced .........cccceoeieiiiencniiieie e 1823.02
17 Reproduced ........ccccoeevenvineneisee e 201.13(b)
17.1. Reproduced .......ccocvvvvvviveveiieieriesiesies 201.13(b)
17.2 Reproduced .......ccccvvvvvvvineieice e 201.13(b)
33 Reproduced .......cccveveieieienee e 1843
33.1. ReproducCed ........ccccoeeirininiiiseeee e 1843
33.2. Reproduced .........ccovereiiinieiieneesieeeeenee 1843
33.3. Reproduced ........ccovereiienniie e 1843
37.1 Reproduced........ccccceveveivenieeeeeeiee e 1844.01
37.2 Reproduced........cccoevvveivseie e 1844.01
38 Reproduced.........ccoevveeieiicniie e 110, 1844.01
38.1 ReProducCed ..........cccoveerermeenieisienieesieneeieas 1844.01
38.2 Reproduced ..........ccooveeveneenienieinieesieneeieas 1844.01
38.3 Reproduced........cccovveveiesrie e 1844.01
39 Reproduced........ccoeeereeieiienie e 1843.02
39.1. Reproduced..........ccecveeerenieienine e 1843.02
40 REProdUCET .......ocvvrvieiiiiieieiienieesie s 1850
40.1. ReproducCed ........cccovvvermririennineeeseecens 1850
40.2. Reproduced ........ccoovvrvrveieieere e 1850
41 ReproducCed .......ccccevveveniniesece e 1852
41.1. Reproduced ........cccoceiireiiniiieeeee e 1852
43bis Reproduced .........ccoceveiiiiiiiiiicee e 1845
43bis.1 Reproduced ........cccovvvvviveiieiinirenins 1843, 1845
44ter Reproduced ......cccoevevvvvvvie e 1879.04
46 ReproducCed ......cccoovevevereiese e 1853
46.1 Reproduced ........ccccooerirenenineeeeeee e 1853
46.2 ReProduced .........cccoerveerinieiniineineecnes 1853
46.3 REProduced .........cccoerveerenmeinieieineeecneees 1853
46.4 Reproduced .........ccovvvvnenniniineseeseees 1853
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46.5 ReproducCed ........ccceveveneneiieeeie e 1853
54 Reproduced .........cccooereviirnieneieeseeeeeeas 1864.02
54.1. Reproduced ........cccoovivviriieiineiieneeieeas 1864.02
54.2. Reproduced ........cccovivviriiiiineeie e 1864.02
54.3 Reproduced .......ccccevevvreviesnseseeeereeiens 1864.02
54.4 Reproduced .......ccoeverenenieninenieeeeee e 1864.02
60 Reproduced ..........ccocerveererieiieieeneee e 1868
60.1 Reproduced .........ccoooeieiininieieeee e 1868
61 ReProduced .........ccocerveererieiieiee e 1881
61.2. Reproduced .........cooevvvireiiniiniieeee e 1881
61.3 Reproduced .........cccoovvvvivnenecerere e 1881
62 Reproduced .......cccccovveiiiiceeeee e 1871
62, former Reproduced ..........ccccoceieieiiicnnnnne. 1871.01
62.1 Reproduced ........cccooveererininiieinieese e 1871
62.1 former Reproduced ...........ccccovvrerevirienne 1871.01
62.2 Reproduced ........cccoovvevirieeniesi e 1871
62.2 former Reproduced ..........ccocvvvvvviveiveneenenn, 1871.01
62bis Reproduced ..........ccoovveiiiiiiiieiene e 1871
62bis.1 Reproduced ..........cccccvverveeneiencnieeseneiees 1871
64 Reproduced ..........ccocevveereiinenineienee 1878.01(a)
64.1. Reproduced ........cccoeveveienniese e 1878.01(a)
64.2 Reproduced .......ccccevvevevenerene e 1878.01(a)
64.3 Reproduced ........cccoveeveriieneenenieeen, 1878.01(a)
65 Reproduced .........cocooeiiieniiiniiinee 1878.01(a)(2)
65.1 Reproduced ........ccccccevivvinenineniens 1878.01(a)(2)
65.2 Reproduced ........ccocvviviveiereenieiesenn 1878.01(a)(2)
66 Reproduced . 1843.02, 1864.01, 1870, 1878, 1878.02
66.1 Reproduced ........cccoevvevveieicnere e 1843.02
66.1bis Reproduced ..........ccoceieiiiiiiiiie e 1878
66.3 Reproduced ..........cccceveviierniencneeneeiees 1878.02
66.4 Reproduced ........ccccovvierieieneiei e 1878
66.4bis Reproduced ..........cccovevvevievenenene e 1878.02
66.5 Reproduced ........ccccvveeeeieninene e 1878.02
66.6 Reproduced .........ccovveeieieninene e 1878.02
66.7 Reproduced ..........ccoeviereiieieencee e 1870
66.8 Reproduced ........ccoceevvevevnivenenns 1864.01, 1878.02
66.9 Reproduced .......ccccevvevererine e 1878.02
69 Reproduced .........cccceveivrerieieie e 1879.01
69.1 Reproduced ........cccoevereenennne 1879.01, 1879.01(a)
69.2 Reproduced ........cccoevereiennne 1879.01, 1879.01(a)
70 Reproduced ........ccooereeneneeicneeseneiesieeas 1879.03
70.17 Reproduced ......cccecveveierieneresene e 1879.03
71 Reproduced ......ccccocevvvevieircieeeee e 1879.02
71.1 Reproduced .......ccooereeeeiienieie e 1879.02
71.2 Reproduced .........ccoceveenereiineneeseeeienes 1879.02
72 Reproduced ........ccooeveenericenineese e 1879.03
72.1 Reproduced .......cccocvveeierneneneeneneeienes 1879.03
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Sec. No.
72.2 Reproduced .......cccocvvvveivseeeeeeseeesee s 1879.03
72.2bis Reproduced .........ccocevvvvviviieieeineieienn 1879.03
72.3 Reproduced ........ccocoeevenineiieieiene e 1879.03
82 Reproduced ........ccooeieeieiine e 1834.02
82.1 Reproduced ..........ccoevvireienierieenieneienieeas 1834.02
82.2 Reproduced ........cccoeeeereieneieene e 1834.02
90.4 Reproduced .........ccevvevieieriresec e 1807
90.5 Reproduced .........cooeirrieneneieseneee e 1807
90.6. Reproduced ..........cccooereiiereieic e 1808
90bis Reproduced ........cccevvevierieneniienenne 1859, 1880
90bis.1 Reproduced ..........ccoceveerereneneine e 1859
90bis.2 Reproduced .........ccccvvvviviveieieeiese e 1859
90bis.3 Reproduced ..........cocoviviriiiciiiee e 1859
90bis.4 Reproduced ..........ccccevevreriiireeneneenieas 1880
90bis.5 Reproduced ..........ccooeoeereriieneeieneeieae 1859
90bis.6 Reproduced ..........ccoceveereiineneeieneenieas 1859
90bis.7 Reproduced .........ccocvvvviviveierierere e 1859
91 Reproduced .......cccveiveieieicrece e 1836
91.1 Reproduced ........ccceeveeeriieriene s 1836
92 Reproduced ........cceoveereieenenieese e 1834
92.1 Reproduced .......ccovveiererere e 1834
92.2 Reproduced .......ccoevveierieneresn e 1834
Patent application publication (See Pre-Grant Publication
(PG-Pub))

Patent pending (See Statutes: 35 U.S.C. 292)

Patent search facility ...........cccccevnee. 103, 2232, 2629, 2632
HOUIS <. 510, 1730
Regulations for public Use ........ccccvevveiviievcneiec 510

Patent term extension/adjustments............ 1303, 2211, 2250

.............................................................. 2611, 2666.01

Patentability (See also Reasons for Allowance; Rejection)

................................................................ Chapter 2100

Patentability report..........ccccoevviineinineis e 705
APPEAL.....ciiecce 705.01(a), 1207
COUNT e 705.01(c)
Date StatuS.......ccoverireriiirecceeceeee e 705.01(c)
Dispute between examiners ..........ccccocevverereennn 705.01(a)
Drawing ....cccooeevevvevevenesesesnsneneas 608.02(n), 705.01(d)
Final action .........ccocoveiieiiniiee 705.01(a)
IMPFOPET ... 705.01(e)
INIEIALE ..o 705.01
INTENVIEWS ... 705.01(f), 713.01
Limitation as t0 USE.......cccvvvrveververiereesiereeseeens 705.01(e)
Practice used only in extraordinary situations ........... 705
Primary decides propriety........cccccoeeereneienennennnns 1004
Print of drawing ..........cccoceveeinennn, 608.02(n), 705.01(d)
PUIPOSE ..o 705.01(e)
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Sec. No.
REQUESE TOF ... 1003
RECOIdING ... 705.01(c)
Restriction, Effect ON........cococviivieicee e 807
SEArCh...cooiii 705.01(a), 705.01(b)
Sequence of examination ...........cccccevevvvrenennnn. 705.01(b)
Transfer of appeal .......cccccocvvviviviiiieccece, 705.01(a)
Panel review in inter partes reexamination.............. 2671.03
Patentability statement...........coccoveriienininciee 1302.14
Patentable novelty, pointed out...........ccccceveverernnnnne 714.04
Patentable subject matter
COMPULEr PrOgramsS.......ccvevveevereereeseeieeseeseeseeenes 2106
Disclosed but not claimed ...........ccooviiiniinicieie 706
Living subject matter..........cocoovevreviirennenn 1601, 2105
Mathematical algorithms..........c.cccccceeenine 2106, 2106.02
PIaNES ..o 1601, 2105
Patented file ........coovvireiiiiece e 905.03
Patented file, ordering...........c.ccoeeviveiinienicieienn. 711.04(b)
“Patent In” computer program (See also Sequence rules)
................................................................... 1730, 2430
Patents of addition, foreign........c..ccoceveveverevenn, 901.05(b)
Payment Of EES ........ccvvveiiiiie e 509
Payor number (See Customer numbers)
PCT (See Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance ....................... 1302.01
Pending application as prior art (See also Application
publication) ..........cc.ce..... 706.02(f)(2), 706.02(k), 901.03
Pending application preserved in confidence .................. 101
Pending applications as references (See also Application
Publication)........ccccoeveririnnininns 706.02(f)(1), 706.02(f)(2)
........................................................ 706.02(k), 901.03
Period for reply ... 710
After Board decision ..........ccccceveiiieniiencnienee 1214.01
ATter final ..o 706.07(f)
In transitional application .............ccoccevennee. 706.07(g)
After interference ... 710.02(b)
Amendment after.........ccoovviiniiinni 714.17
Claim copied from patent...........ccccceoeveienenn. 710.04(a)
Claims all allowed.............. 707.07(a), 710.02(b), 714.14
Computed ..o 710.01(a), 710.05
Copying claim from patent does not extend statutory
0121 oo USRS 710.04(a)
Correction of citation ..........ccccceevvenne. 707.05(g), 710.06
Date of receipt of amendment............... 710.01(a), 710.05
Defective Office action ...............c..... 707.05(g), 710.06
Difference between shortened statutory period and time
M 710.02(d)
EXIENSION.....ccoviiircieece e, 710.02(d), 710.02(e)



INDEX

Periodicals--Petition

Sec. No.
Extension of time to commence civil action
............................................................... 1002.02(k)(1)
Extension of time to file notice of appeal at CAFC
............................................................... 1002.02(k)(1)
Full statutory period for reply ..o 130
Holiday, Saturday, or Sunday expiration of time
......................................... 505, 513, 710.05, 710.01(a)
Incomplete reply ..., 710.02(c), 711.02(a)
..................................... 714.03, 2266.01, 2666.30
Less than six months.......... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors ..........ccccoeveievensiencicsenenne 710.06
PetitioN ..o 1002
Property rights under AEC and NASA Acts.............. 150
Remailing......cccccoovvivevieiercc e 707.13, 710.06
RESTAIING ....cvviveeiie e 710.06
Saturday, Expiration of time......... 505, 710.01(a), 710.05
Secrecy order application..........ccccvvervivrninennnnienn, 130
Shortened, Extension ...................... 710.02(d), 710.02(e)
Shortened statutory period................... 710.02, 710.02(b)
...................................................................... 710.02(e)
Shortened statutory period, Distinguished from time
M 710.02(d)
Shortened statutory period, When used ............ 710.02(b)
Statutory period .........ccoeevvereiniieinee s 710.01
HOW COmMpPULEd.........covreieineiceneceee 710.01(a)
Suggesting Claims .........ccoceveveiiiie e 710.02(c)
Sunday, Expiration of time........... 505, 710.01(a), 710.05
Supplemental aCtion...........cccooeviieiie i 710.06
Time computation ..........c.ccceeereevreen 710.01(a), 710.05
Time limit aCtioN......cccveveveiiii e 710.02
Time limit action, When used........c..ccccccevnnnne. 710.02(c)
Two periods running.........cccceeeveereene. 710.04, 710.04(a)
Withdrawal of attorney or agent during................ 402.06
PeriodicalsS. ... 901.06, 901.06(a)
Period of enforceability.....2204, 2211, 2610, 2611, 2686.02
Permanent ink .......c.ccccoovvernenecnen, 608.01, 714.07, 714.19
Perpetual motion ..........ccccceeveveivnnenn, 506, 608.03, 706.03(a)
.............................................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent
..................................................................... 2203
Pertinent prior art .........ccocvveevveieenecre s 904.02
Petition
Abandonment holding........ 711.02, 711.03(c), 711.03(d)
.......... 1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s statement...711.03(d)
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Sec. No.
Abandonment holding for failure to provide timely
notice of foreign filing.........ccoooviiiiiiiiinee, 1124
Accept color drawings or photographs.............ccoe..... 507
.................................................... 1002.02(d), 1503.02
Accepting late issue fee.......cccoevvivvivviveiciennns 711.03(c)
Accept omitted pages........cccoeevereneieneniennens 1002.02(p)
Access to application........... 103, 1002.02(b), 1002.02(p)
Access to interference agreement.................... 1002.02(f)
Access to interference application................... 1002.02(f)
Access to unopened preliminary statements... 1002.02(g)
Add inventor in provisional application......... 1002.02(q)
Admit model..........cooeiiiiiiiii e 1002.02(c)
Attorney withdrawal.................... 1002.02(b), 1002.02(c)
................................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b)
..................................................................... 706.02(n)
Board decision in inter partes reexamination........... 2681
Board of Patent Appeals and Interferences involved
...................... 1002.02(f), 1002.02(g), 1002.02(j)
Certificate of Correction.............. 1002.02(d), 1002.02(g)
.................................................................... 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(e)
................... 1002.02(l), 1002.02(p), 1002.02(q), 1481
Change inventor’s NamMe.........coccoeevvereirennenns 605.04(c)
Change in order of inventors names.................. 605.04(f)
Color drawings or photographs.........ccccceeevveveieniennn, 507
.................................................... 1002.02(d), 1503.02
Common ownership situation.............c.ccoceeenee. 706.02(k)
Concurrent ex parte and inter partes prosecution
................................................................... 1002.02(g)
Consideration of submission after NIRC in inter partes
rEeXamination ..........ccocoverererinieeiee e 2687.01
Converting a 111(a) application to a 371 application
................................................................... 1002.02(p)
Converting a 371 application to 111(a) application
................................................................... 1002.02(p)
Converting a nonprovisional to provisional ... 1002.02(b)
............................ 1002.02(c), 1002.02(p), 1002.02(q)
Correct filing date .......ccooeevvevvcveieiccreren, 506.02, 513
.................................................. 601.01(b), 1002.02(b)
Correction of inventorship ................ 201.03, 1002.02(d)
................................................. 1002.02(e), 1002.02(1)
................................................ 1002.02(p), 1002.02(q)
In ex parte reexamination ............ccccceeverirennen. 2250.02
In inter partes reexamination................. 2658, 2666.03
Counter-terrorism inventions ............. 708.02, 1002.02(s)
Defer issuance ........ccocveevveeeeeinanns 1002.02(b), 1306.01
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Petition-- Petition

Sec. No.
Delegation of Director’s authority ...........c.......... 1001.01
DeNIAL....c.iiiiere s 1002.02
Denial of request for reexamination................ 1002.02(c)
EX Parte ....cooovvvevireeircensee e 2246, 2248, 2265
INtEr PAITES ....eoeeeieieceee e 2647, 2648
Director’s duties........ccoevevververererernnns Introduction, 1002
DISMISSEA. ...t 1002.02
Dismissed without prejudice..........ccccceeeiveriennnne 1002.02
Divisional reiSSUe.........ccevvrereienenieeneeeee 1002.02(b)
Entry of amendment.............ccoooneiniiiinenns 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination..........ccccoeeeercnenns 2672, 2673.02, 2675
Entry of late paper for revival of ex parte reexamination
.......................................................... 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding ................ 1002.02(b), 2668
Expedited examination of design applications
....................................................... 502, 1002.02(c)(3)
Express abandonment after payment of issue fee
.................................................................... 1002.02(b)
Express abandonment to avoid pre-grant publication
........................................................... 502, 1125, 1135
Facsimile submission.........c.coceevvveinncinniennn, 502.01
Expunge papers from file............ 1002.02(b), 1002.02(c)
Expunge information ...........cc.ccoeene. 724.05, 1002.02(c)
Extension of time............... 710.02(e), 714.17, 1002.02(q)
Application before Office of Patent Legal
Administration ........ccccceeevveiienieeinne, 1002.02(b)
Application before Office of Petition .......... 1002.02(b)
Filing date ..o, 506.02, 513
.................................... 601.01(b), 601.01(c), 601.01(f)
.................................................. 601.01(g), 1002.02(b)
Final reJection ........cccceveveeieciciecc e 1002.02(c)
SIR application ........c.cccceeviie i 1105
Foreign filing license .........cccccoveenen. 140, 1002.02(c)(1)
Facsimile submission...........ccocvevvvvenicienennenn 502.01
INSPECLION......oiviie e 103
Interference............... 1002.02(c), 1002.02(f), 1002.02(g)
Interview in merged reissue/inter partes reexamination
........................................................................ 2686.03
Late foreign priority claim..........ccccoeenennen. 1002.02(b)
Maintenance fees, accept and record .............. 1002.02(b)
............................................................................. 2580
Maintenance fees, delayed payment/reinstatement
...................................... 1002.02(b), 2515, 2531, 2590
Make special (See also Special application)
........................................ 708.02, 1002.02(s), 1504.30
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Sec. No.
Matter subject to.................... Introduction, 706.01, 1002
Merge reexaminations............cc.cccveenee 1002.02(b), 2283
Merge reissue and ex parte reexamination
......................................................... 1002.02(b), 2285
Merge reissue and inter partes reexamination
.......................................... 1002.02(b), 2667, 2686.03
Modification of secrecy order .........cccceovveeiererennenn 120
NEW Matter........ccoovverinereicnienn 608.04(c), 1002.02(c)
Nonsigning inventor...........cccccoeeeee. 409.03, 1002.02(b)
................................................................... 1002.02(p)
Objection by examiner ..........c.ccoceevvvvieereennn, 1002.02(c)
Patent term extension ..........cccoceveevevencsennnen 1002.02(b)
Period for filing ........cccooviieiininiicee, 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination .........ccccccevevvvesnseseenenenn, 2672
Premature final rejection................ 706.07(c), 1002.02(c)
Preliminary amendment as part of
original disclosure...........c.ccocvvieiiniciciinennas 608.04(b)
ProCEAUIE ..o 1002.01
Public use proceedings.......cccccevvvvreiesnnnnnn 1002.02(b)
Publication Division............ccccevvevievieiciesnennn, 1002.02(r)
Reconsideration of denied petition (ex parte
FEEXaMINALION) ......ccvreeieierieie e 2268
Rescission of secrecy order...........cccoeeeee. 1002.02(c)(1)
Refused assignment..........cceveveveeverevennseeennnn 313, 317
Refusal to enter amendment.............c..c.c.e..... 1002.02(c)
Refusal to initiate interference ............cc........ 1002.02(c)
Refusal to issue Certificate of Correction ...... 1002.02(c)
Registration to practice...........ccoceevrereirennns 1002.02(m)
Reinstate rejection after Board decision......... 1002.02(c)
Reinstatement..........ccocvevvieeeeieiese e 1002.02(m)
Relating to PCT international application and/or
national stage application ...........c.cccoe...e. 1002.02(p)
Relating to reexamination or reissue............... 1002.02(b)
Reopen prosecution after Board decision....... 1002.02(c)
Reopen prosecution after Board decision in inter partes
reeXamination ..........ccoevviereineneesese e, 2682
Requirement for information...............c......... 1002.02(c)
Rescission of SECrecy Order.........cccovvvvervireinrennnnn, 120
Resetting period for reply.........ccovevreneennen. 1002.02(c)
Restriction requirement holding......... 821.01, 1002.02(c)
Retroactive foreign filing license ...........ccoceevvvevnnenn, 140
Return model.........coooviiiiiiiii e 1002.02(c)
Return original 0ath..........cccoooiniiiiiciieen, 1002.02(c)
Revival ..o 711.03(c), 1002.02(b), 1124
Revive PCT application ...........cccocvviennennen. 1002.02(p)
Rule 1.48 (inventorship)......ccccoeeveveieienicnesnne, 201.03



INDEX

Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A--Plant patent

Sec. No.

Secrecy order
Sequence rules
Special status

1002.02(c)(1)
1002.02(c)(2)
708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings 2284, 2285
Stay inter partes reexamination proceedings........... 2667
......................................................... 2686.02, 2686.03
Sufficiency of an affidavit 1002.02(c)
Supervisory authority of Director of the USPTO
1002.02(b), 1002.02(c)
Suspend action — public safety or defense . 1002.02(c)(1)
SUSPENT TUIES ... 1002.02(b)
Suspension of second or subsequent inter partes
reexamination reqUESES.........cccovererereererieseenienne
Time for filing......cocooviriiiic
Trademark related.........ccocooviviniininincnn, 1002.02(i)
Transfer from another application ..................... 608.02(i)
Unavoidable delay, withdraw abandonment..... 711.03(c)
1002.02(b), 1002.02(c)(3), 1306
Unintentional delay, withdraw abandonment ... 711.03(c)
1002.02(b), 1002.02(c)(3), 1306
Failure to provide timely notice of foreign filing . 1124
Unintentionally delayed claim for foreign priority

............................................ 201.14, 201.14(a), 201.16

...................................... 1002.02(b), 1402, 2258, 2658
Unintentionally delayed claim for priority to a U.S.

application..........cc.coce..... 201.06(c), 201.11, 201.11(a)

................................................ 1002.02(b), 2258, 2658
Vacate order granting request for ex parte reexamination

............................................................................. 2246
Vacate an order granting inter partes

FEEXaMINALION .......ccvvreiereeeeee e 2646
WaiVE TUIES ... 1002.02(b)

Waive time provisions in ex parte reexamination.... 2265
Waive time provisions in inter partes reexamination

......................................................... 2648, 2668, 2672
Withdrawal of lapsed patent .............cccceveuennen. 1002.02(r)
Withdrawal from issue, after issue fee paid

.................................................. 502, 1002.02(b), 1308
Withdrawal from issue, issue fee not paid

.......................................................... 1002.02(c), 1308
Withdrawal of a terminal disclaimer.............c.......... 1490
Withdrawal of abandonment.............cccceveeee. 1002.02(b)
Withdrawal of attorney ........c..cccoceeeveveninnenn, 1002.02(s)

IN INterferenCe.......coooveiieieicee s 1002.02(g)
Withhold from issue, before issue fee paid.....1002.02(c)

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A
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Sec. No
IO .. 1125
Reproduced .........cccoeveiieieinee e 1135

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

CIEA .t 1124

Reproduced ..........cooeviireiieee e 1135
Petitionable matter...........cccocooovvivvivninniveeeee e 706.01
PG-Pub (See Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA ... 2107.03

Statute (See Statutes: 35 U.S.C. 155)

ULHITY o 2107.01
Phi, Greek letter Usage.........ccovvevereervererenereesieen, 608.01(g)
Philippines-United States search exchange .................. 1711
Photograph as drawing ...........ccccceevenee. 507, 608.02, 1503.02
Piecemeal prosecution ..........c.ccoeeveeeieiencnienienne. 707.07(g)
Plant Breeder’s RIghtS.........cccoeiiiniiiiieiic e 1613
Plant Convention, UPOV .........cccccoviviviiiiiie e 1612
Plant patent.........cccooevveveicncie e Chapter 1600

ACHION .. 1610

AAVEILISING ... 1610

AFFIdAVIT ..o 1610

Agricultural Research Service (ARS) ............ 1608, 1609

ATOWEANCE ..o 1611

Application publication...........ccccceeviienns 1120 to 1135

Asexual reproduction ...........cccoceeeeeienenennns 1601, 1605

BACLEITA ..o 1601

ClaiM ..o 1605, 1610

Color drawing.......cccovevveverereninse e 1603, 1606

Color identified ........ccoevvrviiiiiieiie s 1605

DeClaration ........ccccoeiiiiiiiiieeeee e 1604

DefinitioNnS......ccooi e 1601

Department of Agriculture ...........cccccovvieinenccnn, 1608

DEPOSIE ..ttt 1605

Duplicate papers......c.ccocvevrveervsnarennes 1603, 1605, 1609

Elements of application...........ccccooviiiiiiiicninen 1603

EXamMINation .........cccooveiineiiiinee e 1608

Examiner’s amendment..........ccoovevererieriennniesnsennnns 1610

EXECULIVE OFdEr ....ocvvveveeeeeeeeee e 1608

Filing not permitted via EFS-Web .........c..coce.e.e. 502.05

ISSUE .ttt 1611

Laudatory eXpressions.........cceveeerereesiesenieseseenens 1610

Method claim improper.........c.coovevveneineneicneene 1605

OaLN ..t 1604

PaNS. ..o 1603

Plant varieties excluded...........cccccovvverniencniiieneenen, 1601
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Plant patent series-- Pre-Grant Publication (PG-Pub)

Sec. No.
Priority Claim ......ccccoovvviecccc e 1613
Publication of application ............c.cccccveunee. 1120 to 1135
Report of Agricultural Research Service ....... 1608, 1609
Rules applicable..........cccooiiiiiiiiiceec e, 1602
SIGNATUIE ... 1603
SpecCification .......ccevevevere e 1605, 1610
SPECIMENS ...ttt 1607
Statutory DasisS.........covveiii i 1601
TOIM .t 2701
TUDEIS .t e 1601
UPOQV CONVENLION......ccoieieiririreceieeiee e 1612

Plant patent SErieS.......ccovvvriveveieeriere e 901.04

P.O. Box (See Mail stop)

Post classifier ........c.cccoeevienae 902.04, 903.02(c), 903.07(b)
............................................ 903.08(d), 903.08(e)
..................................................... 903.09, 903.10

Requesting consideration by ..........ccccccvvvveene 903.08(d)

Post employment agreement of former Office employee

....................................................................................... 1702

Post Office, Depositing papers iN..........cococverevenerenennns 502

Post Office address (See also Correspondence; Mail Stop)

Applicant........cccccovcvvvinnnne 409.03(e), 605.03, 719.02(b)
F AN L 0] 1412 Y 601.02

Postal Service interruptions and emergencies.................. 511

Postcard, self-addressed ..........ccocveveeeervriiveeenenn. 203.08, 503
........................... 601.01(d), 601.01(f), 601.01(g)
........................... 719.01(a), 1204, 1901, 1901.05

Power Of attOrNEY ........cccevvveiireceeieeese e 402

Application in interference ..........cccocooviiiiennne 402.08
Application oath or declaration includes .............. 601.02
ASSIGNEE aPPOINES .....ovveiiiirieeee e 402.07
ASSIGNEE FEVOKES .....vvevvcvievieie et 402.07
AsSOciate attorney........ccceeeevreieeieereerieseenns 402.02, 406
Attorney not of record.........c.ccoovvvvevvivcicienenn, 714.01(c)
Canadian patent agent..........cooeeereeierenene e 402
Change in plurality of applications or patents............ 402
COINVENLON ... 402.01, 402.10
Customer NUMDET .....ccoovviriireieise e 402, 1807
Death of applicant...........ccocoovnviiinnnne 409 to 409.01(f)
Death of principal attorney ..o, 406
Exception as to registration...........c.ccoceevvernerennns 402.01
General, for international application ...................... 1807
INVAIA ... 402
Joint applicant..........cooeieiiiiii e 402.01
Limited recognition...........ccoceovveniiencnnenecneee 402.01
Notice of revocation...........cocvvveiieinieieiescie e 402.05
Post Office address ........coovveveierennienensenee, 601.02
Rev. 8, July 2010
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Sec. No
Provisional application............cccccveiiiiniciiicncies 103
Reexamination, inter partes..............c.cceeenen. 2613, 2622
Revocation.........c..ccue...... 402.05, 402.07, 402.08, 402.10
After AIOWANCE.......ccviieieeee e 2501
Secrecy order applications.........c.ccoevvevivevverereresenn, 120
Unregistered attorney or agent.............ccoce.v... 402, 402.01
Withdrawal of attorney or agent........ 402.06, 1808, 2501
Withdrawn in patent...........ccocvevvievcvnieninnnennns 2223, 2501
Power t0 inSpect ........cccovvveriennns 103, 104, 324, 402, 713.05
Power to inspect, approval...........ccccoovvvvivriveineieeneresenn, 104
Power to inspect, suspended attorney.........c.ccoceevvevinnnens 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents .........ccocoovererenereennen. 1309
Pre-Grant Publication (PG-Pub) ...........ccccoen... 1120 to 1135
Amendments prior to publication............cccoceeeiennene 1121
Appendices not published ...........cccceveveieiciciennns 1121
Application in a foreign language ............ccoceveeeee 608.01
Assignee information published.............ccccccoeinnne. 1121
Certification as to intent to file counterpart applications
............................................................................. 1122
Claim sets, MUILIPIE.......ccccorveiriiriicce e 1121
COMPULEr ProgramsS........ceecveeiivienieeesireeseessinessieesnees 1121
CONEENE et 1120, 1121
Conversion to provisional to
avoid publication .........c.ccceeeveviniiinicienne 601.01(c)
Complete application required ............ccceevverrevnennnn, 1120
Copies of published application files ............ccc........ 1128
Correction of errors in the PG-Pub.............ccccceueeee. 1130
Correspondence address..........occovvereencreenenenennns 1121
Correspondence regarding published application.....1134
Disparaging remarks not published.............c..cce..e. 1120
Disparaging prior art ..........ccoceoeeveeiereenerenenienne 2131.05
Drawings ....coceeeeeereenenienese e 507, 1120, 1121
Early publication ...........cccoevneniinnincceee, 1129
Express abandonment to avoid publication................ 502
................................................................... 1125, 1135
Facsimile SUbDMISSION ........ccccoviiiciiiiicic 502.01
Fee, publication............ 1126, 1133, 1303, 1306, 1306.03
FOIMMS .o 1135
Inappropriate nonpublication request............c.......... 1122
Material mistake by the Office..........cccovvvivininnnn, 1130
Nonpublication reqUESL .........cccoevereierenencseieenns 1122
Notice of foreign filing.........ccccooveiiiieniiieeee, 1124
Notice of Publication............ccccocovcvrivvivnivninsnsininennns 1127
Notice of New or Revised Publication..................... 1127
Offensive language not published..............cccvcvnee. 1120
Public access to published application............ 1128, 1132



INDEX

Pre-Grant Publication Division--Prior art citations in reexamination proceedings

Sec. No.

Publication date, projected........c..ccccevvervennne. 1120, 1122
Publication fee ........ccocovvvrivninninnnn 1126, 1133, 1303
RCESs not published ..., 1120
Redacted publication...........ccccooiiniiiiinniniieee, 1132
Refund of publication fee .........cccovininiincnien 1126
Replacement drawings prior to publication ............... 507
................................................................... 1120, 1121
Republication............cooeeiiiiii e 1130
Request for early publication.............c.ccocecvninnennn 1129
Request for nonpublication............c.ccccovevvivieninennn 1122
Request for redacted publication ...........c.ccoceeveennen. 1132
Rescission of nonpublication request............. 1123, 1124
Residence changed...........ccocooviiiniiicicnenn 719.02(b)
Sequences published on Internet..........cccccoevenenene 1121
Status information of published application ............ 1128
Substitute specification required..........ccccocevvvvnenae 1120
Tables, [arge......ccovvvvveeieiesece e 608.05(b)
Third party INQUITIES .......cvvveiiiriiireccesees 1134
Voluntary publication ..........ccccooiiiiieiiniece 1133
When published ... 1120
Which applications ..........ccocvviviviivnineiercrese e 1120
Pre-Grant Publication DiviSion ..........c.cccoerieienen. 502, 1120
......................................................... 1122, 1125, 1126
Preamble, design application...........cc.ccovveiiiennnnn. 1503.01
Preamble, effect Of ........ooovvieiiiiiic e, 2111.02
Preamble, Jepson Claim.......c.ccocvovvivvieiciciecce e 2129
Predicted tests in specification .............cccccceeeiennns 608.01(p)
Preliminary amendment ..........ccccoeeeveneneseseenenns 714.01(e)
Entry denied .........coooiiiiiiini 714.01(e)
Excess claims........coccoevveiveecnnenne, 506, 714.01(e), 714.10
NEW MAtter......cccoveviiiierierirereenns 608.04(b), 714.01(e)
Non-compliant amendment, treatment of .................. 714
Preliminary handling of public use or on sale................ 2122
Preliminary hearing, public use proceeding............... 720.03
Premature final rejection ..o 706.07(c)
Premature response in inter partes reexamination......... 2667
Prima facie showing, public use proceeding.............. 720.02
Primary examiner............c........ 705.01(a), 706.04, 706.07(c)
...................... 706.07(d), 707.01, 710.02(b), 710.02(e)
.................. 711.03(a), 713.01, 713.02, 713.10, 714.16
.......................... 714.16(d), 714.19, 715.08, 716, 2271
............... 2633, 2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention................. 705.01(a)
............................................ 707.01, 707.09, 710.02(b)
............................................... 713.02, 714.16(d), 1004
Name on file Wrapper ..o, 1302.13
Print of drawing (See also Drawings) ................... 608.02(m)
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AddItional........cccoeoeiiiiii 608.02(m)
AIEration .......coocovviiiiiic e 608.02(m)
COlOred......oveiriiire 608.02(m)
Examiner’s notation on ...........ccoceeeevvrncnienn 608.02(m)
File WIapPer ....oveececece e 719.01(b)
Kept in Technology Center ...........cccceoveeienene 608.02(c)
MaArkea-Up .....cviviieinieieese e 608.02(v)
MaArKING ....oveiveieiieeere e 608.02(m)
Patentability report........c..ccocvevenene. 608.02(n), 705.01(d)
Returned drawing .......ccoevevveeererenieseseseseenens 608.02(y)
Printed matter nonstatutory...........cccccceeeveveresnene. 706.03(a)
Printer waiting .........ccccocvvveevveriennnenn 708.01, 1305, 1309.02
Printing date, declassified material......................... 707.05(f)
Printing practitioners names on patents.............cccceceevene 1309
Printing Priofity ......cccocevvieie e 1309
Prior art (See also Reference) ..........ccccvevvvennne. Chapter 900
AdMISSIONS 8S......ovviieiieiiiiiieieiee e 706.02, 2129
ANAIOGOUS ... 2141.01(a)
Disqualification under 35 U.S.C. 103(C) ...coevvrvervrreruennn
............................................ 706.02(1)(1), 706.02(1)(2)
.................................... 706.02(1)(3), 2136.01, 2141.01

Duty of disclosure of ..o 2001.04
Effects of international application publication........ 1857
......................................................... 1857.01, 1895.01
EQUIVAIENTS ..o 2144.06
Electronic Information Disclosure Statement........ 609.07
Filed on Saturday Sunday or a Federal holiday................
..................................................................... 609.04(b)
Foreign application as ...........cccvervreneicneninennen, 2135.01
Information reasonably necessary for finding....... 704.11
International application publication................ 706.02(a)
............................................... 1857.01, 2163, 2163.03

Kind COAES.....coiviiiiiirieisieee e 901.04(a)
Level of ordinary skill ...........cccoovviiiiiiniinnnn 2141.03
Patents as.......cccocevvrereerinnnn, 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b).........cccvnene 1895.01
.................................................... 1896, 2136, 2136.03
Scope and content of ..........cccoeveieiiieinciciies 2141.01
Means limitations ..........ccocveveevrieeiciesere e, 2182
Search (See also Search) .......cccccevereriiiennnn, Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability Of ... 2144.07
Third party SUDMISSIONS ..........ccccvvevrenae. 609, 1134.01

Used in deciding request for reexamination...2242, 2642
Well-known inthe art........c..ccoovevveveneicvennnnen, 2144.03
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Sec. No.
Prior art citations in reexamination proceedings
EX PArte. i 2202
CONEENT .. 2205
Copies of prior art.........ccocveveiininieieieee e 2205
English translations............cccccveviieiiiieincnn 2205
Explanation of pertinence.........c.ccocoovveveninnnenn 2205
FIOWCHArS ..o 2206
Handling ......ooveiieee e 2206
Sample Jetter.......cooeviiiic e 2205
Service on patent OWNEr ........cccccvveveenerisenieene 2208
Time for filing ..o 2204
INtEr PArtES.....ccveveeeeecec e 2602, 2646
................................................. 2654, 2656, 2657
After the order to reexamine....................... 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues ............. 2687.01
Before the first Office action..........cccocvvvvrennnn, 2625
Before the order to reexaming ...........coce.e. 2602, 2654
By another requestor............ccocevceverenernenn 2602, 2656
By the patent OWNer..........cccovvvvercieicneiens 2602, 2656
(0] o[- I =T L 2667
With the REQUEST .....ccvvviveiceceeee e 2656
With third party’s comments.................. 2666.05, 2667
Prior art copies in reexamination
EX PAre...cciiiiie 2218
INEEE PAITES.....cviiiieiieeeee e 2618
Prior art filed by protestor............ccccceenine 1901.02, 1901.03
Prior art on drawing ........cccccevevvvennnnnnannns 608.02(g), 2125
Prior art statement .........cocoooveiiiieiincies 609, 1893.03(g)
Provisional application ............c.cccveriinennincinennns 609
Reissue application ..o 1418
Prior art, statement applying (reexamination)..... 2217, 2617
Prior art used in determining reexamination request
EX PAre. i 2244
INEEE PAITES. ...ocvieiieie e 2644
Prior examiner’s action .................... 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application ..........ccoceeevencniienee, 201.06(d), 1302.04
Claiming in ex parte reexamination...............c......... 2258
Claiming in inter partes reexamination .................. 2658
Claiming in reissue application............ 1402, 1405, 1417

Foreign application (See also Foreign application)

Corrected by Certificate of Correction ................. 1481
Design applications............cc.ccceenen. 1504.02, 1504.10
Ex parte reexamination............ccoceceveriirniniennenns 2258
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Sec. No.
Incorporation by reference. 201.13, 201.17, 608.01(p)
Inter partes reexamination ...........cc.cccevereenecnnen. 2658
Proper identification............ccocovvviniennnn 201.14(d)
Formal requirements .......... 201.11, 201.14, 706.02(f)(1)
Incorporation by reference to earlier application
....................................... 201.06(c), 201.17, 608.01(p)
International application...... 201.11(a), 1828, 1893.03(c)
Corrected by Certificate of Correction.................. 1481
Inventor’s certificate ..........ccoovvevvivvvccceren, 201.13(a)
Overcoming reference........ccocvvvvivvveceereerieseseneens 201.15
Patent printing .......ccccocvvvvvesvcieeecie e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application..............cc....... 201.11, 201.11(a)
Prior U.S. application ..........cccovvivineiiciiinenns 201.11
Corrected by Certificate of Correction.....201.11, 1481
Design application..........ccocvevveveeveievenese e 1504.20
In ex parte reexamination ..........c.ccoceevevieicnienennnns 2258
In inter partes reexamination............cc.cceceeeverenen. 2658
Provisional application............cccvvvvnieneiiniennn 706.02
TIMe ChartS.....ccooieee e 2138.01
Time for filing ..o, 201.13
Priority document (See Foreign application)
Priority practice (See Foreign application)
Private use (See also Public US€) .........ccccerueuennen. 2133.03(a)
Proceedings, Termination of..................... 201.11, 711.02(c)
Process of making and product made ..................... 806.05(f)
Processing and retention fee.........cc.ccceeevencienenn. 601.01(a)
Processing of reexamination in Technology Center
EX PAMe ..oviiiiciee 2233
INEEE PAITES .....ooivieeciie e 2633
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process.........ccccevevenenenenennnns 2113, 2173.05(p)
Product of human ingenuity...........ccccveniinenienccnne, 2105
Product of Nature ..........cccocoveieneiiniciecee e, 706.03(a)
Program Management System (PMS) ................. 2238, 2638

Programs, Computer (See Computer programs or software)

Prolix Claim ..o, 2173.05(m)
Proof, burden of ... 2112,2112.01, 2113
Proof of authority of administrator or executor ..... 409.01(b)
Proof of foreign filing.........ccccoeiviiiiiiiiieeee 201.14
Proof of irreparable damage .........cc.ccccvevveveriernennn, 409.03(9)
Proof of ownership, reissue application.................... 1410.01
Proof of unavailability or refusal to sign ............... 409.03(d)
Proofreading of action ...........c.ccoevvveiiiiiciic e 707.08
Proper multiple dependent claim..........cc.cccooeneee. 608.01(n)
Property rights statement..........cccooceveiineinenesee 150

CoNtentS OF ...covcviece e 151
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Sec. No.
Property rights under AEC and NASA Acts... 115, 150, 151
Prophetic examples in the specification ................. 608.01(p)
Proprietary interest, Proof of...........ccccooiiiiiins 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal brief ... 1205
Certificate of mailing........ccocoeoriiiiiiiie 512
Change of address.........ccoevvvvvirerennnnn. 601.03, 719.02(b)
DEAtN.....ciiviiciceee e 409.01(f)
Duty of diSCIOSUrE.........cvviriiiiiccee e 2002.01
Examination of application...........cccceevvevivennnne. 707.07(j)
EXaminer’s aCtion ..........ccccoceverenenienieienese e 707
INEEIVIEW ..o 713.01
Legal representation..........ccococeveviveneieneneieseneene, 401
Telephone restriction practice..........ccccvveevrenienen 812.01
Prosecution
Closed, application allowable except for formal matters
................................ 707.07(j), 710.02(b), 714.14
Closed, SECrecy Order CaSES........cuuvevereeriereeresernnnens 130
Prosecution after appeal .........ccccoevvivvvecieriencrcnenn, 1207.04
Piecemeal........cccoovvvviviveicce e 707.07(g)
Reopening after allowance...........ccccccoceveveinnnne 1308.01
Reopening after Board decision.............cccccceeee 1214.07
Prosecution 1aches...........cccoeveii i 2190
Prosecution of Secrecy Order application...................... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)
....................................................... 724 to 724.06
SUDMISSION. ....viiviiieiieiieee e 724.02
Protest .....ooveiee e Chapter 1900
Access by protestor........cccoceeeeevennnnnn. 1901.05, 1901.07
Acknowledgment of protest...........cccceeererennnn 1901.05
Certificate Of SEIVICE.......cccoveririiiiireciceee 1901.03
Comments of applicant ..........c.cccvereieicreiinennns 1901.06
Complete......coieiiie 1901.03
Copies of dOCUMENTS.......ccccvvvverererrrr e 1901.03
Express consent of applicant required ..................... 1134
Filed in reissue where patent is in
interference.......coooveneeeeienee e 1449, 1901.06
Handling ..o 1901.05
IMProper Protest........cccevveevieeveercverenannn 1134, 1901.03
Information which can be relied on .................... 1901.02
Involving fraud, lack of good faith or candor, or
violation of duty of disclosure.............. 1901.06, 2013
Multiple papers on same iSSUE ..........cccceveuennen. 1901.07(a)
Reissue application ..........cccccoeenennnne, 1441.01, 1901.04
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Sec. No.

Reissue litigation.........c.ccoceviiiicicnnns 1901.03, 1901.04
Requirement for information............c.cccceceveiniinenns 1901
Review of adverse decision.........ccccocvevveviveieerveinnn, 1906
Service on patentee or applicant............cc.ccoeene. 1901.03
TC Director’s attention required ...........cccevvvvvinenens 1003
Timeliness of Protest .......cc.cevveieienene s 1901.04
Trade secret information .............ccoceeienees 724,1901.02
Treatment by examiner...........ccocoocvvveincncnnenn, 1901.06
Under Rule 1.291 ..o 1901
Who can file ..o 1901.01
Protestor participation..........cccocevvveiesiesieeicieseses 1901.07
Provisional application ...........ccccooevviiiicncnniee, 201.04(b)
Abandonment.................... 201.04(b), 201.11, 711.03(c)
AACCESS ..ottt 103, 104
ASSIGNMENT OF .o 302.03
Assignment of application claiming benefits of ....306.01
ComPIEeteness ......ccovereiirieee e 506, 601.01(b)
Conversion t0 .......cccevrererererinennnn. 201.04(b), 601.01(c)
Correction of inventorship ..o, 201.03
Cover sheet for ..., 201.04(b)
Data, on file wrapper/history of ............. 202.02, 1302.09
Data, in specification of ............cccccoveiiiiiiicnns 1302.04
DraWing....ccooeveeerieinenieese e 608.02
Effective filing date.........cccccovverennen. 601.01(b), 706.02
EFS-Web filing of ..o 502.05
English language translation for benefit of date....201.11
Filing reCeIPt ...ccvviviieiieieee e 503
Guidelines for drafting ..........ccccoeiiiniiiiicieee, 601
Information disclosure statement ............ccccooevrienen 609
JOINt INVENEOrS IN.cviiiicec e 605.07
Last day of pendency.........ccccocvvvrveveieevicieinens 201.04(b)
Ordering of abandoned............cccoeeeienincnencninnn 905.03
PrIOMItY .o 201.04(b), 201.11
Error in, as reissue grounds..........c.cceeeeevereeeennnnn. 1402
Request to convert to nonprovisional............. 1002.02(b)
................................................................... 1002.02(q)
REVIVAL ... 711.03(c)
Statutory Invention Registration ............c.ccoceevvennne. 1101
Small entity Status .........ccoevviriiiiiicc 509.03
SPECITICALION. ..ot 601.01
PTO employee restrictions, assignment...........ccccccevvenee. 309

PTO employee restrictions, unavailable to sign oath or

declaration as iNVENLOr..........ccocevvveiieierene e 409
Public access to ex parte reexamination file.................. 2232
Public access to inter partes reexamination file ............ 2632
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Sec. No.
Public domain (See also Public use; On sale; and
Disclaimer) .....cccevvviviveieeicieccce e, 2121.03, 2133.03
.......................................................... 2133.03(a), 2145
Dedication to public..........ccoceiiiiiiiiiiincne 715, 1490
Public inspection, Application file............cc.......... 103, 1128
Ex parte reexamination ..........ccccceeerevvnnnnnnnns 103, 2232
Inter partes reexamination..................... 103, 2609, 2632
Redacted application publication..................... 103, 1132
REISSUE......cicvieciei et 103, 1430, 1470
Public inspection of assignments ............c.ccoceevverenene 301.01
Public key infrastructure (PKI) certificate
................................................................... 502.05, 707.05(a)
Public Law (See Statutes)
PUBHIC POLICY ..o 706.03(a)
Public right to inspect fileS.........c.coovviiiinnnnn. 103, 1128
In ex parte reexamination ...........ccccceevvevrveennne. 103, 2232
In inter partes reexamination................. 103, 2609, 2632
Public sale (See also On sale; Public use)................ 2133.03
Public search facility (See Patent search facility)
PUDIIC SEArCHErS. ....cvv e 101
Public use (See also On sale) .......ccccevevererniennnnns 706.02(c)
..................................................... 2133.03, 2133.03(a)
Affidavit or declaration..........cc.cocooeneivieneiciennnn, 715.10
ANLICIPALION ... 2133.03(a)
Commercial exploitation.............c.ccovenee. 2133.03(e)(1)
Commercial USE ........coverviveiiiniicneciens 2133.03(a)
Completion of the invention ............cccccceeevernenne. 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition of .......ccccooiiiiiii e, 2133.03(a)
EVIAENCE ....ocviiiiicce 706.02(c)
Experimental use (See also Experimental use)
............................................. 2133.03, 2133.03(e)
In this country .......c.cccoevevieveiiennn, 706.02(c), 2133.03(d)
Intent to experiment........... 2133.03(e)(2), 2133.03(e)(3)
INVENTION ... 2133.03(c)
Policy considerations...........ccoceevvereieneneieneenns 2133.03
Public knowledge or on display.........cc.cccue.... 2133.03(a)
LT (10 2133.03(a)
SINGIE USE ...t 2133.03(a)
Control over invention..........ccccceevvencrienneee 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy ............ccc...... 2133.03(a)
Use by inventor or associates...........c.ccoceeeneee 2133.03(a)
Use by independent third parties...........c......... 2133.03(a)
Public use proceedings.........ccoeovrereienenieiene e 720
AFFIdaVIES ..o 720.01
Rev. 8, July 2010
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Sec. No
Final deciSion ... 720.05
Oral argument...........coevreiiinecieeseee s 720.04
PetitionS.......coevviiriireeee e 1134, 1002.02(b)
Preliminary handling..........ccocooveriineiiiciiinens 720.01
Preliminary hearing .......cc.ccocvvevevvevenere e 720.03
Prima facie showing.........ccccoevvvveieveievcne e, 720.02
Rejections after.........cocoovviveiiiniiieicceie e 706.03(v)
RejJections oN.......cccccevverencenciceen 706.03(v), 720.05
TESHIMONY...cviiiiieeeeecec e 720.04
Publication, Defensive.........c........... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration ............ 1111
Publication date ..........cccceveiiiiiencnnn 706.02(a), 707.05(f)
Publication fee.................. 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts..........c.ccccocervinnne. 711.06, 711.06(a)
Publication
Board decCiSioNnS ........ccvvvveirenieinenecse e 1213.03
CitiNg..veveeeeeeee e 706.02, 707.05(e), 901.06
Date OF ..o 706.02(a)
Declassified........ccovivevneniiieneee 707.05(f)
NOLICES .o Introduction, 707.06, 1703
Official Gazette (O.G.) ..ccccovvviveieice e, 1703
Orders....coveeveviiereieserieiennns Introduction, 707.06, 1703
Own, as reference.........ccccooveveecenenins 715.01(c), 2132.01
Pre-Grant (See Pre-Grant Publication (PG-Pub))
Prior art effect of international ........... 706.02(a), 1857.01
........................................................................ 2136.03
RUIES ChANGES.....cveeireiiie e 1703
Under 35 U.S.C. 122(b) as references
.................................... 1857.01, 1896, 2136, 2136.03
VOIUNEAIY oot 1133

Publishing Division (See Office of Patent Publications
(Office of Data Management))

Pulling abandonments............cccccvevienciineneennen. 711.04(a)
Q

Quality AsSSUranCe..........cceevevervenenne. 1302.04, 1308.03, 1720

IN reexamination..........ccocevvereeneneienerenennns 2289, 2689

Quality Assurance Specialist (QAS).......... 1415.01,1442.02,

1442.03, 1443, 1448, 1449.01, 1451, 1455, 1456, 1490,
2212.01, 2233, 2236, 2246, 2262, 2270, 2271, 2281, 2285,
2287, 2289, 2294, 2295, 2633, 2635, 2636, 2646, 2660,
2664, 2670, 2671, 2671.01, 2671.02, 2673.02, 2676, 2677,
2686.03, 2687, 2687.01, 2689

Quality control program ..........ccocevevvereieneneieneneas 1308.03



INDEX

Quayle practice--Reexamination, Ex parte

Sec. No.
Quayle practice........ccccvevvevverereniereseseenns 710.02(b), 714.14
ACHION reCOrding ....cvovvevveviiieieceeese e 1705
After final rejection..........cccooviiiiicicieiee, 706.07(f)
Allowance action .................... 707.05(a), 714.14, 714.15
Claims later added ...........ccoovreininnnicnee, 714.20
Copies of references........ccccoevvvvevviveiveieescieinens 707.05(a)
Design application ...........ccccevvvvieiieieicie e 1504
Examiner’s amendment used instead of............ 608.01(b)
Formal matters corrected ..................... 706.07(f), 812.01
Information disclosure statement......... 609.01, 609.04(b)
Primary examiner signature required..............c.e..... 1005
Reexamination, ex parte ........c..c.co...... 2250.01, 2266.01
REISSUR ...ttt 1444
Shortened statutory period................. 710.02(b), 2250.01
Query Printer Waiting .........cccooevvveiennienenceneeen, 1306.03
R
Ranges
Anticipation of ......c.coeeeveii 2131.03
ObVIOUSNESS OF ..o 2144.05
Ratification of papers filed
Death of attorney .........coceveieienieiecee e 406
Death of INVeNtOr .........ccccovoviiiiiiieee e 409.01
Signature improper or lacking .........c.ccccceevenee. 714.01(a)
Real party ininterest .......cccccoevevvevevereieninnn, 1205, 1207.02
In inter partes reexamination............... 2612, 2614, 2677
Reasons for allowance...........c.ccccoevvincinencinens 1302.14
Amendments after final rejection...........ccc.cooene. 714.13
APPEal rECOId.....eiieiiiicie e 1213.02
Applicant’s comments ON ........ccccveevvvevierieriennenn, 1302.14
Claim NarroOWING .......ccoveveereieieneese e 1302.14
Comments on, ex parte reexamination ................... 2287
Comments on, inter partes reexamination.......... 2687.01
Estoppel effect ........cooeveveiiniiiece 1302.14
Failure of applicant to commenton .................... 1302.14
Patent Cooperation Treaty application. 1845.01, 1878.01
Presumption of acquiescence by applicant ......... 1302.14
Public use proceedings..........coceovrerieenerineneennen. 720.05
Reexamination
EX PAre .o 2262, 2287
INEEr PAITES ...vveveeeee e 2687
Rebuttal brief in inter partes reexamination appeal
................................................................... 2678, 2679
RefuSEd ENEIY ...c.oovecireeee e 2679
Recapture

1-81

Sec. No.

Claimed subject matter................... 706.02(1)(1), 1412.02

Matter in reISSUE .......cveveeeeeierere e 1412.02

Of patent rights

Disclaimed by filing a disclaimer .............c.c.c..... 1490
Waived when SIR published ..o 1111
Receipt of mail and papers ........cccccocevereienenn. Chapter 500

Arrangement of papers in file wrapper............. 719.01(a)

Depositing correSpONdence .........cccevvevvevererereesnneenns 502

Entry of amendments ........c.ccoevevveieevcie e, 714.18

Filing reCeIpt ...ccvocveie e 503

Office date Stamp ........cooeeeeiiiiie e 505

Period for reply ... 710.01(a)
Receiving Office PCT procedure..........ccccocevvvvivsennnnnn. 1801

International BUreau............ccocooveireininnencnieennens 1805
Reciprocal privileges, foreign priority...........c.cc.cc...... 201.13
Reciprocal security agreements .........cccoocevererenereneennns 120
Reclassification

ClaSSES....vivieeieiierieiesie e 903.02(a)

PAENLS ..o 903.05

SUDCIASSES ..o 903.02(c)
Recombinant DNA (See also DNA,; Biotechnology)

Special StatUS........coeeriiiirecrece 708.02
Reconsideration in ex parte reexamination ................... 2269
Reconsideration of abandonment .............. 711.03, 711.03(c)

Based on insufficient reply.........cccoovviviiveiennns 711.03(a)

Based on failure to reply within period............ 711.03(b)
Record of interview .........coccoevvevceeiieccieeenen, 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination

EX P ...vvcvieciecee et 2235
INEEE PAITES ..o 2635
Recording assignment...........c.ccoceevveveneieienn. 301, 302, 317
Recording change of business name..........ccoccevveverereenn 314
Recording government interests ...........c.ccoevvvenee. 302, 302.07
Recording of joint research agreement............... 302, 302.07
Recording license agreement.........coceveeerenenenceieeneennn 313
Recording of other documents............cccccooevenene 313 to 317
Recording security interest ..........cccoevvvvenenenncneenns 313
Redacted publication of an application............. 502.05, 1132
Reduction to practice........ccecevvvervinnnnns 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EX parte ...........ccoceeevencnennne Chapter 2200
Accesstofile......ooevivecreennnn. 103, 724.04(c), 2209, 2232
Action following Board decision ...........c.ccocvvevrvannns 2278
Address of patent OWNEr...........ccocveveveieiiesene i, 2222
AAMISSIONS ...t 2217, 2258
AFFIdavits ..., 2216, 2217, 2258, 2265
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Reexamination, Ex parte-- Reexamination, Ex parte

Sec. No.
After final practice.........ccoovvvvviviiveieecie e 2272
Amendment.........c.coeeeveneienenen 714, 2234, 2250, 2295
ADSEFACT ... 2287
After final rejection ..., 2272
EXAMINE™S. .ot 2287
Filed with request .........ccccooeivinviniec 2221
0] ] 0] o -] SO S 2250
In a merged reissue/ex parte reexamination ......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply.................. 2287
Reissue patent iSSUE ........cccvvveviireiniieisenes 2250
ANCHIArY ISSUES.....veveveireciecie e 2217, 2258
APPERALL...ceie e 2273
Appeal Brief ... 2274
Appeals to courts ........covirereennen. 1216, 1216.01, 2279
Application file location ..o, 2635
ASSIGNMENT . 301
To an examiner .........ccoceeveennen. 2236, 2248, 2255, 2285
ATOrNEY OF AGENT....oiieieieit e 2213
Name on certificate...........cvvvvvvvieiieiencne e 2287
Basic characteristics........coovvvvienenenecceec e 2209
Certificate Of ....cccoovveveiii 2288, 2294
Reissue patent as........c.ccecvvevevervevieriesiennenns 2290, 2294
Certificate attached to patent COpY.......ccccevvereerenne 2292
Certificate distribution ............ccocooviiiinicieienc 2292
Certificate format..........ccooveverenirinvin s 2290
Certificate of mailing or transmission...................... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate Of SEIVICE......ccvveriiiiiieceeeee e 2220
Certified COPY ...ovvveeeiriicere e 2232
Citation of priorart.........c.ccccevevvivriveeiese s 2202
After first office action .........ccccocevvviviiiiciiiens 2271
Claim for Official Gazette..........ccocecvvvereivneiccniens 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDBEFING .ocvvevveece e 2250
Claims considered...........ccooovevvveririeneresnnnnns 2243, 2258
Claims invalid/unenforceable ...........cccooeiiiininene 2286
Claims presented for interference ............. 2283, 2304.02
Clerical handling...........cccvvereiinineiiieerecee 2270
Collateral estoppel .........cccoerviiniiiinicnesee 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation” ...........ccoovvviiiienencne e, 2287
COoNCIUSION ..o 2287
Concurrent proceedings ........c.ccoeererirenens 2282 to 2686
Conduct of proceedings ........ccovvveveerereieneneeneeas 2254
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............................................................................. 2277
DECISION ON FEAUESE ....ecvveveeeeieieieie e se e sre e e 2240
Decision ordering reexamination .............cc.cceeveeennn. 2246
DECISION PrOCESSING....ccuveueeeeieierieniesiesiesie e sieseeaeas 2245
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Drawing COrreCtion..........cevvevereerverereenereesenseens 2250.01
Duty of diSCIOSUTE ......ccevvevvevieciriieciecieee, 2003.01, 2280
EIECtrONIC COPY..coveeeieiieniiieciieeee e 2209, 2232
Entry of amendments ..o 2234, 2270
Entry of court decisions in patent file ..................... 2207
EXaMINer ..ocooviiiiiieseeees 2236, 2248, 2255
DEPOSItION.....cvcieiiieiece e 1701.01
Examiner’s amendment..........ccocevereneienencnesenen 2287
EXAmMINer’s aNSWEN ........ccocvivreiieieneenese e e 2275
Expiration of patent..........ccccocvvneiininiennn. 2211, 2250
Explanation of prior art........c.ccocoeverviencnnienencnnen, 2217
EXtension of tiMe .....c.covvvrvieneiceseseee e 2265
Failure to timely reply to Office action..................... 2266
FEES oot 2215, 2233, 2283, 2285
Final action.......cccccovveeeiiiiecceee, 706.07(a), 2265, 2271
FIOWChAIt ....ocvveieeicecece e 2201
FOreign Priofity .....ccceeevevesnsese e 2258
FOMMS e 2296
Granted.......cooeveivieveeie e 2246, 2247.01
Grounds Of rejection.........coeovvereeineneinesnees 2217
Identity of reqUESEEr .......ccccvevieree e 2212
INAPPropriate PAPErS......coevererereresrrseeeeeeseeieseens 2267
Return of Papers.......ccccveieeiicieicnc e 2267
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MEIGEI .o 2283, 2686.01
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Of a reexamination...........cccovervnereieneneiese e 2295
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Official Gazette
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Notice Of reqUESE.......cccevvereveiiceceeeeee e 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242, 2258.01
Oral NEANNG ...cevveieierieee e 2276
Orders for copies Of .......ccocevviierniiieieieieee 2232
Patent copy in reqUESt........cccvvvivvieieeiesee e 2219
Double column format............ccccoevenenenn 2214, 2219
Patent owner’s address.........cocoeverieneninieenienie e 2222
Patent owner’s statement ..........cccoceevvieeeiie e s 2249
Patent owner’s statement of interview..................... 2281
Patentability review conference...... 2271, 2271.01, 2287
Petition .....cce v 1002.02(b)
Correct inventorship ........ccccoceveeveneninienccenes 2250.02
Denial of request...........c.c...... 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
ProCeedings) ....cvcververereresese e 2268
Merge proceedings .......ccccvevvereerveriereniennenns 2283, 2285
Reconsideration ..........ccocooeveiineniciniee e 2268
Stay proceedings pending interference.................. 2284
Stay proceedings pending reissue............ccocevenene 2285
Unavoidable delay .........ccccoeoiviniininiiiicnn 2268
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o 0] [=o1 Ao o 2238
PUDHC ACCESS ..o 103, 2232
Quality Assurance Specialist (QAS) ......cccceevvrvrnnene. 2289
QUALILY FEVIBW ...t 2289
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................................................................... 2262, 2287
Reconsideration of Office action...........c.ccccccevenennen. 2269
Record SYSLeM .......ccovviiieiirere e 2235
Refund if request denied ............cccccoeverenene 2247, 2248
Reissue copending.........c.ccoevrevencriennienn 1449.01, 2285
REJECLIONS....covieevecece e 2242, 2258
Using “old art” ........cccoevevvvveiereere e 2258.01
REMINAErS ..o 2287
Reply by third party requester.............ccc...... 2251, 2253
Period for reply cannot be extended...................... 2265
REPOIS ... 2235
Representative of reqUeSEer.........cococvveviirviieienens 2213
REQUEST.....eeieeece e 2210
After reissue patent iSSUES................. 2240, 2258, 2285
After first reexamination certificate issues............ 2294
CONTENT....oiee e 2214
Correction ProCesSiNg .......ccoeevereirereeseneeennen. 2231
DECISION ..ot 2240, 2244
DeCiSION CrIteria...cccvvveiiirieiiirieeseie e 2242
DENIEA ...vcveieecieieeceee e 2247, 2247.01
After reissue patent iSSUES.........ccovcvrvrvrereeennenn. 2240
During interference ........ccovvveeveneeneneeeee 2284
Facsimile submission not permitted................... 502.01
Filing address........ccoveveieieicie e 2224
Granted........ccoovverveineiinnese s 2246, 2247.01
GUIAEIINES . 2242
“Old art” (previously considered art) involved
....................................................... 2242, 2258.01
Response to Office action .........ccccceveveveneneiecnene, 2266
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Sample letter requesting reexamination................... 2214 2666.10, 2667, 2660, 2666.05
SCOPE ottt sttt 2258 2671.03, 2673.02, 2682
SEAICH ... 2244, 2258.01 CONEENE ...t 2671.02
Second or subsequent request ..........ccceeevreene 2240, 2283 PremMAatUre ......ccooiviiiiieeieeeee e 2672
Prior art considered..........ccccovrveiireinieinnnns 2240, 2242 RESPONSE 10 ... 2672
Service by patent owner on requestor of patent owner AAMISSIONS ...t 2617
StALEMENT ... 2249 Affidavits .............. 2616, 2617, 2658, 2666, 2675, 2677
Service of papers............... 2220, 2266, 2266.02, 2266.03 Amendment by patent owner
Special status for action ..........ccccceevevevevcrie s, 2261 After a new ground of rejection is issued by the Board
Statement applying prior art..........cccccevevevieviennrnenn 2217 s 2682
Statement DY OWNEX .........cooveriiiiiiie e 2249 After Action Closing Prosecution (ACP).............. 2671
Statement of Reasons for Patentability and/or 2672, 2673
Confirmation ..........ccocvvvviennnieeee e 2287 After expiration of the patent.............cccccevenee 2666.01
Statutory Dasis........ccovviiiiiiii 2201 After Notice of Intent to Issue Inter Partes
SEAY et 2283 Reexamination Certificate (NIRC).......... 2687.01
Submission defective or informal ....................... 2266.02 After Right of Appeal Notice (RAN)..........cce..e. 2673
After final ..o 2272 s 2673.02, 2675
Submission not fully responsive...........c.cccceeuenee. 2266.01 ClaiMS ..o 2666.01
After final ..o 2272 Defective.....ccoooevvcciienicenn, 2666.50, 2666.60, 2667
Substantial new question of patentability ...... 2201, 2216 Dependent claim .........ccocoovvvvvinienniinenscinns 2660.03
................................................ 2240, 2242, 2244, 2246 DrawingS......cccoevverieivnerisinseniessesseesessenennenn. 2666.02
Using “old art”........cccooveivieniecnneniaeens 2242, 2258.01 BNty o 2670
“Sufficient cause” for extension of time................... 2265 In a merged reexamination proceedings
SUSPENSION ...ttt 2283 2670, 2686.01, 2686.03
Terminated.......cocooevveneiree s 2294 Of areissued patent.........cocoveverereenenseneenns 2686.03
Terminated fileS ... 2294 THHIE e 2660.02
TICKIEr FEPOITS. ...t 2235 To provoke an interference ..........ccoceevevneeen. 2686.02
Time for request deciSion..........c.ccovvreineneinennenn, 2241 UNSIGNE ... 2666.50
Time for reqUeSting........coocvvevreeiieieere e 2211 Appeal (i.e., Appellant) Brief.........ccccooeviviiiieinns 2675
Time for response t0 actionsS.........cccecvvvvevvvesennenn, 2263 DefectiVe ... 2675, 2675.02
TIME rEPOItING .vcvevvevieieieiieecse s 2238 Appeal Conference........coceeveieneneiesenennns 2676, 2677
Title rePOrt...ccvvceeece e 320, 2287 Appeal to the Board of Patent Appeals and Interferences
TEANSTEI .. 2237 e 2674 to 2680
Translation required..........ccooevererenene v 2218 Flowchart .........cocoovieieiccce e 2601.01
Untimely filed paper prior to order...........ccccevevnnne. 2225 Appeal to the Court of Appeals for the Federal Circuit
Untimely filed papers.........ccoovivivviviiecievciesesenn, 2267 s 2682, 2683
UNtimely reSPONSES........ccveveveieeiierieiesieeeie e 2252 Appeal to the U.S. District Court for the District of
Use of transmittal form (PTOL-465) ..........ccceeneee. 2264 Columbia not available...........c.ccooiiiiniiiinens 2683
T LT SR 2294 Appellant defined........ccccovvve v 2674
Vacated, claims invalid/unenforceable .................... 2286 Assignment to examiner...........cc.ccov.n.. 2636, 2648, 2655
Who may file request for ........cccccevvvevvciicennin, 2212 Certificate of inter partes reexamination ................. 2688
Withdrawal of attorney during.................... 402.06, 2223 2690, 2694
Withdrawal of power of attorney............ccccceeevnnne 2223 DIStribULION ..o 2692
Reexamination, Inter partes (See also Reexamination, Ex FOrMat ... 2690
Parte).....ccoveieieiere e Chapter 2600 Reissue patent as.........cooveereeieiencncienins 2688, 2694
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.................................................... 2665, 2666, 2666.05
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......................................................... 2214, 2219, 2619
Certification as to statutory estoppel.............. 2612, 2614
Clerical handling..........cccooeiiiiniiiiiiiiieee e 2670
Collateral estoppel .........cccoereiniiniiiiccneincee 2659
Comments on Statement of Reasons for Patentability
and/or Confirmation..........cc.ccocvveveiveienciennne 2687.01

Comments by third party (See Reexamination, Inter
partes: Response by third party)

Concurrent proceedings.........cceeeveerereennen 2282, 2686
Constructive notice of .........ccccveeevvrcicienn 2630, 2654
Copending proceedings.........c.coovvvreneerienene 2282, 2686
Copies of the prior art with request............ccccceveneee. 2618
Copy of printed patent with request...........c..ccceenee 2619
Double column format..........cccooeiiienininicnc 2614
Copying of the file by the public ........ccccccoererrnen. 2632
Correction of inventorship..........c.cccevevenee. 2658, 2666.03
COrreSPONAENCE ....ecvveveereeee et 2624
Court of Appeals for the Federal Circuit ....... 2682, 2683
Court ordered ........cocoeereeirienee e 2686.04
Cross appeal to the Board of Patent Appeals........... 2674
Cross appeal to the Federal Circuit..........c.ccoceevnnenee 2683
Decision by the Board of Patent Appeals and
INtErferenCes.....ccovvveieveicereece e 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deciSion ........ccoevveveveivecierereneieens 2686.04
CONENT ... 2646
Criteria for deciding.........c.ccooevvviiniiniiiciciciee 2642
Deadline for mailing.........ccocoovveiiiinicieiene 2641
Denial .....ccoovevvieiiiieeeseee e, 2640, 2647, 2647.01
........................................................... 2648, 2694
GraNt ..o 2640
“Old art” (previously considered art) used ........... 2642
Processing.......cccuevveerieresiesieennen, 2647, 2647.01, 2648
Prior art available............ccooiiiiii 2644
Reissue about t0 iSSUE.........ccvveveirereiirienens 2686.03
Dependent claim treatment............ccocevvevverenne 2660.03
Design applications...........cccvveivevicveienene s 2611
Determining if a reexamination was filed for a patent
........................................................................ 2632.01
DOMESLIC PrIOMILY ..c.vveeeeieiiecee e 2658
DIaWingS....c.voveriereiirieesiirieesie et 2666.02
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Examiner consultation with a Reexamination Legal
Advisor (RLA)

After response by parties......c.ccoovevvevrvnnninneeeene 2671
Before appeal ........ccoovvvvvviveicece e 2676
Before the decision on the Request...........cccccueunee 2633
In merged reexamination proceedings ............. 2686.01
Regarding multiple reexamination requests.....2686.01
Review of Rebuttal Briefs...........ccoccovivirinnn. 2679
Examiner’s Amendment

Canceling rejected claims ...........ccccvevvennene 2671, 2687
Correcting formal matters....................... 2687, 2687.01
In merged reissue/reexamination .................... 2686.03
Not permitted if approval required................... 2687.01
Tothe Title...oooooevviriiiee, 2660.02, 2686.03, 2687
EXaminer’s ANSWEN ........cccoovreeieieiene e 2677
Expedited Right of Appeal Notice ............ 2671, 2673.02
“Express Mail” procedure ..........cccccovrenieennen. 2624, 2665
.............................................................. 2666, 2666.05
EXtensions of tiMe........ccccovevrencienense e, 2665
After Action Closing Prosecution..............cccue.e.e. 2672
To amend the claims after a Board decision containing
a new ground of rejection ..........ccccceeeeneenne. 2682

To appeal to the Court of Appeals for the Federal
CIFCUIL. e 2682
To complete a reply held non-responsive ........ 2660.30
To petition denial of the Request................. 2648, 2665
Facsimile transmission, correspondence by ............. 2624
FES L 2634
For a copy of the file on CD........cccccovvvviininnnnn 2632
Refund......ccooovvineieneceeseee, 2615, 2647, 2648
Final Board decision............cccccevevinciencninnn 2681, 2682
Filing date ..o 2627
FIOWCNAIS ......vcvceciece e 2601.01
FOreign Priority ......cooceevereienersenese e 2658
FOrmMS HSted......ccoviiieice e 2696
Fraud ..o 2684
IMProper COMMENTS.........ccoovverieireeiiereere e 2667
INAPPropriate PAPErS.......ccoirvrererererieere e 2667
Incorporation by reference in Examiner’s Answer...2677
Interference copending........ccccceeereriennenn, 2686, 2686.02
Intervening rightS ..o 2693
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Interviews in a merged reexamination/reissue.... 2686.03
Interviews not permitted ................. 2666.30, 2685, 2687
Litigation concurrent.............. 2640, 2681, 2686, 2686.04
Litigation SEarch ..........ccocoeviiiiiciencne e 2686.04
Litigation stayed ..........cccovevvrereiniieireeciens 2686.04

Merger of multiple requests for reexamination... 2686.01
Merger of reissue and inter partes reexamination

........................................................................ 2686.03
Multiple requests for reexamination filed
........................................... 2640, 2686, 2686.01, 2695
New grounds for rejection .........c.ccocveevevrenencnn 2671.01
By the Board of Appeals ..........cccccevevinnenn. 2681, 2682
NEW MALLer.......cevririeirreee e 2671.01, 2671.02

NIRC (See Form letters and forms: Notice of Intent to
Issue Inter Partes Reexamination Certificate (NIRC)

PTOL 2068)
Non-final Board decisSion...........ccccvvervvierenncniennnns 2681
Non-responsive reply by patent owner/third party
......................................................... 2666.30, 2666.50
Notice of appeal.......cccccovvevereninnnn. 2662, 2674, 2674.01
PreMAtUIe.....cveieiiiiceiec e 2667
Notice of cross appeal...........c..c.... 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in the
Official Gazette ........ccocevevviineiiceen, 2627, 2629
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette................. 2688, 2691
Office action ......ccccevvvveveiierere e 2660, 2671
Not closing prosecution...........cccceevvevvrvrnanas 2671.01
Reopening prosecution after ACP ......... 2673, 2673.01
Reopening prosecution after Examiner’s Answer
..................................................................... 2679
Reopening prosecution after RAN.............. 2676, 2677
Oral hearing .......ccccoeevevevesvennnn, 2662, 2675, 2677, 2680
Open to public .....ccccvvveieec e, 2680
Order granting inter partes reexamination..... 2646, 2660
Returned as undelivered .........c..ccooevevererennnnnnn, 2654
OVEISIGNL. e 2689
Patent copy with request...........ccccvvvviveeievcnciesiene, 2619
Double column format..........cccooveiiiiciiiencnn 2614
Panel REVIEW .........ccceiiiiiciice e 2671.03
Petition.....cccviiriciciee s 1002.02(b)
Board decCiSion ........c.cccevvererenivnnse e 2681
Consideration of submissions after NIRC ....... 2687.01
Correct inventorship ........c.cccceveevenennnne 2658, 2666.03
Denial of request for inter partes reexamination
........................................ 1002.02(c), 2647, 2648
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Enter an amendment after RAN... 2672, 2673.02, 2675
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................................................................. 2686.03
Merge inter partes reexamination and reissue
................................... 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution.................. 2672
Reopen prosecution after Board decision.............. 2682
Suspend second or subsequent requests................ 2640
Stay reexamination.................. 2667, 2686.02, 2686.03
Unavoidable delay ..o, 2668
Unintentional delay ..o, 2668
Vacate order granting inter partes reexamination
...................................................................... 2646
Waive time provisions ..............c....... 2648, 2668, 2672
Premature response/comments...............c....... 2625, 2667
Prior art citation................ 2602, 2646, 2654, 2656, 2657
After the order to reexamine ..........c.cco...... 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues............. 2687.01
Before the first Office action............ccccovevviinnnn. 2625
Before the order to reexamine..................... 2602, 2654
By another requestor ...........ccoeovereinenccnieseens 2656
By the patent OWNEr .........ccocevvvvreiiiniiic e 2656
(0] (o[- I =T U 2667
With the REQUEST........coieiiiiiie e 2656
With third party’s comments.................. 2666.05, 2667
Prior art copies with request............ccocoeverreneienen. 2618
PrOCESSING ...cvviveieiirieiee e 2670
After a decision by the Board..............ccocevvrvnnnne. 2682
Amendment........coeeveiineinnenns 2666.01, 2670, 2687
ClEriCal ..o 2670
EXaminer’s ANSWEN ........ccceiieieienieienienie e 2677
INApPPropriate PAPErS........coovevereeereese e 2667
Merger of multiple reexamination requests .....2686.01
Merger of reissue and inter partes reexamination
................................................................. 2686.03
Terminated inter partes reexamination................. 2694
Proof of service (See Reexamination, Inter partes:
Service of papers)
PUDIIC aCCESS ..ovvvvieiiieiee e 103, 2609, 2632
PUBLICAtION. ..o 2687
Publication of Board decision .............cccccocvvevrvnnenne. 2681

RAN (See Reexamination, Inter partes: Right of Appeal
Notice (RAN))
Real party in interest identification ...... 2612, 2614, 2677
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Remand by the Board of Appeals................... 2681, 2682
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Request for extension of time ...........ccccccevvverennnne. 2665
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Request for inter partes reexamination
Claims consSidered...........cvvvvvvvnvnineierereenene s 2643
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CONEENT .. 2614
DENIEA ..o 2640, 2647
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Filing address.........cccoveveieveciiececesee e 2624
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INCOMPIELE ... 2627
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Second or subsequent filed..................... 2640, 2686.01
Statement applying the prior art ...........cccccoevveee 2617
Time for filing ....ocooveiiiiicc e 2611
Request for Rehearing by the Board.............. 2682, 2683
RES JUAICALA ..o 2659
Respondent Brief ..........ccocvvvviviivsivniecieiencneinens 2675.01
DefeCtiVe.....coovvivieiceiecesee 2675.01, 2675.02
Respondent defined............ccoovvviiniiniiienec e, 2674
Response by patent OWNEr .........c.ccoevverireneicnienes 2666
After Action Closing Prosecution............... 2671, 2672
Defective.......ccovvviinciniicenns 2666.30, 2666.40, 2667
IMProper COMMENTS......ccovvvveiiiieniie e 2667
Late (See also Reexamination, Inter partes: Time
periods for response)........ccccoeeverereene 2667, 2668
NO proof of SErvice ..o 2667
No response filed.......c.cccoevvvererennnnn, .2666.10, 2671
................................................. 2671.01, 2671.02
Not fully responsive..........cccccoceverenene. 2666.30, 2671
Person not of record..........ccocoevvvnineeccenenn, 2666.50
Premature........cocooeeeei e 2625, 2667
To Notice of Defective Paper ........... 2666.40, 2666.60
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Sec. No.
To Office action ........ccceevvviiieninienene 2666, 2666.30
TOOONG ...t 2667
UNSIgned .......cceeevvvvieie e 2666.50, 2667
Response by third party
After Action Closing Prosecution............... 2671, 2672
After patent owner corrects defect................... 2666.40
Comments regarding response by patent owner
................................... 2666.05, 2666.20, 2666.30
DefeCtiVe .....cooevviciiisc e 2666.50, 2667
Improper comments .............c....... 2666.05, 2667, 2671
Late (See also Reexamination, Inter partes: Time
periods for response) ........c.cceeeeereenns 2667, 2668
NO proof of SErVice ..o 2667
No response filed ........ccccoevvivirerieriennn 2666.20, 2671
Other than third party requester .........cc.ccccvevvernenne. 2667
Period for response............ccccvevieenins 2666.05, 2666.20
Person not of record ..........cccceveieieiencie e, 2666.50
Premature comments.........ccccoevveeeecneeccnnen.. 2625, 2667
Premature appeal.........ccocoovenninininece 2667
Prior art submission with ............ccccoeve. 2666.05, 2667
TOO ONG ... 2667
UNSIgned ......ccceovieniieiiee 2666.50, 2667
REVIBW ...ttt 2689
Right of Appeal Notice (RAN) ............ 2666.05, 2666.10
............................................ 2667, 2671 to 2674, 2677
CONENL....eiie e 2673.02
SCANNING ..ot 2632
Scope of examination................. 2658, 2671.01, 2671.02
Service Of PAPErS .....ccoviiireine e 2666.06
Certificate Of .....ccvvvviiice, 2620, 2666.06
Proof of service.........ccoeveennen. 2666.06, 2666.50, 2667
To patent OWNEr .......ccceevvveereennn. 2620, 2654, 2666.05
To third party requestor................ 2654, 2666, 2666.05
SpPeCial StAtUS ......ccveveirieieere e 2661
Statement applying the prior art...........cccccovvvvrennne 2617
Statutory estoppel.......cccoceeveveviviiiiieennns 2601, 2612, 2614
Stayed pending litigation outcome....................... 2686.04
Stayed pending reissue oUtCOMe .............cccvevene. 2686.03
Submissions prior to the first Office action.............. 2625
Substantial new question of patentability
..................................... 2614, 2616, 2617, 2640, 2246
.............. 2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time ................. 2665
Suspension of requests for inter partes reexamination
.............................................................. 2640, 2686.01
Terminated ........oovverieirie s 2694
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Reexamination Legal Advisor (RLA)-- Reference

Sec. No. Sec. No.
Third party requestor (See Reexamination, Inter partes: Antedating (See Affidavit, swearing back of reference
Response by third party) (37 CFR 1.131))
Time for requesting inter partes reexamination....... 2611 Applications, domestic and foreign.........c.ccccoceveneee. 2127
Time periods after appeal for filing: Applying reference under 35 U.S.C. 102(e). 706.02(f)(1)
Amendment after Board decision containing a new Arrangement in Examiner’s Search files............... 901.07
ground for rejection.........c.cooveevereeercienennns 2682 As evidence of INNErency ........c.ccovveverrciennnnns 2131.01
Notice of Appeal in the Federal Circuit................ 2682 As evidence in multiple reference,
Notice of Cross Appeal in the Federal Circuit...... 2683 35 U.S.C. 102 rejection .........ccceeevevinveneennen. 2131.01
Request for Rehearing .........ccoccoovvieeivereienenenn 2682 Assigned application aS..........ccoeveirennieneninennen, 804.03
Time periods during appeal for filing: AVAIADITIEY ... 2128
Appeal (i.e., Appellant) Brief.........cccoovviniinnnns 2675 Between applicant’s priority date and
Corrected/Supplemental Appellant Brief U.S. filing date.......cccoceverernnnnnnnn 201.15, 706.02(h)
...................................................... 2675, 2675.02 Borrowing from Technology Center .....................901.08
Corrected/Supplemental Respondent Brief Citation............... 707.05 to 707.05(g), 901.04, 901.05(a)
................................................. 2675.01, 2675.02 After allowance..............c.ceveeveeee.nn... 1302.12, 1308.01
Corrected/Supplemental Rebuttal Brief................ 2679 After appeal..........ccoceevvenns 1207.02, 1207.03, 1207.04
Notice of Appeal........cccccvvivvivrivniviicerce e 2674 By applicant................... 707.05(b), 707.05(c), 1302.12
Notice of Cross Appeal..........ccccovveennne. 2674, 2674.01 COITECHION ..o 707.05(g)
Rebuttal Brief ... 2678 Period for reply ... 710.06
Request for Oral Hearing.........ccoceoveveirenicnnenn 2680 Claims foreign date .........ccccoevvrierneiienicenns 715.01
Respondent Brief..........ccocooiviiiiiiiinn, 2675.01 Combination of references ..........ccccocvvervrerienne 706.02(j)
Time periods for reSponse.......ccccevvevverevervveseneens 2662 Copending .....cccoevvevreienenieiiens 706.02(f)(2), 706.02(Kk)
After Action Closing Prosecution.............cc.ec..... 2672 706.02(1) to 706.02(1)(3), 709.01
After defective submission ............ccccoceveieene 2666.30 COPIES. ettt 707.05(a)
................................................. 2666.50, 2666.60 Cross, how Cited..........ccovvvrvinerninereenennnn. 107.05(€)
After Office action..........coccevveeveennen. 2662, 2665, 2667 Cross reference addition..........c.cceevvevvieieeieeinnenen, 905.02
To make claims the same in each concurrent Date, determination of ...........c.ccccocerveunnes 707.05(f), 2124
reexamination...........ccoceevevercneneiesenens 2686.01 2126, 2128 to 2128.02
Time reporting by Office personnel................cco...... 2638 Date, exception to the rule...........coceovviniiinnnne. 2124
For a Panel ReVIeW...........cccceveiiiicinicien, 2671.03 Declassified printed matter...........ccocevvvereinnne. 707.05(f)
THE e 2660.02 Defensive publications..........cc.cccoveveienencennn, 901.06(d)
TrANSTEr . 2637 Design application...........ccccovveivneneiencicnenen 707.05(a)
Unpublished legal 0pinions............ccccovvviiniciinnnns 2677 Disclosure, broad...........cocoovvevieneiieneseee e 2123
Reexamination Legal Advisor (RLA)................. 2632, 2633 Disqualification under 35 U.S.C. 103(C) .....ccevvevervrreennne
........................................ 2640, 2641, 2647.02, 2664, 2670 SR—— o X0 2 () [ R e () [€))]
................................... 2675, 2679, 2686.01, 2686.04, 2689 Drawings as prior art..........ccocceeeeverievieninsinsnsinnnnnnnn. 2125
Reexamination Processing System (REPS)........... 103, 2632 Effects of international application publication........ 1857
Reference (See also Priorart) e e 1857.01
AL Series Patent........ccovvviereinieneniseseee s 901.04 Effective date
A.P.C. publication..........ccccccereiviernnneriensienns 901.06(c) Patent ..... 706.02, 706.02(a), 707.05(e), 707.05(f), 715
Abandoned application ...........cccccevereineene 901.02, 2127 Publication ..........ccccoovirvinennne, 706.02(a), 715.01(c),
ADDreviatures ..o 901.06(d) e 1857.01, 2128.02
ADSEFACES ..o 706.02, 901.06(d) Electronic publications.......... 707.05(e), 904.02(c), 2128
AAItioNal .......ccooveriiiiiici 707.05(d) Enabled disclosure ..., 2131.01
AAMISSIONS ..ot 2129 Enabling, plant genetics .........ccooevvivnenieneenen. 2121.03
ANAlogous art........cccceoveererininiennns 904.01(c), 2141.01(a) Enabling, compounds and compositions............. 2121.02
.............................................................. 2143.01, 2145 Enabling, apparatus and articles..........................2121.04
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Reference characters--Regulations, Technology Center (TC) facilities

Sec. No.
EQUIVAIENTS ... 904.01(b)
Every element rule for anticipation..............c.c.e..... 2131
Evidencing the meaning of a term
used in the primary reference..........cccoceeeneee 2131.01
Foreign patent... 706.02, 707.05(e), 901.05(a), 901.05(b)
Forfeited application.........c.ccoeveveivereciercncse e, 901.02
From interference.........ccoevvveveieiencienenece e 1302.12
Incorrect citation................... 707.05(g), 710.06, 1302.12
INOPErability.......covveviiriiiie e 716
Internal documents, confidential......................... 2128.01
INENVENING ..o 201.15, 706.02(b)
Joint patent to applicant and another................. 715.01(a)
...................................................................... 715.01(c)
Listing at allowance..........cccocevevevvncnnnnn 1302.12, 1455
Lost counts in interference..........ccoccevvnicniennnn 2138.01
Multiple reference rejections under
B5USC 102.....ciieirreeireine e 2131.01
Newly discovered after allowance...................... 1308.01
Nonanalogous art
(See also Reference: Analogous art) .............. 2131.05
............................................................ 2141.01(a)
None cited by examiner ............c.co...... 707.05, 707.05(a)
Operability .....cccovevircieee 2121
Ordering official Cross ..........ccceeveriieiiceiinien 903.06
Overcome
under Rule 1.130......cccoovieiineneeieeenere e 718
Under Rule 1.131 (See also Affidavit, swearing back
of reference (37 CFR 1.131))................. 706.02(a)
................................ 706.02(f)(2), 706.02(k), 715
................................... 1302.14, 2132.01, 2133.02
Under Rule 1.132........c.ccceuene. 706.02(f)(2), 706.02(k)
........................................................ 716, 2132.01
Overcoming under 35 U.S.C. 119.......cccevrvrnnnne. 201.15
Paper, orally presented...........ccccceovveieiencncniene 2128.01
Patent ..o 901.04, 2126
Patent, date available ...........ccc.ccoovivveeivicieenn 2126.01
Patent, Foreign (See Foreign patent)
Patent, official number lacking ..........c.cccceevennenn. 901.04
Patent claiming same invention.............. 715.05, 2301.03
Pending application (See also Application) .......... 901.03
Publication of applicant’s invention ................. 715.01(a)
........................................ 715.01(c), 2132.01, 2133.01
Publication, date available ..............ccccocovervnennn. 2128.02
Publication, printed..........ccocooiiiiininiiieee e, 2128
Publications..........ccccevvveeveennee. 706.02, 707.05(e), 901.06
........................................... 2131.01, 2132.01, 2133.01
Published abstracts of application........ 706.02, 711.06(a)
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Sec. No.
......................................................... 2131.01, 2133.01
Rejection over broad disclosure instead
of preferred embodiments..........ccocevvireiiicnenns 2123
Replacement of MisSSiNg .......ccocevvvivenviineiienens 901.09
Same asSigNEe ......cccevevveveerreriennens 706.02(f)(2), 706.02(K)
............... 706.02(1) to 706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent ...........cccocvvevnineinincinn, 904.02
Statutory bar ..o 706.02(a), 201.13, 2133.02
Statutory section t0 USe ......cccecvvvvvvvsrsnnnenns 706.02(a)
Supply procedure ............... 707.05(a), 707.05(g), 710.06
Swearing back (See also Affidavit, swearing back of
reference (37 CFR 1.131))...cccccovviinvnrnnnnnee 706.02(k)
................................................. 715, 2132.01, 2133.02
TRESIS . 2128.01
ULHIEY oo 2122
“Well known in the art,” supported by................. 2144.03
Reference characters.........ccccooiviiniiininicicee, 608.01(g)
Reference to foreign application....... 202.03, 202.04, 901.03
Reference to prior patent ..........cocccvvvvveneiencrnnens 608.01(p)
......................................................... 608.01(r), 901.03

Reference to related application (See Cross-noting)
Reference to related application for disclosure...... 608.01(p)
Refile application (See also Application; Substitute

APPLICAtION) ..veveiiiicecce e 201.10
Refunds (See also Fee; Deposit account) ........... 509, 607.02
Additional invention or species....... 803.03(a), 803.03(b)
Canceled Claims ........ccooeiiiiiiiee e 506
Correspondence address..........ccoce.e... 509.03, 2540, 2542
Filing fee .....cocoovvveivicinnnn, 201.04(b), 503, 506, 601.01(a)
International applications................ 1002.02(p), 1827.01
........................................................... 1850, 1864
International search fee .........ccccoeiiiiiennns 707, 1827.01
........................................................... 1852, 1859
ISSUE TEE....cveecrei e 1308.01, 1308.03
Maintenance fee................ 2520, 2540, 2542, 2550, 2590
Oral heariNg......ccevveveriere e 1209
Publication fee........ccooiiiiiiiiiii 1126
Reexamination
EX Parte....ccccooveveenieenieenie e 2215, 2247, 2248
Inter partes.......cccccevvevieevce e 2615, 2647, 2648
Refund Section, Office of Finance........... 509.03, 607.02
Petition e ..o 506.02
Small entity fee ..o 509.03, 2550
Statutory Invention Registration (SIR)..........c.......... 1109
Refusal to publish SIR.........ccccooveieieie e, 1105
Registration, Attorney or agent...........ccoceevevvernennn. 402, 1702
Regulations, Technology Center (TC) facilities.............. 510
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Regulations, public search room-- Reissue application

Sec. No.
Regulations, public search room...........ccccevvvieviviininnnnns 510
Rehearing by Board of Patent Appeals and Interferences
........................ 1002.02(j), 1214.01, 1214.03, 1214.04
Reissue application...........c.ccooeeveenciciencnienn 1401 to 1470
Absolute intervening rights..........cccoovvvineinennnn, 1460
ACCESS 0. 103, 724.04(b), 1430, 1470
Acknowledgment of protest...........ccccevevieviennnn 1901.05
Additional information required .......... 1442.01, 1442.04
Adjudication of original patent............ccc.ccoeene. 144201
ATOWANCE ... 1455
AmeNdmMEeNt........cocvevveeeeiieeeecce e 714, 1411, 1453
EXABMINEI™S. ot 1455
OFf drawings .....coeevereenene i, 1413, 1453
So that reissue can be merged with ex parte
reexXamination...........ccecvevvveeeieneene e e 2285
So that reissue can be merged with inter partes
reexamination...........ccoeevveveieneneienenens 2686.03
Amends or corrects original patent........... 1400.01, 1402
Appeal Drief ... 1454
Assignee CoNSeNt ........ccccvvevvereerennn 1410.01, 1443, 1451
Broadened..........ccooeveiieniiniinniees 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer ........ 1490
Certificate of correction.............. 1411.01, 1412.04, 1443
........................................................ 1480 to 1485
Claim
Broadening ........c.cceeveeveinerienenennnnns 1412.02, 1412.03
Dependent.........cccveveieeveie e 1412.03
FOrmat .....coveiie e 1411, 1453
NUMDEIING ..o 1451, 1455
Oath requUIremMent..........oceovvvrernineseeee e 1414
Printed in Official Gazette .........c..cccevevrervrnnnnne. 1455
Same invention as original patent.................... 1412.01
TOO NAITOW ... e 1402
Collateral estoppel ........ccocvevveveiievieniiiecreiecene, 2112.01
Consent by assignee..........ccceeeeuenee. 1410.01, 1443, 1451
CONEENL. ... s 1410
Continuation .........cccvevveinernennnnn 1410.01, 1414, 1451
Copending application reference ........ccccccceevvervennenn 1402
Copending ex parte reexamination proceedings...... 2285
Copending inter partes reexamination proceedings
........................................................................ 2686.03
Correct INAJEUACIES........coerveeierieeie e 1402
Court decision involving original patent............. 1442.01
Court ordered ........cocoevveeieienere e 1442.05
CroSS NOLING ....eovvrieieeeiieeeie e 1451, 1455
Deceptive iNtention ..........cccoeeiirenneneseseceee 1414
Declaration...........cccceveevene 1410.01, 1414, 1414.01, 1444
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Sec. No.
Supplemental...........cccooeiiniienne 1414.01, 1444, 1455
Defective oath, ground for rejection................. 706.03(x)
............................................................................. 1414
Dependent Claim..........ccoovirenineneeeeeee e 1455
DS][ o PSR 1457
DilIgENCE ..o 1403
DiSCIAIMET ..vvveiciicicee s 1411.01, 1450
Divisional ..........ccocevveeveiiieicieiens 1002.02(b), 1410.01
................................ 1412.01, 1414, 1450, 1451, 1457
Domestic priority, delayed claim ..............cccvneee. 201.11
Double patenting ........ccccovveiveeevieieie e 1451
DraWings ....covevevereeienereeeneseseseseeeennes 1413, 1414, 1453
Duty of disclosure ...........ccccoeeviereeenne. 1406, 1418, 1448
.......................................................... 2001.06(c), 2003
EFS-Web filing of ..o 502.05, 1410
Election of SPECIES......ccoveveieiiirre e 1450
Equitable intervening rights .........cccccoeiinnicicnenne. 1460
Error correction after allowance
.............................................................. 1414.01, 1444
Error in original patent.......... 1401, 1402, 1414, 1414.01
EXamination ........c.ccocoevveniiienencsieneenns 1440, 1443, 1445
Review of Oath/Declaration.............ccoceevvevreinnne. 1444
Examiner Reissue Guide and Checklist ................... 1443
Expedited examination....... 708.01, 1441, 1442, 1442.03
[ 1CT] o PSR 1457
Expired patent ........cccoevveiieiieeee e 1415.01
Filing T8 .o 1415
Final Office action..........c.ccoovviiiiiinc 1443
Foreign priority claim............. 201.14, 201.16, 201.14(b)
................................................................... 1402, 1417
FOrMat ......coooovveiii e 1410, 1411, 1411.01
Fraud ....coooooeiieeeesee e 1448, 2012
Grounds for filing.........cccoeoviiiiinnces 1402
Inequitable conduct ...........ccocevvvviieiiiiinnenns 1448, 2010
Information disclosure statement ............ccccccvevenne. 2003
Initial examiner reVIeW. ........cccoovvvveinineeneneenienns 1443
Inoperative or invalid, Oath requirement ................. 1414
INSPECLION ..o 103
INErfErenCe ...oocvvvcveeeee e 1449.02
Interference on original patent concurrent with .. 1449.01
Intervening rights ..o 1460
INVeNntorship error........ccoceveveveninencennee 1402, 1412.04
List Of referenCes.......ccooveveveniieiecereeeece e, 1455
Litigation involved........ 1404, 1442.01 to 1442.05, 1443
Marking envelope ........ccccccevevevevesnse e 1404
Litigation protest ........cccevvevveveverevesese e 1901.03
Maintenance fees on original patent.................... 1415.01



INDEX

Rejected application--Rejection

Sec. No.
Merger of reissue applications after restriction........ 1450
Merger of reissue application with ex parte
FEEXAMINALION ......viviiveieiiiirieeeeeee e 2285
Merger of reissue application with inter partes
reeXamination.........cecevvererievenese s 2686.03
Multiple filings ....covoveeee e 1451
NEW MALLET.....coiiiieiii e 1411.02
Numbering of claims .........cccceeeieiiniieiee, 1451, 1453
Notice in original file.........c.ccccoviiininiiiine, 202.05
Oath ocvveccicce 1414, 1414.01, 1444
Primary examiner’s decision ...........ccccccvvvrernne 1004
Supplemental ...........cccceevvvennene, 1414.01, 1444, 1455
Offer to surrender patent (not required).................. 1416
Official Gazette
Claim to be printed in ..o, 1455
Filing notice in.......cccooeveverennnn, 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature..........cccvvvveeveiicenciseseae 1411.02
Open to publiC.........cooceveieniiiiiiene, 103, 1430, 1470
Ordering copies of papersin file.........c.ccccooniinens 1430
OWNErship.....ccccovvvvvveceeeeees 201.12, 1410.01, 1443
Patent SEreS .....coveviereeie e 901.04
Patent term, affect On........ccccooevv i 1405
Petition to merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
..................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
reeXamination.........ccocvevevererenesese e eeeenes 2686.03
Print of drawing ........cccccevvevevvvnninennns 608.02, 608.02(m)
Prior art consideration............ccoovivveiecienencnenene, 1402
Prior art statement.........cccooeiiiinineneeeeen 1418
Priority cOrrection...........ccoeevvvvvinnnn, 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest ......ccvvereiveese e 1441.01, 1443, 1901
Protest filed in reissue where patent
isin interference.........c.ccocoviiniiiiiiiinnns 1443, 1449
Public aCCeSS ..o 103, 1430, 1470
Recapture of matter..........c.cccoueneee. 706.02(1)(1), 1412.02
Reexamination proceedings copending .............. 1449.01
EX PArte ..ovocee e 2285
Inter partes ........cccccevenneene 2643, 2686, 2686.03, 2695
REJECTION ... 706.03(x)
Request for Continued Examination (RCE)............. 1451
Requirement for information ...........c.cccoceveennen. 1442.04
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Sec. No.
RESEFICLION ..o 1450, 1451
DESIGN .t 1457
Return of original patent ............ccccoevvienciiennennen, 1416
REVIBW .. 1456
Same invention as original patent ....................... 1412.01
Special for examination...... 708.01, 1441, 1442, 1442.03
DESIGN .ottt 1557
Specification................ 1410, 1411, 1411.01, 1453, 1455
SEALUS .o 1430, 1470
Statutory DasiS......ccoveiererere e 1401
Statutory diSClaimer...........ccccveveieeieieicce e 1490
Stayed pending ex parte reexamination .............. 2686.03
Stayed pending inter partes reexamination......... 2686.03
Submission of Papers in .......ccccceeeveveveviencn s, 1404
Suit on original patent ..........cccccceveveveveneienenn, 1442.01
Surrendered patent returned to applicant.................. 1416
SUSPENSION. ....cuviieiestesie e e eeste e sre e e re e e eeeesnens 1450
Terminal disclaimer............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(prior practice) ......cccevevevierevvvrnresennn 608.02(i), 1413
Treatment of protest........cccoccvvvvveievcni i, 1901.06
TWICE FEISSUEH....c.eivieeeiiiiieiiiiecie e 1411
Two month delay period ...........ccccoveuenee. 1441, 1441.01
Rejected application ..........ccccveviineiininciic e 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSNESS) ....vevveieiciesiecieeeie et 706
Abandonment of invention.............. 706.02(d), 706.03(s)
Admission by applicant................. 706.02(c), 2133.03(c)
After allowance of application.................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim ..o, 706.04
After allowance, primary examiner review of.......... 1004
After appeal, new rejection ...........ccoceveninnnene 1207.03
After termination of interference...........cccoovvvinne. 2308
Against public policy ........ccccocviiiiiiiiiien 706.03(a)
AQOregation........cccevererevernse e 2173.05(k)
All valid grounds.........cccocevveveiencnieiene e 707.07(g)
Allowed claim by Board of Patent Appeals and
INErferenCes ....ooveveeeeceeeeeee e 1213.02
Alternative phrases.........ccocoeveineiniinciiennns 2173.05(h)
Anticipation (See also Anticipation rejection) . 706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art) .......cccoeveveiinieiinciee 706.02
Assigned applications, Same applicant ................. 804.03
ALoMIC ENergy ACt.......cccoevveneinineneniee 706.03(b)
AULhOrSRIP. ..o 2137
Backup rejectionsS.........cccvvevvsvsieeieresene e 706.02
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Rejection-- Rejection

Sec. No.
Bar, Statutory............... 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING ..cvvevecieiieceeee et 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim ......ccoooveievee e 1213.02
Breadth.......ccccovveiirice 2173.04
Broadening in reissue application....................... 1412.03
Broader than the disclosure..........c.ccooeveiienennnne. 2173.03
Chemical practice
Markush........ccccoeeevenienecnne, 2173.05(h), 2173.05(0)
Undue breadth ............... 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent..........ococvvereieneninceee, 706.06
Claim presented corresponding to
claim of patent, failure to reply .................... 706.03(u)
ClaIMS .. 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common knowledge..........ccooevviniininiiicnens 2144.03
Commonly assigned..........ccoceevvivrivnnannns 706.02(k), 2146
Computer programming Cases .........c........ 2106, 2161.01
Conflicting applications.............. 706.02(f)(2), 706.02(K)
................................. 706.02(1) to 706.02(1)(3), 709.01
.................................... 715.01(b), 804, 804.01, 804.02
.................................................................. 822, 822.01
Contrasted to objection ...........ccccvvveivvivccvciciennen, 706.01
Copending applications, different inventive entities
............................. 706.02(k), 706.02(1) to 706.02(1)(3)
Cumulative........coovreeinineeee 706.02, 707.07(d)
DediCation.......ccccevveveeeiieeceeece e 715, 1490
Defective reissue oath...........ccccovevrvennne. 706.03(x), 1444
Dependent Claim ..........ccovvvveineneinenecsenns 608.01(n)
Derivation of INVENtioN..........ccccveivieneicnienecsees 2137
Disclaimer.........cccooveieninenciiniennn, 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate Claims .........cccoevervrivrieinneseeieieenn 706.03(k)
Estoppel, defensive publication ..............cccccennee. 711.06
Estoppel, interference ..........cccoovviieicicncncnne 2308.03
Final (See also Final rejection) ......... 706.07 to 706.07(f)
Foreign application, statutory bar ..................... 706.02(e)
Form paragraphs used...........c.cc...... 706.02(i), 706.02(m)
FOMM USEA .o 707
Fraud upon public ..o 706.03(a)
Frivolous invention ..o, 706.03(a)
Full anticipation, expression recommended....... 706.02(i)
...................................................................... 707.07(d)
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Sec. No.

Function of machine..........cccoovviiiiciincnnn 2173.05(v)
Functional claim.........ccccoovviinincinnn 2114, 2173.05(g)
Functional equivalents...........c.ccocooveniieneniennn 2144.06
Generic claim .......cccccoeevvennnnee. 715.02, 806.04, 809.02(a)
Genus and SPECIES .....cccvvvvvrvieearnnne 806.04(h), 806.04(i)
......................................................... 2131.02, 2144.08
Ground clearly stated ............cccoeuee.e. 706.02(j), 707.07(d)
INACCUIALE ......eiiiieiie e 2173.03
Incomplete.....coeveeevevece e, 706.03(c), 707.07(j)
INefiNite ....ooveevcecece e 706.03(d)
INOPEratiVENESS......c.ecveivievicieeieieie e 2164.08(b)
Insufficient disclosure .........cccooeveiiniiencnnn 706.03(c)
Insufficient disclosure, trademark .................... 608.01(v)
Interference, estoppel ..., 2308.03
Interference terminated ............cccccvennee. 706.03(v), 2308
International publication as prior art ............... 706.02(a),
......................................................... 1857.01, 2136.03
Judicial NOICE.......ccerviiiiiiirie e 2144.03
Language Used........cc.coovvvrerineniencnn 706.02(j), 707.07(d)
Linking claim .................. 806.04, 806.05(c), 809, 809.03
Markush, improper............cc....... 2173.05(h), 2173.05(0)
MUItIPIICITY ..o, 2173.05(n)
Negative limitation...........ccccocveiiiiieniinnne, 2173.05(i)
New, after appeal ..o 1207.03
New, after final rejection...........cccccceevevenennns 706.07(e)
NEW MAtter .....coeevvvieirreeceeie e 706.03(0), 2163.06
Nonelected iNVeNtioN..........cccceeveveieiencienine 706.03(m)
Nonstatutory claim ..........cccoceveiiiinnnnn 706.03(a), 2107
Nonstatutory subject matter ............ccccooevvenen. 706.03(a)
Not based on prior art...........ccccoveveienernieneinennnne 706.03
NOL INVENTON ... 706.02(g)
Not readable on disclosure............ccccoceiiniiennn 2173.03
Oath, defective reissue ..........ccoceeeerienne 706.03(x), 1444
Objection distinguished..............ccccveiiineincnnnn, 706.01
Obviousness (See also Obviousness) ..........c.cc.e.... 706.02
..................................................... 706.02(j), 707.07(d)
Official NOLICE. ..o 2144.03
Old combination..........ccoceoeivieiininicicee 2173.05(j)
Omnibus claim ..o, 706.03(d), 2173.05(r)
OmNibus rejection .........coeevvevvineiiirenenns 707.07(d)
Overcoming 35 U.S.C. 102 rejection................ 706.02(b)
Overlapping applications............. 706.02(f)(2), 706.02(k)
................................................ 709.01, 715.01(b), 804
........................................ 804.01, 804.02, 822, 822.01
Perpetual motion ...........cccvervineinciciicie 706.03(a)
Personal remarks avoided.............ccccooreiecnen. 707.07(d)
Previously allowed claim ..........c..cccccevvennene. 706.04, 1004



Rejoinder--Reply
Sec. No. Sec. No.
Prima facie case of obviousness..........cc.ccoeuenes 706.02(j) ATFIAAVIT ..o 1211.03
Printed matter.........cccccoeeveviiiece e 706.03(a) AMENAMENT ..o 1211.01
PrIOF @t ... 706.02 Further Search........ccocvvvvce v 1211.04
Prior art between applicant’s foreign priority date and INgeneral.......coooviiini e 1211
U.S. filing date .......cccooeviiriinene 201.15, 706.02(b) EX parte reexamination ............ccccovvvrirnerennn. 2274, 2275
Product by process........cccoceevvereernnnns 2113, 2173.05(p) Inter partes reexamination ..............c.cc...... 2675, 2675.01
Product of nature.........ccccccevvevvieceececcece e 706.03(2) e 2677, 2681, 2682
PrOLIX oot 2173.05(m) SPECIAL ... 708.01
Provisional rejection.................... 706.02(f)(2), 706.02(k) Removal of application from Office..........cccocovvvrriennnn. 101
.................................................................. 706.02(1)(3) Renumbering claims..........c.ccccovvivneinnciinnnn... 1302.01
Public sale (See also On sale and Public use) ... 706.02(c) Reopening after allowance ...........ccocoveevveriiennnnen, 1308.01
Public use (See also Public use).............cceueuee. 706.02(c) Reopening after court decision ...........ccocceceveienienne. 1216.01
Public use proceeding..........ccccooerveennnns 706.03(v), 720.05 Reopening prosecution after Action Closing Prosecution in
RaNQes ..o, 706.03(c), 2131.03, 2144.05 inter partes reexamination ............cc.coeeveennas 2673, 2673.01
Recapture in reissue application ............ccocvvevnnene 1412.02 Reopening prosecution after Board decision in inter partes
Reissue application FEEXaMINALION ...c.oviveiieiiirees e 2682
Broadened claims ............ 706.03(x), 1412.03, 2163.05 Replenishment of deposit accounts (See Deposit account:
Defective 0ath.........ccooeeerieienniccnn, 706.03(x), 1444 Replenishment)
RECAPIUIE ..o 1412.02 Reply (See also Amendment; Period for reply)
Repeated ... 707.07(f) After abandonment...........cccovvnieinine 714.17
ReS judicata .....ccccveveierieie e 706.03(w) After Board decision ...........c.cceeeeveunnne. 1214.01, 1214.06
Scientific prinCiple......ccoccoovivevveieice e 706.03(a) After final rejection ..........cccoceeeviniiennne 714.12,714.13
Secondary considerations ...........ccccocereereienennns 2131.04 By filing RCE .......cooviiiiic 706.07(h)
Single means claim ..., 2164.08(a) Within 2 months.........ccooeveniiienieee, 706.07(f)
Species and genus.........ccoeeeerereene. 806.04(h), 806.04(i) Attorney arguments.........ccceeevenerennenne, 716.01(c), 2145
................................................. 2131.02, 2144.08 By patent owner in inter partes reexamination (See
Statement of ... 707.07(d) Reexamination, Inter partes: Response by patent
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7) owner)
Suggested claims not made...........cocevevveeenienen, 706.03(u) By third party in inter partes reexamination (See
Technical........coooiiiii 706.03 Reexamination, Inter partes: Response by third party)
Trademark or trade NaMe .........ccocevvvereincrenens 608.01(v) COMPIELE ..o 714.02 to 714.04
Undue breadth..........c.cooeonniinicinnnns 2163.05, 2173.04 Copying claim from patent not a reply............. 711.02(b)
ULHHEY o 706.03(a), 2107 Election requirement ..........c.ccoceovvenninennnnnnn 809.02(a)
VAGUE.....eieiiieieeee e 706.03(d) 818.03(a), 818.03(b), 818.03(c)
Well known inthe art.........c.cccocoieiiiiiiencenne. 2144.03 Formal Matters .........cccovvvvviesvsieneee e 714.02
Rejoinder.........cccooevvennencnn. 806.05(c), 806.05(f), 806.05(h), Incomplete..........cooeovrivenne 710.02(c), 711.02, 711.02(a)
........................................................... 806.05(i), 809, 812.01, cerenneeeennn. 111.03(0), 714.02 to 714.05, 2266.01
.................................................. 821, 821.01, 821.02, 821.04, In ex parte reexamination............cc.ccceeeveivreninnenne... 2266
........................................... 821.04(a), 821.04(b), 1302.04(h) Incomplete, election of species lacking............ 809.02(a)
Related inventions...........c.ccoeeue. 802.01, 806.04(b), 806.05 818.03(b)
............................................. 806.05(j), 808.02, 809.03 Incomplete, proceedings not stayed by petition .......1002
Rejoinder of, generic or linking claim allowable Incomplete, time for completing ............... 710.02(c), 711
...................................................................... 821.04(a) ceereeteennee e snsneenesneenennns 114,03, 2266.01
Rejoinder of, product claim allowable.............. 821.04(b) LAl i 711, 711.02
Related inventions, SPECIeS ........cccevevererennrnnncns 806.04(b) Late, BXCUSEA......cvevrerierieie e sie e 710.02(d)
Remailing Office action ...........cccoovveiiennnne. 707.13, 710.06 Patentability pointed out......... 706.02(b), 714.02, 714.04
Remand by Board Restart period for .......ccoccevvreiineiei e 710.06
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Reply brief-- Restriction

Sec. No.
Restoration of canceled matter...........c..cccevenee. 608.01(s)
Restriction requirement............ccocceevviveivennennn, 818 to 819
Signed by all applicants ..........cccoeveieiiiiicnne 714.01(a)
Statutory Period ........cooereeerecieiene e 710.01
Unmatched with application file.............cc.cccevene 508.03
Reply brief......cocoii 1208
Representative capacity...........cccceevvenene 402, 405, 714.01(c)
Cannot expressly abandon ............cccceeeenee. 711, 711.01
Cannot sign terminal disclaimer ..........cccocoeinenee 1490
INEEIVIBWS ... 405
Representative of foreign assignee...........ccocevvvrenae 302.04
Representative of inventor or owner .................. Chapter 400
Representative Of reqUESEEr ..........ccovveeieienieie e 2213
Representatives of out-of-town attorneys...........c.cc.ee.e. 408
Republication of PG-Pub ..........cccccoevvevinennene 502.05, 1130
Request for Continued Examination (RCE)........... 706.07(h)
After allowance.........cocooevvenviinee 1308
Conditions for filing..........ccocvevviiiiiiiiiiee 706.07(h)
Design application ..........ccoceeeveiicieneneienee 1502.01
Improper CPA treated aS.........cccoeveereienerienens 201.06(d)
Inter partes reexamination of............cccccccvvvvennnnnn 2611
Submission requirement .........ccocoevevererienennnns 706.07(h)
Suspension of action iN........c.ccceeveveieiccieic s 709
Terminal disclaimer, effect in...........ccocooeiiiincnns 1490
Request for ex parte reexamination
DECISION CIItEIIA. . vevverieiiie e 2242
Facsimile submission not permitted...................... 502.01
Notice of request in Official Gazette.............ccue.... 2229
Requester’s representative ...........cccoceeevenencnenene, 2213
Time for filing.......ccooooeiiiiiii 2210, 2211
TiMe t0 deCide ....oovevveveveeceeeeee e 2241

Request for inter partes reexamination (See Reexamination,
Inter partes: Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/R0O/101) ......1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
........................................................................... 1002.02(b)
Request for rehearing of Board decision.............. 1002.02(b)
.................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination.............c.ccoceevvenas 2682, 2683
Request for reinstatement of period of patent term
AAJUSTMENT ... 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
FEPIOAUCEM.......eeiiiceiecieste s 1101
Request to convert provisional application to nonprovisional
APPHCALION ... 1002.02(b)
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Sec. No.

Request to issue patent in name of assignee after issue fee
PRI ...t 1002.02(r)
Requirement for information................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
............................................ 1901.06, 2122, 2123
After the first action on the merits.................... 704.11(b)
Authority for requirement ...........ccccooeiiininienns 704.10
Consideration of information submitted........... 704.14(b)
............................................................. 707.05(b)
Format of requirement.........ccccevvevveveiereniennnns 704.14(a)
Relation to duty of disclosure.................. 704.12(a), 2005

Relationship to information disclosure statements

............................................................ 704.14(d)
REPIY 0. 704.12
Elements of a complete reply.........ccccceennee. 704.12(b)
Time periods for .......cccocvvviviiiiecicce e 704.13
Treatment of an incomplete reply................ 704.12(c)
Scope of requirement ..........c.ccoceeveenen. 704.11, 704.11(a)
What information may be required ......704.11, 704.11(a)
When requirement may be made...................... 704.11(b)
Requirements must be repeated............ccocevvvvriennne 707.07(e)
Requisites of the application.............cccoveevevveievcieieienn, 702
Res judicata.........cc.cuenue. 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request .................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(ii)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

1071 (- o OSSPSR 1123, 1124
Reproduced .........ccooveiiiiiiiice e 1135
Reservation clause in application .......... 608.01(e), 608.01(t)
Residence, Applicant’s.........ccccccevvrevienn. 605.02, 719.02(b)
Resignation of examiner, old cases special................. 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01, 2675.02
Response (See Reply)
Restriction (See also Election; Election of species)
................................................................. Chapter 800
ACtion, EXAMINEI’S ..coveiiveeciee e 814 to 817
Action after, special.........cccccoevviveieriiini e 708.01
ACtion on the MEFItS ......cocvvvvvveireee e 810
Apparatus and process or product ................ 806.05(e) to
............................................................. 806.05(g)
Application referred to second examiner ................... 815
BaSIS .. e 802
Burden, Without SErioUS..........ccceveririereiiience e, 803
Claimed subject matter.........cccccovevevevenesesnneenns 806.01



INDEX

Restrictions on employees of Office--Return of Papers

Sec. No.

Claims to divisible inventions added
before action.........ccccevvvieivciecicic e, 818.02(a)
Combination and subcombination

............................................. 806.05(a), 806.05(c)
ContiNUALTION ....cvveieiececcse s 819
Design application ........c.ccoevevviviiveiercneiesenies 1504.05
DefiNition ..o 802.02
Distinct invention..........c.ccccoeeeveenen. 802.01, 806, 806.05
DiStINCL PrOCESSES ...c.vevveviiveieiesieieie et 806.05(j)
DistinCt Products.........ccccooeeneriieneisenee e 806.05(j)
Election other than express.........cccocevveevereeennnens 818.02
Election fixed by action on claim .........c..ccccoeneeee. 818.01
Final requirement...........cccooeiiennnenene e 821.01
Grouped in parent application............cc.ccoeevvenne. 811.04
IMPrOPEr ..o 803, 806, 808.02
Independent embodiments ......802.01, 806.04(b), 806.06
Independent inventions..............cccue..... 802.01, 803, 806

................................................. 806.06, 808.01(a)
Intermediate-final product ............... 806.04(b), 806.05(j)
INErOAUCTION. ..o 801
Linking claim.806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking claim, traverse of rejection................... 818.03(d)
Markush type claims.........cccccceeevviiinininennnne. 803, 803.02
Nonelected claims, treatment of ................ 821 to0 821.03

Eligible for rejoinder..........cocooeiiiiiininiiis 821

Reissue application ..o 1450
Nonelected invention...................... 706.03(m), 821.04(a)
Nucleotide SEQUENCES.........cccvvvvreirreiriirenns 803.04, 2434
Patentability over prior art.........c.ccoceeenenne 809, 809.03
Patentability report, effect...........ccoceoviiiiiicinennns 807
Petition from requirement..........ccccoccovevrenncnn. 818.03(c)
Process and product or apparatus...................... 806.05(e)

.............................................................. 806.05(qg)
Product and process of Using ..........ccccceevervennn 806.05(h)
Product, process of making and using ............... 806.05(i)
Reasons for holding of independence or distinctness

.......................................................................... 808.01
Reissue application ...........ccccecvvvveevvcieenrennenn, 1450, 1451
Rejection of nonelected claims................... 82110 821.03
Rejoinder..........ccccoevnne. 806.05(c), 806.05(f), 806.05(h),

................................................. 806.05(i), 809, 812.01,

........................................ 821, 821.01, 821.02, 821.04,

................................. 821.04(a), 821.04(b), 1302.04(h)
Related inventions ............... 802.01, 803, 806, 806.04(b)

................................................ 806.05, 808.02, 809.03

Rejoinder of, generic or linking claim allowable

...................................................................... 821.04(a)
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Sec. No.
Rejoinder of, product claim allowable.......... 821.04(b)
Requirement..........cccooeveievenenenceeen, 812, 814 to 817
AdItional ......cccoveveieeec e 811.02
After eleCtion .......coccvevevirie i 818
With traverse........ccocoevevevveniennenn, 818.03(b), 821.01
WithOUL traverse.........ccovveeeeieieiene e 821.02
By group where examinable............cccoeciiiniincnnen, 812
Clear and detailed record ..........cccoovvereiviicicinenns 814
COMPIEBLENESS ...ovvevecveceeceee e 815
Concluding paragraph........ccccceevvivinenns 817, 818.03(b)
Consult other group.........ccoevevvevvereiennenenn, 812.01, 815
Final ..o 810, 818.03
FIrst aCtiON ....ocvevvieieicicece s 811
Patentability ......ccccoovvveiirec e 810
Petition from ..o, 818.03(c)
Reasons for insisting upon ...........c.cccceevnee. 808, 808.02
Rejection on double patenting following........... 804.01
Repeated after withdrawal .............ccccoceveiinennn. 811.03
RePIY 0. 818 to 818.03(d)
Review by examiner with at least partial signatory
AUENOIILY oo 803.01
Submission to TC director ..........ccccevevencrennns 804.04
Second requIreMent.........c.ccoeeeverineneicneneennen, 811.02
SBUUENCES. ...ttt 803.04, 2434
Single Claim ......ccooov i 803
Single embodiment ..o 806.03
Species may be independent or related inventions
.............................................................. 806.04(b)
Species of unclaimed genus ...........cccceeeveneee. 808.01(a)
Subcombination, Combination..... 806.05(a), 806.05(c)
When Made .......ccooeevvenniineneinenecseienns 811, 811.02
Withdrawal..........ccoooeiiiiiii e 819
Subcombinations usable together .....806.05(d), 806.05(j)
Telephone........coooiiii e 812.01
Transitional application...........c.ccccoevveivieniiinnnnn, 803.03
Traverse of requirement................ 818, 818.03(c), 821.01
Restrictions on employees of Office.............cccc...... 309, 409
Restrictions on former employees of Office................. 1702
Retroactive foreign filing license...........c.ccocovvvvninnnnn, 140
Return of Papers
Discourteous matter...........ccccouenne. 714.19, 714.25, 1003
Entered inthe file..........ccooeee. 201.14(c), 719.01, 1003
Return of drawing .........ccocceveiiiiniieiineneenn, 608.02(y)
Return of filing fee ... 607.02
Return of 0ath........c.ccocvvivvvniicicece e 604.04(a)
Return of patent..........ccccvvvvivvieniv e 1416
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Returned Office action-- Rules, Patent (Code of Federal Regulations)

Sec. No.
Return of post card (sometimes postcard or post-card)
................................................................ 503, 1901.05
Returned Office action .........c.ccocevivieiiiieiiic e 707.13
Review at allowancCe ..........cccceeveveieiencne s 1302.01
Review for national SECUFItY .........cccccoveiirereiinenicieiens 115
Review for Government property rights .........c.ccoceoeees 115
Revised statutes (See Statutes)
Revival of abandoned application ..........cccccoceeeienene 711.03
.................................................. 711.03(c), 1002.02(b)
Revocation of agent under PCT .......cccocevveveiieneenne. 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82................. 2222, 2622
Revocation of power of attorney.................. 402.05, 402.07
After AHHOWANCE........ooviiiiireeeee e 2501
Rewritten specification............cccoevvviniincniinenn, 608.01(q)
Right of Appeal Notice (RAN)........ 2666.05, 2666.10, 2667
...................................................... 2671 to 2674, 2677
CONEENL.....eiiee e 2673.02
Right of priority (See also Foreign application)
Foreign application ..........ccccveviiennienennenece, 201.13
Form paragraphs .......ccccccoevevieviennsiniecerees 201.14(c)
Formal requirements.........cccoovvvvvveeeeieeeere s, 201.14
Overcoming a reference.........cc.cocuvue.e. 201.15, 706.02(b)
Papers required ..........ccccooevenenenenieeeeee 201.14(b)
Time for filing Papers .........ccoevveiviicincieene 201.14(a)
U.S. application .......c.ccoevereeniniinesc e 201.11
Right to exclude others...........ccccoeveveiiveiennns 509.02, 1111
........................................................... 1601, 2162
Rights, Transfer of patent or application.................... 509.02
RNA (See Biotechnology; Nucleotide sequences)
Roster of attorneys or agents......... 601.03, 1730, 2205, 2220
Rules, 21 CFR 60.3(D) ...covvveviveiecreeeeeeee e 2751
Rules, Patent (Code of Federal Regulations)
.................................................... Introduction, App. R
10 CFR 810 Cited ...ovveviveieieiieiieie e 140
21 CFR 312.80-312.88 Cited .....ccceovvvrrerirerirnenae 2107.03
37 CFR:
L1 ReProduced .......ccovveveiiiieiesnrieeeeee e 501
1.2 Reproduced .......ccooeeveveeieiencniennns 713.04, 2002.02
1.3 ReProduced ......c.ccceeereeieiiie e 714.25
1.4 Reproduced ....501, 502.02, 502.04, 509.03, 2002.02
1.5 ReProduCed ......ccooerveiiieriiiie e 502
1.6 Reproduced ........ccccoevvviinnnnn 502, 502.01, 505, 513
1.7 ReProduced ........cooeeerieieieieie e 710.05
1.8 ReProduCed .......ccccvrveeriirieiiienieesie e 512
1.9 Reproduced ........ccccoovvreiennennns 201, 201.04(b), 1893
1.10 Reproduced.........cccvevvvrvreeieieriee e 511, 513
Rev. 8, July 2010

I -96

Sec. No.

1.11 Reproduced ........ccoeevrireeiennnn. 103, 1430, 1879.04
1.12 Reproduced ........c.ccovverieineiineneise e 301.01
1.14 Reproduced .......cccevevrvrvrnannne. 101, 102, 103, 104
.............................................. 110, 150, 1128, 1879.04
1.20 Reproduced .......ccccvvvrvrvirernennnn, 2250.03, 2666.04
1.22 Reproduced .......ccoevvevieieienie e 509
1.23 Reproduced .......cccoeoveieiiiiene e 509
1.25 ReproducCed ........ccccovverieinieicineese e 509.01
1.26 Reproduced .......cccovevveieveeriresesninennns 509, 607.02
1.27 Reproduced ......c.ccevvevvereienenesiennn 509.02, 509.03
1.28 Reproduced ........cceeveveiveieiesece e 509.03
1.31 Reproduced .......cccceveeieiiiieie e 401
1.32 Reproduced ........ccccovvirieininieineeseecees 402
1.33 Reproduced .......ccovevveierieiine e 403, 601.03
.................................................. 714.01(a), 2222, 2622
1.34 Reproduced ......cccovevevieieneie s 402
1.36 Reproduced ........cccooeririiiiicee e 402.05
1.41 ReproducCed ........cccovverieiniinieinieeeseeeesees 605
1.42 Reproduced ........ccceevveriviniiniieeeenieae 409.01(a)
1.43 Reproduced .......cccceeveveveieiesere e 409.02
1.45 Reproduced .......cccoovverieenerieinieieiens 605, 605.07
1.47 Reproduced .......cccoeeveveieiieiiesece e 409.03
1.48 Reproduced ........cccoerereeieieiee e 201.03
1.51 ReproducCed ........ccccovvirieininieineecseeecsees 601
1.52 Reproduced .......cccoeevrveinnene. 608.01, 608.05, 2250
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S
Sale, On (See On sale)
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SANCHIONS ... 410
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...................................................... 710.05, 2504, 2506
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............................................................................. 901.06(a)
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...................................................... 2427.02, 2429
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..................................................... 903.03, 905.06
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Design application ..........c.cccoevienenns 1503.01, 1504.04
......................................................... 1504.05, 1504.06
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...................................................................... 706.03(b)
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INEErfEreNCeS. ...ccvieeieeee e 1214.04
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Electronic documents.............cccce.... 707.05(e), 904.02(c)
FEE, PCT ..o 1827
Field of ..o 904.02, 904.02(a)
Not to be given for patented inventions................ 1701
File wrapper notation ................... 705.01(a), 719.05, 904
Incomprehensible disclosure ..........ccccvcvviviiinnnnne 702.01
In Technology Center, by member of public......... 713.02
Informal application..........cccceceveiiienns 702.01, 704.01
INPADOC ...t 901.06(a)
INErfErence .....cocoeiveiiece e 2304.01(a)
INternet ... 707.05(e), 904.02(c)
MeChaNIZed ........ccoeveieeere e 719.05
Notes in classification definitions ................... 902.02(a)
Notes in file wrapper .......... 705.01(a), 719.05, 903.07(a)
Online database (See also Electronic databases)
............................................ 901.06(a), 902.03(e)
OULIINING ..o 904.02(a)
Patentability report........c..ccccvevennne. 705.01(a), 705.01(b)
Prior Xaminer’s......cccooeeeierieenieineseieseseeesieneas 704.01
Procedure ........cccooeeeieneneiieeeee e 704.01, 904
Requirements for information .............. 704.11, 704.11(a)
Restriction requirement...........ccoceovereienencienenas 808.02
IS {ol ] oL S 2112
Selecting pertinent references ..........ccceceeeverernenn 904.03
THHE et 306
Unduly extensive and burdensome............cc.c........ 806.01
............................................ 808.01(a), 818.02(h)
Search exchange, United States-Philippines.................. 1711
Search Notes bOX entries ........cocvvveevirerininiesesienns 719.05
Search facility hours ..., 510, 1730
Search tools, automated............ccccvrenineinennnn, 902.03(e)
Searched BOX eNtHES.......cocvvvverrrie e 719.05
Secrecy, iNgeneral..........ccovvvvveie i 101
Secrecy of international applications..........c..ccccceeevvennene. 120
“Secrecy Order” application...........c.cccceevrennn. 115, 120, 130
After declassification...........cccooeieiineniienieee 130
ATOWANCE ..o 130
Commodity Control LiSt ......c.ccevvevvveriniere e 120
COrreSPONAENCE.......ccvevveiveereeeeiere et 120
Facsimile transmission of correspondence not permitted
............................................................................... 120



INDEX

Secret sale--Service of papers in inter partes reexamination

Sec. No.
Final rejection .......cccoovveveivce e 130
INtErferenCe .....ocoveeieeee e, 130, 2306
Petition for rescission or modification....................... 120
ProSECULION .....ccvveiiiieciei e 130
REVIBW ...ttt 115, 140
Security, Application affecting.......... 120, 121, 130, 140

Secret sale (See On sale)
Security interest in patent, recording (See also Assignment)

....................................................................... 313
Security markings.........cccooeveveieneinnnnns 121, 130, 140, 724
Security screening of new applications................... 115, 140
Security Working Group 3640, applications submitted
.............................. 121, 130, 706.03(b), 1002.02(c)(1)
Self-addressed postcard (See also Postcard, self-addressed)
............................................................................... 503
Sequence listing (See also Sequence rules).............. 2422.03
Database (See Sequence rules)
EFS-Web submission...........ccocevvveveieneniensecnen, 502.05
Hand delivery........ccooooiiiiiiicee 2422.09
Mail Stop (See also Mail Stop) .......c.cccvevrrvnnne 2422.09
Pre-Grant Publications (PG-Pub)..........cccccceeveruenn. 1121
StAteMeNtS.......ocvvereiieeieeeeee e 2422.06, 2422.07
Sequence rules (See also Biotechnology) ........ Chapter 2400
Amendments to sequence listing and computer
readable form ... 2426
Amino acid definition ...........c.cccoevvivicieicnennn, 2422.01
Applications affected, new applications ............. 2421.01
AUhOTIN. ..o 2430
Background information .............ccccceeevenienee. 2401, 2420
Bona fide reply ... 2421.03
Changes to TUIES.......cccoveiiercee e, 2421.04
Coding regions, depiction of.........c.ccccccevvvennnnn. 2423.02
Compliance requirement.............c.ccoeevuenne. 2422.07, 2429
Computer readable format requirement................ 502.05
.............................................................. 2422.04, 2425
Database........cc........ 2421.01, 2421.02, 2421.04, 2422.01
.................... 2422.03, 2422.04, 2423.02, 2424.02
................................... 2424.02, 2425, 2429, 2430
Definitions for nucleotides/amino acids ............. 2422.01
Effective date........coooeveiiniiiice 2401, 2420
Exclusive conformance requirement................... 2422.02
Extensions of time .......ccccovvvernienniniencicse e 2421.03
Format and symbols..........cccccceevvviiiinnnns 2423, 2423.01
Form paragraphs ..o 2427.01
Hand-delivery of sequence listings and
computer readable forms..........c.ccoveveiviennn 2422.09
Helpful hints for compliance ............ccoceovivniiinnnn. 2429
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Informational requirements for
sequence listings...........ccc.e.... 2424, 2424.01, 2424.02
Mandatory information items.................... 2424, 2424.02
Miscellaneous requirements, information ........... 2424.03
New applications.........cccocevevievienienie s, 2421.01
Notice to comply .....cccoveviriiiniiiie, 2421.03, 2427.02
Nucleotide definition..........cccccooeiiiiiiiinicnn 2422.01
Numbering of SEQUENCES .........ccovereriririeerieen 2423.02
Numeric identifiers.........ccooovvvveiicieennn, 2424, 2424.02
Official copy of sequence listing..........ccccvevennne. 2422.04
PatentIn information...........ccccccevenervieneennen, 1730, 2430
Presumptions regarding compliance ................... 2422.08
Previously filed identical computer readable
form, reference to .....ccocovveeverveieiccieeces 2422.05
Replacement of sequence listing and
computer readable form...........ccoccoeveveviicicnen, 2426
Sample sequence liSting ........ccccooeviniiiiiniiiiiee 2431
Sample StatementsS........ccooevvvereinenes e 2428
Sanctions for failure to comply ........cccccevereenn, 2422.07
Sequence identifier requirement..............ccoceeunne. 2422.03
Sequence listing requirement ..........c.ccoceveeivrnnne. 2422.03
Patent Cooperation Treaty (PCT)........... 1823.02, 1848
............................................................................ 2430
Sequence presentation ...........ccoeoeeeveneieneienennns 2423.03
Sequences embedded in application text............. 2422.03
Sequences iN drawings ......cccceeeveveresesesesneenns 2422.02
Statement regarding content of paper and computer
readable copies .........ccccecereenne 502.05, 2422.06, 2428
Statement regarding new matter................ 2422.07, 2428
Summary of requirements ..........ccceeveverceresinnn 2421.02
Variants of a presented sequeNCe ..........cccceevenee. 2422.03
Voluntary complianCe .........ccccooveeienencnencninn 2421.01
WIPO Standard ST. 25, Appendix 2 Tables
Reproduced.........ccoevveiiinieciree e 2422
Cited .o 2422.01, 2423, 2423.01
Sequences, restriction ........c.ccceeveveveveniesenennn 803.04, 2434
SBIIES COURS ...ttt e 503
Series of dependent claims ..........cccoeeviniininne, 608.01(n)
Series, Patent (See Patent)
Service, proof of, in a petition for access .........ccccevvennee. 103
Service of citation in patent...........cccccoevvevviviireiercieins 1901
Service of court papers on Director ..........c.ccoceeveennennns 1216

Service of patent owner statement on requestor in ex parte
reexamination 2242, 2266.03
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Sec. No.
Service of papers in inter partes reexamination....... 2666.06
Certificate Of .....cocovveiiiicirecee 2620, 2666.06
Proof of service.........ccooceevnvnnnnn. 2666.06, 2666.50, 2667
To patent OWNEr ........cccceeveveerinenenn. 2620, 2654, 2666.05
To third party requestor .................. 2654, 2666, 2666.05
Shift of eleCtion .......cccvevveviii i 819
Shoes (See also Search) .........cccocvvvveiviiecieiieieieins 901.07
Shortened statutory period (See also Period for reply;
Statutory period).......cc.ccoeevreiiiiniiinenns 710.02, 710.02(b)
Appeal......cccooviiieiii e 1205, 1214.06, 1215.04
Date of abandonment...........cccocereninniiennnn, 711.04(a)
Drawings.....cooccveveieeieiesese e se e 608.02(b)
Extension of time...........c.ccocevenene 710.02(e), 1002.02(c)
Final rejection .........ccccoovvvvivincinnenn, 706.07, 706.07(b)
........................................ 706.07(f), 706.07(g), 714.13
Informal application............ccocevviieiniieiicie 702.01
Information disclosure statement...................... 609.04(b)
OALN i 602.03
QUAYIE....coiciiieee e 714.14
Reexamination, ex parte ........cc.ccocvvevrennns 2250.01, 2263
................................................ 2265, 2273, 2285, 2286
Statutory Invention Registration (SIR) .......... 1103, 1107
Time limits compared.........c.ccccovveviivicicieiennn, 710.02(d)
Signatory Authority, FUll ... 1004
Signatory Authority, Partial ............ccoccoiiniiiniiiens 1005
Signature
Alteration in specification signed ............ccccceenene 608.01
AMENAMENT.....oiriiiiiie e 714.01
Signature improper ........cccccceeeeuene 714.01(a), 714.01(c)
............................................................. 714.01(d)
Signature Missing ........coceoveerervenenccnenns 714.01(a)
Signed by applicant, not by attorney of
=T070) (o IS 714.01(d)
Signed by attorney not of record .........c..ccceeevennne. 405
Applicant.......c..cocecevenne 605.04(a), 605.04(d), 605.04(e)
Applicant changes name .... 201.03, 605.04(c), 719.02(b)
Applicant, international application..............cc.co...... 1820
Applicant unable to Write...........cceevveivininenn, 605.04(d)
Application PAPersS........cccveverererinieeee e 605.04(a)
Attorney or agent not of record...........cccocevenernnnnn. 405
Certification, effect of .......cccoevvviciiciiiceec, 401, 410
Continued prosecution application................... 201.06(d)
Correction 0f NAME ...c..ovvevevecrcecece e 605.04(c)
Express abandonment ............ccooeoiiiiiiennnne 711,711.01
Facsimile......ccccovvvivieiiiiicieccec e, 502.01, 502.02
Full, first or middle name ..........cccvevvvvrieinnenn 605.04(b)
Required 0N eVEry Paper .......ccoeevereveneresenieesienens 402
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Title With oo 605.04(e)
Uniformity with name ..........ccccoeoiniincneennns 605.04(b
Signing, continued prosecution application........... 201.06(d)
Signing examiner’s letter.................. 706.07, 707.08, 707.09
Signing file Wrapper ........ccccoovvevviviveverer e 1302.13
Simulated tests in the specification........................ 608.01(p)
Simultaneous issue of patents..........cccocvereienennene 1306.02
Single means claim..........ccccoeeveniinenne, 2164.08(a), 2181
Size of paper (See A4 size paper; Paper size)
Sketch of subject matter of claims...........c..cccoe...e. 904.01(a)
Small BUSINESS ACL.......coriiiieiiiieireeeec s 509.02
Small Business Administration...........cccccceeevencnennne 509.02
Small entity status (See also Fee)
Change of Status ........coevvireiiiree 509.03
Claiming StatuS........ccovevererenrnie e 509.03
Correcting StatUs.........cevvevverereseseeeereesie e sresee s 509.03
Definition ......cooviiiiiiiic e 509.02
Established in parent application...................... 201.06(c)
FEES e 509.02
Government organizations ..........cccceeeeveriereseneenns 509.02
IMProper PayMeNt ..........ccceeveeieiiir i 509.03
Independent INVENLOT..........cccvvveeeeeiicie e 509.02
Maintenance fees.........ccccoererenenienn 509.03, 2515, 2550
Nonprofit organization ............c.cc.ceeevenen. 509.02, 509.03
RefuNd.....ccoooviiiiii e 509.03, 607.02
Small business coNCern .........cccvevvvernreinennnnn, 509.02
Statement verified ..o 509.03
Transfer of invention rightsS.........cccccoociiiiiniienne 509.02
Solicitor’s Office (See Office of Solicitor)
Sources of information to disclose............ccccocerveienns 2001.06
Special application.........cccccccevevieiieninninnrene, 708 to 708.03
Accelerated examination ...........c.ccecevveienenenennens 708.02
Allowable application, except for form............. 707.07(j)
.............................................. 710.02(b), 714.14, 1301
Appealed application...........ccocevvverinenniie 1204
Applicant’s age, health....................... 708.02, 1002.02(s)
Biotechnology case, small entity..........c.cc.cooveuneen. 708.02
CaANCEN it 708.02, 1002.02(s)
Counter-terrorism inventions ............. 708.02, 1002.02(s)
DNA .o 708.02
ENEIQY coveeeceee et 708.02
Environmental Quality Program ..................... 1002.02(s)
Five year pendency........ccocueverereeiene e 707.02
HIV/IAIDS ..., 708.02, 1002.02(s)
Infringement.........cccooevevie i, 708.02, 1002.02(s)
LS ot 708.01
Manufacture ........ccoceoveeiiiiicieee, 708.02, 1002.02(s)



INDEX

Special examining procedure--Stamp

Sec. No.
Patent printing priority........cccccoevevvviviieeieresesesenn 1309
Petition to make .........cccceevvevvecnrennane, 708.02, 1002.02(s)
Reexamination
EX PAIe ..o 2261
INTEr PATES ..o 2661
Reissue application .........ccccceevvvvvvrnnnnn 706.03(x), 1442
Remanded by Board...........c.cccocevieviinnninincinnenn, 708.01
Revived applications. ........c.ccoovvvriieieienenn 711.03(c)
SUPErcoNdUCEIVILY .....cevveeiireiieeeeee e 708.02
Special examining procedure ...........cccccvereenereienne. 708.02
Special Program Examiner (SPRE)........... 103, 706.02(1)(1),
....... 1415.01, 1442.02, 1442.03, 1443, 1448, 1449.01,
...1455, 1456, 1825, 1845.01, 1851, 1896, 2633, 2641
Petitions decided..........ccoevereiiiiiciinciccie 1002.02(s)
SPECIES ...cvvvveeirieiiens 806.01, 806.04, 806.04(h), 806.04(d)
................................... 806.04(e), 806.04(f), 806.04(h)
................................... 806.04(i), 808.01(a), 809.02(a)
Anticipation by a generic chemical formula....... 2131.02
Anticipation of a genus by the species................ 2131.02
Cancellation of species claims................. 821.01, 821.02
Claims restricted t0........ccocvvvvvviviiveieeercie s 806.04(e)
Election of (See Election of species)
How recognized.......c.cccocevevvivnnceeeeeeie e, 806.04(f)
Independent inventions............cc.cceue.ee. 802.01, 808.01(a)
Mutually exclusive characteristics.................... 806.04(f)
ObViousNess Of ........ccccvveviveieicerere e 2144.08
Patentably distinct...........cccccoeveiiiiieiniecree, 806.04(h)
Patentability over genus........c.cccceceevevevnrennnne. 806.04(h)
Plural.......ccoooviiiiiie, 706.03(k), 806.04, 808.01(a)
REISSUE ...ttt 1450
REJECHION ..o 806.04(h), 2131.02
Related .......cccvvvirciece e 806.04(b)
Withdrawal of species claim................... 821.01, 821.02
Specification (See also Disclosure).................. 608.01, 2161
Amendment, manner of making ..........c.ccoceevvenennen. 714
AITaNgemMeNt .......ccoovvveiieiee e 608.01(a)
Background of the invention.............ccccceevnnnn. 608.01(c)
Best mode (See also Best mode).........ccccceeveiviiennne 2165
Brief description of drawings...........c.ccccceerene. 608.01(f)
Brief summary of invention...............ccccoeeene. 608.01(d)
British English spellings in..........ccccovvneniinenn 608.01
British provisional and complete ..........cc.ccocvvvnene 201.15
Changes prior to filing........ccccoeeeenene 601.01(a), 608.01
Completeness..........c........ 608.01(p), 2161, 2163 to 2165
Computer iStS.......ooveiriiireeeeee e 608.05
Confused by amendments.................. 608.01(q), 1302.02
Content Of ..o 608.01(a)
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Continued prosecution application................... 201.06(d)
CopYNGhES IN ..o 1512
Correction by examiner’s amendment...........ccoceevevverienn.
................................................. 1302.04 to 1302.04(g)
Correction by initialing ........c.cccoevevivniieinn, 1302.04
Cross-noting of related applications.................... 1302.04
Defines claim term .......c.cooeoeiiiinc i 2111.01
Derogatory remarks prohibited ..............cccc...... 608.01(r)
Description......cccccevvvevevnnennn, 608.01(g), 2163, 2163.02
Design application...........cccocevvverivvievnninse s, 1503.01
Detailed description of invention ..................... 608.01(g)
Enablement (See also Enablement)............c.cccouee. 2164
English [anguage ..........ccooeveiiiniiininciieccies 608.01
Facsimile transSmisSion ..........ccccvevvereieneneieniennas 608.01
FONE s 608.01
FOrMAt ..o 608.01
HIUSErAtioNS IN...c.eoiiiiiieiee e 608.01
Incorporation by reference .........ccocovevereinenn 2163.07
Interlineation prior to filing.........cccccovveveininenn 608.01
Language faulty.........cccoevevieiinnne e, 608.01
MISSING PAGES....eveeeeiieieeierie et 601.01(d)
New matter.....c.cooeeevervienas 608.04, 706.03(0), 2163.06
Omitted Pages.......ccovvereenennenieinnen, 201.17, 601.01(d)
Paragraph numbering ..........cccccovvnininenne 608.01, 714
PartS....c.ooiie e 608.01(a)
Provisional application...........cc.ccoceveveveieinns 601.01(b)
Reference characters corrected............ccooevvrennnns 1302.04
Reissue application...........cooveeeeieienciencseeeene 1411
Requirements for ... 2161
RETUIM ... 608.01
REWTIEN ... 608.01(q), 1302.02
SIGNALUE ..o 605.04(a)
Substitute, amendment including ............. 714.19, 714.20
Substitute specification .......... 608.01(q), 714.19, 714.20
Pre-Grant Publication.............ccccccvveeveennee. 502.05, 1120
Summary of iNVeNntion........c.ccoevvevvievieeeeieneenn, 608.01(d)
Table submission on compact disC................... 608.05(b)
Terminology basis for claims............ 608.01(0), 2163.07
Title of INVENLION.....ccccoiii e 606
Title of invention changed...........cccocovvvievciieiennne 606.01
Trademarks iN........ccoovvvvieininnee s 1512
Transfer to another application............c.ccoceevenee. 608.01(t)
Written description (See also Written description) ..2163
Specimen, Composition of matter ...........cc.ccocvvevinnens 608.03
Specimen, Handling.........ccccocovvvvieieneceecc 608.03(a)
Specimen, Plant application...........ccccceovevevievivinnininenn, 1607
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Stamp-- Statutes

Sec. No.
Stamp
Drafting, no longer required ..........cccccceevernenne. 608.02(0)
Technology Center date...........cooevererinienieneinene 714.18
Office date .........cocuune. 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
FEEXAMINALION .e.vvvveeeeieee e 2217
Statement applying the prior art in an inter partes
FEEXAMINALION ... 2617

Statement, Examiner’s (See also Action)
Statement by inventors when changing inventorship. 201.03

Statement by owner in ex parte reexamination............. 2249
Statement of allowability by Board...........c..ccce...... 1213.01
Statement of invention, coextensive
With Claims ..., 608.01(d)
Statement of invention, reviewed on allowance....... 1302.01
Statement, Prior art (See also Prior art).......... 201.06(d), 609
Status INQUITIES ...evvevee e 102, 203.08
Congressional ......c.cccceveieieneie e 203.08(a)
Maintenance fEeS ........ccooereieiiie e 2570
White HOUSE .....oveiiiiiicireee e 203.08(a)
SEALUS TEHEET .. 203.08
Status letter database..........ccocevvvveneininnncscn 203.08
Status of application............ccccecvvieviieiccc e 102, 203
Abandoned..........coooiiiiii e 203.05
AOWEd OF TN ISSUE ...t 203.04
AMENAEU......oiieieiee et 203.03
INCOMPIELE ..o 203.06
NEW .ottt 203.01
Parent patent application..............cccccceoeienene 102, 201.11
Priority ClaimS.........cooeoviiiiiiiiesee e 102
Published application ..........cccovvniiineiieneee, 1128
Referred to in foreign patent..........cccoceveveriereninnennn 102
] [<101 1o PR 203.02
Statute, CItatioN........ccovveverieeiece e Introduction
Statute of limitations
Citation of prior art........cccccvevvineinneiie e 2204
Term of biological material deposit..............c.o...... 2408
Time for requesting ex parte reexamination.. 2210, 2211
Time for requesting inter partes reexamination....... 2611
Statutes
Atomic Energy Act Cited ...........cccoeevrenne. 120, 140, 150
.................................... 706.03, 706.03(a) to 706.03(b)
Freedom of Information Act...................... 1002.02(k)(2)
Public Law 87-333 Cited ........ccceevvervrereirinrienens 201.13
Public Law 94-131......cccceviiiiiiriiccceiene 608.01(n)
Public Law 96-517................... 509.02, 2201, 2209, 2501
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Public Law 97-247 .......cccccocevvvvrinnne 509.02, 509.03, 511
............................................................ 711.03(c), 2501
Public Law 98-622...........ccoovviviieieieie e 605.07
................................................... 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d) ....c.cvevvnene 140
Public Law 102-204 ........ccooveiiierieenienesiesieesie e 2501
Public Law 102-444 ..........cccooeiviierieieieieeeseesesienens 2501
Public Law 103-465................ 201.03, 201.11, 601.01(d)
............................... 706.07(g), 707.05, 715, 715.07(c)
.................................... 803.03, 804.02, 2132, 2138.02
Public Law 105-358 .......ccccvivivierieenieneee e 2501
Public Law 106-113........... 201.04(b), 201.11, 201.14(b)
........................... 505, 510, 512, 706.02(a), 706.02(k),
................................................ 706.02(1)(1), 715, 1402
....... 2201, 2273, 2279, 2501, 2601, 2602, 2611, 2642
Public Law 107-273 Cited.............. 706.02(a), 706.02(k),
........................ 706.07(a), 2201, 2242, 2258.01, 2273,
............................................... 2279, 2601, 2612, 2683
Public Law 108-453 Cited.......... 706.02(k), 706.02(1)(1),
............................................. 706.02(1)(3), 804, 804.03
.............................................................. 2136.01, 2146
Public Law 506 (81st Cong.) Article 136 Cited
..................................................................... 604.03(a)
Revised Statute of 1874..........cccccvvvvvvvnnene. Introduction
5U.S.C.552(8) ccccveieririeieienieisieniee e 2422, 2423
5U.S.C. 6103 Cited .....coevrvririririririeeseiscniens 710.05
TUS.C. 2321ttt 1612
10 U.S.C. 140(C) Cited....coccvreerrrrerieeserieesiesisesieinns 120
15 U.S.C. 15(b) Cited......ccovveriiriciiiriceeeee e 101
15 U.S.C. 1062 Cited .....covovvvverciriceie e 513
17 U.S.C. 401 Cited ..cooveveveeieeieee e 1512
17 U.S.C. 909 Cited ....ccooevveeierrene 608.01, 608.01(v)
18 U.S.C. 1001
(071 (Yo DRSO 402, 711.03(c)
...................................... 715.04, 716.02(g), 2428
ReProduced .........ccoevvvveieiieie e 602
18 U.S.C. 1905 Cited .....oovovvreerrriirieirerieeneneeesenns 101
18 U.S.C. 2071 Reproduced..........ccoerereneneninienens 101
18 U.S.C. 2331 708.02
20 U.S.C. 1000 Cited ......covrvererererririrenririreseneenns 509.02
26 U.S.C. 501 Cited .....covvvvrreririiieineriec e 509.02
28 U.S.C. 1745 Cited ....cocvvvevieieiseiscsce e 901.05
28 U.S.C. 1746
(071 (-0 DTSRRI 602
ReProducCed .........ccecevieiiieireeeeee e 602
35 U.S.C. 2 Reproduced .......ccccevevverierveneresinninnnnan, 1001
35 U.S.C. 3Reproduced .......c.ccooevveeierienenenienienien 1001



INDEX

Statutes--Statutes

Sec. No Sec. No

35 U.S.C. 4 Reproduced .......ccccuverevreniniririsieninns 309 35 U.S.C. 153 Reproduced ...........ccocevvrerevnereennnes 1309
35 U.S.C. 6 Reproduced .........ccocoeerireeririeienenienene 1202 35 U.S.C. 154 Reproduced .........ccccocervverevnerieennes 2701
35 U.S.C. 7 Reproduced .......c.ccccovvnveirenienennnn. 901.06(a) 35 U.S.C. 154, former, Reproduced .........c.cccoennnne. 2720
35 U.S.C. 8 Reproduced .........cccooeivrerveinieinnennns 903.01 35 U.S.C. 156 Reproduced .........ccccocervverrienennnnnns 2751
35 U.S.C. 21 Reproduced .................... 511,513,710.05 e 2752, 2755.01, 2758, 2759
35 U.S.C. 22 Reproduced .........ccocevvverveienerennnns 608.01 35 U.S.C. 157 Reproduced ...........ccocevvverveivnerieinnnes 1101
35 U.S.C. 25 Reproduced ........cccovvvvrrireerinieeninnnene 602 35 U.S.C. 161 Reproduced ........ccceevreeererirererennenen. 1601
35 U.S.C. 26 Reproduced ..........cccoovevreveninieeniennenns 602 35 U.S.C. 162 Reproduced ..... 804, 1605, 2105, 2403.02
35 U.S.C. 41 Reproduced ................... 2268, 2501, 2668 35 U.S.C. 163 Reproduced .........cccovrevrvrreeerennenennn. 1601
35 U.S.C. 42 Reproduced .........ccoceeverereererennenen. 607.02 35 U.S.C. 164 Reproduced .........cccovrevrerrererernenennn. 1608
35 U.S.C. 100 Reproduced ........ccccovrvreeenereneererennnnnn. 701 35U.S.C. 171 Reproduced ...........cccervnee. 1501, 1504.01
35 U.S.C. 101 Reproduced ................ 701, 804, 2107.01 35U.S.C. 172 Reproduced .................. 1504.02, 1504.10
35 U.S.C. 102 Reproduced ..706.02, 706.02(a), 1504.02 35 U.S.C. 173 Reproduced ........ccceoruriererieerereneenen. 1505
........................................... 1857.01, 2131, 2132, 2133 35 U.S.C. 181 Reproduced .........ccccovvvivrnccnrnenen. 115
...................................... 2133.03(c), 2134, 2135, 2136 35 U.S.C. 182 Reproduced .........cccecvvvrveirnennn... 706.03(S)
....................... 2137, 2138, 2217, 2258, 2301.01, 2617 35 U.S.C. 184 Reproduced ....................... 140, 706.03(s)
35 U.S.C. 102(e), former Reproduced .............c...... 2136 35 U.S.C. 185 Reproduced ...........cccceuvneee. 140, 706.03(s)
35 U.S.C. 103 Reproduced ................... 706.02, 706.02(1) 35 U.S.C. 186 Reproduced ........ccccoreiererirenirinieenns 140
................................... 706.02(1)(1), 706.02(n), 804.03 35 U.S.C. 187 Reproduced ........cccevervrereerirenennenn.. 140
.................................................... 1504.03, 2141, 2146 35 U.S.C. 188 Reproduced .........cccovveevrreerennennnnn 140
35 U.S.C. 104 Reproduced ............... 715.07(c), 2301.01 35 U.S.C. 251 Reproduced ...........cccceeuuene. 1401, 1412.03
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601 35 U.S.C. 252 Reproduced ........cccoceverenenenicnieninne 1460
35 U.S.C. 112 Reproduced ........cccorveverirenrrnnnns 1504.04 35 U.S.C. 253 Reproduced ..........cccoceovrereenenieennes 1490
35 U.S.C. 113 Reproduced ..........ccoevvreivncrnennnes 608.02 35 U.S.C. 254 Reproduced .........ccccoevverrienenenennns 1480
35 U.S.C. 114 Reproduced ........cccccervrvrurerirereene. 608.03 35 U.S.C. 255 Reproduced ........ccccovveiererrenrcrnennnnn. 1481
35 U.S.C. 115 Reproduced ........ccccovrvreervrenereneniennne 602 35 U.S.C. 256 Reproduced .........ccccovevvrrireieninnns 1481.02
35U.S.C. 116 Reproduced ..........cceuenee. 409.03, 605.07 35 U.S.C. 261 Reproduced .........ccceevvreeeninneririnienen, 301
35 U.S.C. 117 Reproduced .......ccccevvevveierernns 409.01(a) 35 U.S.C. 262 Reproduced .........ccoceuerenerenenieniennns 301
35 U.S.C. 118 Reproduced ..........ccovveeernirenennns 409.03 35 U.S.C. 267 Reproduced .........cccoevvveeenenienririenenen, 710
35 U.S.C. 119 Reproduced ........ 201.11, 201.13, 201.16 35 U.S.C. 293 Reproduced .........ccccoeervirerrencnnnne 302.04
35 U.S.C. 120 Reproduced .................. 201.11, 1504.20 35 U.S.C. 294 Reproduced .........ccccvcervevirrrencriennienns 311
35 U.S.C. 121 Reproduced .......cccccovvvrrrvnernnn 802, 804 35 U.S.C. 301 Reproduced...........ccoevrrenennen. 2202, 2602
35 U.S.C. 122 Reproduced ..........c.c..... 101, 1120, 1122 35 U.S.C. 302 Reproduced .........ccccoreeerereeerereneenen. 2210
................................................ 1123, 1124, 1132, 1134 35 U.S.C. 303 Reproduced .........ccccevvreeieninircrinnnne. 2240
35 U.S.C. 131 Reproduced ..........ccoeevrermeenieneeiinienns 701 35 U.S.C. 304 Reproduced .........cccocervrernieneninnnnns 2246
35 U.S.C. 132 Reproduced .......... 706.03(0), 706.07(h) , 35 U.S.C. 305 Reproduced .........ccccovvvrnnnnes 2254, 2261
.................................................................... 2304.04(b) 35 U.S.C. 306 Reproduced ...........ccceovnueeee... 1216, 2273
35 U.S.C. 133 Reproduced ...........co..... 710, 2268, 2668 35 U.S.C. 307 Reproduced .........ccccovueenennnes 2288, 2293
35 U.S.C. 134 Reproduced ..........ccoeerveenerennennas 1204 35 U.S.C. 311 Reproduced .........ccccoevrernienereninnnns 2610
35 U.S.C. 135 Reproduced .........cccovveerirenrennnas 2301.01 35 U.S.C. 312 Reproduced .........ccceovrurrererurerereneenen. 2640
35 U.S.C. 141 Reproduced ........ccccovrvrueerenas 1216, 2683 35 U.S.C. 313 Reproduced .........cccrrrevrenreerrcrnennnnn. 2646
35 U.S.C. 142 Reproduced .........cccorverirrarnnnas 1216.01 35 U.S.C. 314 Reproduced ............. 2654, 2661, 2686.04
35 U.S.C. 143 Reproduced .........cccorvrerirenrennns 1216.01 35 U.S.C. 315 Reproduced .........ccccereeenenirencriniennn. 2674
35 U.S.C. 144 Reproduced ........c.ccoevvreiviernennns 1216.01 35 U.S.C. 316 Reproduced ..........ccoeeruenennen. 2688, 2693
35 U.S.C. 145 Reproduced ........ccccoereevrrereneninnnn. 1216 35 U.S.C. 317 Reproduced ........ccccoevrvrrirerenenns 2686.04
35 U.S.C. 146 Reproduced ..........ccoeovreirrerennninnnn. 1216 35 U.S.C. 318 Reproduced .........ccccoevrvrrirercnenns 2686.04
35 U.S.C. 152 Reproduced .......cccevverververuereennrennnnns 307 35 U.S.C. 361 Reproduced .........cccocervrereeivnerinennns 1805
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Statutory authority of Director-- Substitute oath

Sec. No.
35 U.S.C. 362 Reproduced .......cccoeevveveererereeninneenns 1840
35 U.S.C. 363 Reproduced .......ccccceevevveveievienrnnnenn, 1810
35 U.S.C. 365 Reproduced ........cccceeveeeieinnenne 201.13(b)
35 U.S.C. 371 Reproduced .......cccceeereeveieeneenn 1893.01
35 U.S.C. 373 Reproduced ........c.ccoeverevierenniennas 1810
35 U.S.C. 374 Reproduced .......c.ccoevnenne. 1857, 1857.01
42 U.S.C. 141 Cited...coovriirieisirieee e 120
42 U.S.C. 181 Cited....cooevirrieieirieisenieie e 120
42 U.S.C. 2182 Reproduced .......c.ccccoereverenieinienens 150
42 U.S.C. 2457 Reproduced .......c.ccccvovnevireneininnnns 150
Statutory authority of DIrector.........c.ccccvevevinenniinens 1001
Statutory bar..........c.ccee.eine 706.02(a), 2133 to 2133.03(e)(7)
Foreign application ..........ccccoeevenciennns 201.13, 1504.02
OVEICOMING ..cvevenieeiieeeeieeieeeie e 706.02(b)
Rule 1.130 not available ..o, 718
Rule 1.131 not available ..o, 715
Statutory classes of invention, utility ..................... 706.03(a)
Statutory disclaimer (See Disclaimer; Terminal disclaimer)
Statutory estoppel in inter partes reexamination........... 2601
................................................................... 2612, 2614
Statutory Invention Registration (SIR).................... 409.03(j)
................................................................ Chapter 1100
Defensive publication compared..............ccccevvenene 711.06
EFfeCt Of ..o 1111
EXamination.........ccoeevveeiveeiie e 1101, 1103
Provisional application .........c.ccccocvviiieneinennenn, 1101
Publication Of ........cccooeiviiniiiiic e 1111
Refund of fee ..o 1109
Rejections using.........ccocceeevennene 706.02(a), 901.02, 2136
REQUESE TOF ..o 1101
Secrecy order application............cocceevereienenninennns 1103
Statutory period (See also Period for reply: Shortened
statutory period) ........ccoceevvvereinienininienns 710.01, 710.01(a)
Abandonment for failure to reply ........ 711.02, 711.02(a)
APPEALL ... 1205
Broadening claims in a reissue application......... 1412.03
COMPULEA.....ceeieirieieceeeeee e 710.01(a)
Date from which period runs .........cccccoecevevciennns 710.06
Date of abandonment.........cccccoveveieiencnencnne. 711.04(a)
Full statutory period.........ccocoererenierieiencne e 130
Not extendible...........coevniniiniiie, 710.02(e)
Postal Service Emergency.......ccocveevervvererenenieiesennns 511
Property rights statement ..........cccccecvvevienvninneenenen, 150
Reexamination, ex parte .........c.ccoceeeeienennenn 2265, 2272
Reexamination, inter partes..........c.cccoceeenene. 2662, 2665
Secrecy order application...........cccvevrvneininieinienn 130
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Sec. No.
Shortened statutory period (See Shortened statutory
period)

Two periods for reply set .........ccoceue.eee. 710.04, 710.04(a)
Stay of reexamination

[ o= - 2284, 2285

INter Partes.......ccoovvvive v 2686.03, 2686.04
Stay Of reISSUB.....ccveivirireiirireeeee e 1442.02, 2285
Stockholm Revision, Paris Convention (See also Treaties)

.................................................................. 201.13
Strasbourg Agreement (See also Treaties)........c......... 903.09
STIC (See Scientific and Technical Information Center
(STIC))

Subclass, list of patent numbers.........c.cccvvevinnene. 902.03(c)
Subcombination

Aggregation and.........cccceeevvvieireieeieene e 806.05(a)

Combination and ..........cccecvreivenniinensen 802.01

SPECIES ..t 806.04(b)
Subgeneric Markush claims............cocccvveniinens 2173.05(h)
Subject matter, design patent..........c.c.cceeuennen. 1502, 1504.01
Subject matter, NONStatutory ..........cccccevvevvereervereenn, 706.03(a)
Subject matter combinations.............cccoceeeveeienenn 903.02(b)

Submission of amendment or showing of facts after Board

decision 1214.01
Submission of patents or publications, third party....1134.01
Submission to classification unit

Classification of application............ 903.08(d), 903.08(e)
Patentability report.........ccccooeoeiiiiiniiencn, 705.01(a)
Submission of prior art by applicant...................... 707.05(b)
Submission of information by applicant................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file...........c..cccoe.... 1216.02
Subpoena of eXaMINEr ..........coovveieeieieiene e 1701.01
Subscription correspondence address..................... title page
Substantial new question of patentability
In ex parte reexamination................ 2216, 2242, 2258.01
In inter partes reexamination ...............cccveie. 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIGNMENT....c.viieeciese e 306
Copendency 1acking .......c.cocvvevvevieiereseie e 201.11
Definition ......cooviiiiiiiiee e 201.09
Does not carry ownership from parent..............c....... 306
File wrapper/history notation ..........c.cccceceveivnenas 202.02
Reference to parent application................ 201.09, 201.11
Substitute attorney or agent ........cccccevevevenisinsieeceeneeniens 406
SUBSEItULE 08EN ....oveeeieiiece e 602.02



INDEX

Substitute page--Term, Patent

Sec. No.
SUDSEITULE PAJE ...evvvecerereeeeieree e 714.20
Substitute specification ...608.01, 608.01(q), 714.19, 714.20
Amendment incorporating............... 714,714.19, 714.20
NEW MALLET....cviieiiiiiieie e 608.01(q)
Sufficiency of disclosure affidavit ..........cccccoceveiivirnnne, 716
‘Sufficient cause’ for extension of time in ex parte
FEEXAMINALION ....c.viviieiiieeiecrie s 2265
‘Sufficient cause’ for extension of time in inter partes
FEEXAMINALION ....vvvviieeieieee e 2665
Suggested claims, Failure to make.............ccoe..... 706.03(u)
Suggestion of allowable claims
by examiner.........cccoevivviviecinccecice e, 707.07(j), 713.01

Suggestion of claims for interference.2304.03 to 2304.04(b)
Suggestion of claims for interference,

tMe TIMit. e 710.02(c)
Summary of action PTOL-326.........c.ccoevrirninnnncnienn 707
Summary of iNterview.........ccccvevvvvnivenennn, 713.01, 713.04
Summary of INVeNtion........cccccoveeveriiieneienesee e, 608.01(d)
Sunday or holiday, effect on time for reply.................... 502

.................................................. 505, 513, 710.05
Sunday or holiday, effect on reference................... 706.02(a)
Supervisory applications examiner ...........cc.ceevevvenenn. 714.13
Supervisory patent examiner ................. 705.01, 707, 707.02
.................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
............................... 812.01, 903.08(h), 1207, 1207.01,
............................ 1207.02, 1207.03, 1211.01, 1214.07
...................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
............................ 2633, 2636, 2637, 2638, 2641, 2648
.................................................... 2671, 2671.03, 2676
Petitions decided by ........cccovevveveveie i 1002.02(d)
Supervisory review, Rule 1.817 .........cccooevevenenn. 711.03(d)
Supplemental action ... 710.06, 714.05
Supplemental Amendment...........ccccoeiviiniienen 714.03(a)
Supplemental Application Data Sheet (ADS)............ 601.05
Supplemental examiner’s answer ................... 1207.05, 1211
Supplemental oath or declaration...........cccccecevevieiennnnne, 603
After allowance..........cccoooeiininiiiencenns 603.01, 714.16
REISSUB ..ottt 1414.01
Surcharge for late payment of fees

in international application.........c..cccccevevieiieieniniennnns 1827

Surface ornamentation ............c.c....... 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03

Surrender of patent (ot required) ........cc.ccoeeevereenenas 1416
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Sec. No
Suspension

Applicant’s reqUeSt fOr .........cccoovireinieneineecsee 709
Decided by ....ccoovvviiiiciee, 709, 1002.02(c), 1004
Deferral of examination ..........c.ccocvevvivnivnivererencnens 709
Ex parte prosecution during interference............. 2307.03
Not permitted if outstanding Office action................. 709
Of action, because of litigation.............ccccecvvvrnenes 1213
Of action, by OffiCe.....cccceveviiiirieee e, 709
Overlapping application ..........cccceveveverinvennneenn, 709.01

Reexamination
EX PAMe.cciiieiiic e 2283, 2284
Inter partes. ... 2640, 2686.01
Request for, in CPA ..o 709
Request for, iIN RCE ........cccovvvvievevcc e, 709
RUIES... .ottt 1002
Secrecy order application ...........ccoceveveneiesesennnn, 2306
Supplemental Reply ..o, 709

Swearing back of reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

SymbolS, Drawing ......c.cccevveveienesieneseseesieseesiesesnens 608.02
T
Tables submitted on compact disC.........ccceervenee 608.05(b)
Technical dOCUMENtS ........cccvvervvere e 901.06(a)
Technical reJections........cccoceveveiieiesieceeecee e 706.03
Technical support staff duties (See Manual of Clerical
Procedure)
Technology Center Director (See Director of Technology
Center)
Technology Center, papers sent to wWrong .................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection.................. 2173.05(n)
Telephone NUMDENS.........coiiiiiii s 1730
P N1 0] 1112 YR 408, 713.01, 714.01
EXGMINET .ttt 707.08
General information ...........ccccoceiiiiieiinne e 1730
Telephoning of attorney to examiner.................. 408, 713.01
Term, Patent .......coveeieiieeiciiee et 707.05, 2701
Adjustment of ... ..o 2701, 2710, 2730
........................... 2731, 2732, 2733, 2734, 2735, 2736
Determination of ..o 2733
Due care SHOWING........ccovvireiiiniiiiecseecnens 2734
Grounds fOr.......oociiineirec e 2730
Period Of ... 2731
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Terminal disclaimer-- Time to pay maintenance fees

Sec. No.
Reductions t0.......ccccvreirirriris s 2732
Request for reconsideration..............ccccoceevenvnnnnn, 2735
Third party Papers .......ccocevererereeeneeeree e 2736
Continued prosecution application................ccccc.ee... 2701
Deposit of biological material...............cccovvveiininns 2408
DeSIgN ..c.eeiiiieee 1502.01, 1505
DiVISIONAL......cviviiiiiiere e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and..................... 2750 to 2758
Deadling.......ccooovvreeneniienirnns 2754.01 to 2754.03
Duty of disclosure and ...........cccooevvvrericnnnn, 2762
Interim extension ...........coccvuee. 2755.01, 2755.02
Specific Products
Animal drugs........ccccovevenn . 2750, 2751, 2758
Antibiotic drugs......cc.cceevvevevieienenne 2751, 2758
Color additives .........2750, 2751, 2754.01, 2758
Food additives........... 2750, 2751, 2754.01, 2758
Medical devices.............. 2750, 2751, 2753, 2758
Veterinary Biological Products ................... 2750
............................................. 2751, 2756, 2758
Third party Papers.......cccoeeveivereerererereseneens 2736
Withdrawal ..., 2761, 2764
USPTO delays and...........cccceevvvereiveniciesiesiesnen 2710
FOT@IgN . 901.05
Transitional practice ...........c.ccoceevrenee 706.07(g), 803.03
UtHIEY oo 2701
Terminal disclaimer (See also Disclaimer) ................... 1490
Avoiding double patenting rejection................. 706.02(k)
.................. 706.02(1)(3), 804.02, 806.04(i), 1490
Certificate of correction and ............cccceeuenee. 2701, 2720
Continued Prosecution Application (CPA).............. 1490
Continuing applications ..........ccccevveverererieresesens 1490
Copending applications procedure..........cc.cooeevrienae 1490
Informal MemMO .......covviviviiic s 1490
Request for Continued Examination (RCE)............. 1490
REISSUE ..o 1410.01, 1451, 1490
Required for revival.........ccccoevvevvvviicieicnenenn 711.03(c)
ROULING ©o.viiecicceceeece e 1490
SIGNAtUNe IN ..o 402, 1490
Situations where not applicable .................c...c..... 804.03
Withdrawal of ... 1490
Terminology in application................... 608.01(g), 608.01(0)
............................................... 706.03(d), 1302.01
Termination of proceedings ...........cc.ccue.e. 201.11, 711.02(c)
Ex parte reexamination............cccooeveverennieneninennens 2294
Inter partes reexamination...........c.ccccvevvcreienennenn 2694
TESS (Trademark Electronic Search System) .............. 1703
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Sec. No.

TeSt COMMENTS.....cuiiiiiiiieie e 707.07(1)
Testamentary, Letters (See also Administrator or executor)

..................................................................... 409.01(b)

Testimony, eXaMINEr ..........cocvvvreeeereeneneseseseeneas 1701.01

Testimony, public use proceeding ........cccccovvrvrernnnne. 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third aCtion CaSES......cccvvveieriiie e 707.02

Third party reply in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Third party submissions/inquiries/correspondence in

published applications ...........c.ccocevveeneinen. 1134, 1134.01
Time and Activity Report......c..cccccevevevievenennenn, 1704, 1705
Time for claiming benefit of earlier application.......... 201.11
Time for deciding Director

initiated reexamination ............ccocoevvencinnnenns 2211, 2239
Time for deciding reexamination request..............c....... 2241
Time for filing papers, right of priority ............... 201.14(a)
Time for filing Petitions..........coocvvierniienceeeee 1002
Time for requesting reexamination

EX Pt ..o 2210, 2211
INtEE PANTES ....cvviiiieec e 2611
Time for reply (See also Period for reply).......... 702.01, 710
Time for reply to action in reexamination
EX PAIE ..o 2263
INEEE PAITES ..ot 2662
Time limit ... 710.02, 710.02(c)
For making suggested claims..........c.cccccevenene 710.02(c)
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR).........cc.ccovvnenn. 1843.05
Period for reply ... 710
Permanent ink COPY .......ccovvrviniicieninceneeiees 714.07
Priorart filing.......cccccoovviviiveiiiecce e 2204
Reply to final rejection........c.cccoceveiiiiicnnnnnne 706.07(f)
Restriction requirement...........ccoceovevrerinenccnenne 811
Rewrite claims following Board decision ........... 1214.06
Shortened statutory period compared to................ 710.02
.................................................... 710.02(b), 710.02(d)
Statutory period........ccccceveereriiieneennnn, 710.01, 710.01(a)
Transfer of application ..........cccooveiiiiicnnn 903.08(d)
TWO Periods rUNNING ......oovereiireere e 710.04
Time period for owner’s statement..........cc.ccoeveverereenn. 2249
TIMe reporting ....ccveveeerverereseseseeens 2238, 2638, 2671.03
Time to pay maintenance fees .........cccoovvviiniiniininennns 2506



INDEX

Timely submission of protest--Treaties

Sec. No.
Timely submission of protest............cccceveveveiennns 1901.04
Title conveyed by assignment............... 201.12, Chapter 300
Title documents, handling ..........cccocoveiiieninciencee, 317
Title of invention..........ccocviiiiis 606, 1893.03(e)(1)
Change by examiner .........ccceeevrennnn 2660.02, 2686.03
Design application ..........ccccccevevenene. 1503.01, 1504.01(a)
Amendment of ... 1503.01
Use of Trademarks in ........cccovevieneineneinenns 1512
International application ...........c.ccccvvveiincncinennnn, 1821
Plant patent application...........ccccooveiinennieneninennn, 1610
Reviewed at iSSUE..........coeveveeeiveeceieee 606.01, 1302.01
Title rePOrt....ccvce e 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with signature ..., 605.04(e)
Trade secret material .........cccceevevererivvninnennn, 724 t0 724.05
Completeness of file wrapper ..........cccoevvvenennnn, 724.01
Materials submitted covered
by 35U.S.C. 122 ..o 724.04(a)
Method of submitting...........ccooeevviinieniiicicee 724.02
Office treatment and handling ................. 724.04, 724.06
After publication .........cccccooevviv i 724.04(a)
Petition to expunge materials..........ccocvevrvrivnnanns 724.05
Reexamination under 37 CFR 1.11(d)............... 724.04(c)
Reissue under 37 CFR 1.11(D).....ccccoveervrinncne. 724.04(b)
TYPES OF e 724.03
Trade secret submission label ............cocoeveneinennn 724.02
Trademark and trade name................. 608.01(v), 706.03(d)
........................................................ 2173.05(u), App. |
Design patent, relationship t0 .........c.ccooeveieieicnene 1512
Misuse in patent specification..............ccccocevee. 608.01(v)
Trademark Manual of Examining Procedure.......... Foreword
Trademarks, Partial list of ............cccoevvivvvincnnne, Appendix |
Transfer of application
After amendment ... 903.08(c)
After classification decision............c.ccccccereuenne. 903.08(Q)
Allowable application ...........cc.ceoeevnennnn 903.07(b), 1305
Decision of classification examiner.................. 903.08(f)
Divisible INVENLIONS .......coooveiiiiiereeree e 812
INErferenCe ....c.covvveiiice e 2304.01(b)
NBW ...ttt s 903.08(a)
Notification of applicant...........ccccooevvvnenniencnnn 903.08
Outside Technology Center ..........ccccvevvevveiennne 903.08(d)
Primary examiner’s authority .........cc.ccoceeeveivinennns 903.08
Procedure.........ccooevoveeiencncience, 903.08(a), 903.08(d)
Secrecy order application............cccoevrenvinencinenn, 130
Submitted to classification examiner ................ 903.08(d)
Within Technology Center..........c.ccoeeenennennnn. 903.08(d)
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Sec. No.
Transfer of class or subclass...........ccooeveiinincicicne, 903.05
Transfer of drawing ........ccccoevvveieiinicneieic e 608.02(i)
Transfer of reexamination
EX PAITE ..o 2237
INEEEN PAITES ....vvevveceiecieecee e 2637
Transfer of rights to patent or application .................. 509.02
Transfer of specification prohibited...............cc....... 608.01(t)
Transfer of U.S. patent ..o 903.05
Transitional application (See also Application)
After final practice .........ccecvvevvivvivrivieseseene 706.07(g)
Generic claim allowable.............cccccoovvviinnnnn, 803.03(b)
Linking claim allowable...............ccoccoeeninnnnne. 803.03(a)
Patent term ......ccooeeieiee e 2701
Restriction practiCe........ccevvevvevvreresinrnseresesennes 803.03
Transitional Phrases..........cccvevevievisesie e 2111.03
“Characterized by” ......cccooovivveeieiese e 2111.03
“CoMPOSE OF ... 2111.03
“COMPIISING” .o 2111.03, 2173.05(h)
“Consisting essentially of”...........cccoceviiniinennns 2111.03
“Consisting of” ... 2111.03, 2173.05(h)
HCONLAINING” ..o 2111.03
Translation, foreign application or foreign
Priority dOCUMENT.......ccorveiiiiririeee e 201.15
Translations index in STIC.........cccccvviiiiinenn 901.06(a)
Translators in the U.S. Patent and Trademark Office
.............................................................. 901.05(d), 901.06(a)
Transmission, certificate of (See Certificate of mailing or
transmission)
Transmittal Fee, PCT....ccvoivieiii e 1827
Traverse, answer all matters........c.ccccovvievivvevrnrnnn, 707.07(f)
Traverse, division or species requirement .............c.co...... 818
........................... 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim...................... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application) .........ccccceeeevvenene. 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MiCroorganisms) ........ccccuereevrenerireniecnnen, 901.05(b)
.......................................... 2402, 2404.01, 2405, 2408
................................ 2409, 2410.01, 2410.02, 2411.01
European Community DeSign ........ccccoevvvrvinnnnns 1504.10
European Patent Convention....................... 901.05, 1817
......................................................... 1840.01, 1865.01
GATT e 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13, 1504.10
Hague Convention.............. 409.01(b), 602.04(a), 604.04
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Inter-American Convention ...........c.cccvveeerenrenenn 201.13
Libreville Agreement............cccovevevieveienennieannas 201.13
NAFTA ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention...........ccccceeevevencinneennn, 201.13, App. P
Patent Cooperation Treaty (PCT) ............... Chapter 1800
........................................................... App. Al, App. T
Strasbourg Agreement .......ccceevereeieereerereeseneens 903.09
UPOV Convention (See also Plant patent) .... 1612, 1613
Uruguay Round Agreements Act (URAA)....... 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
0] 0111 1Y) S 1801
TUDEIS e 1601
Twenty year term (See Term, Patent)
Two month delay period in reiSSUES.........cccoovrvrvrrrens 1441
Two periods for reply running .........ccoceevvenennienecnn 710.04
Type font.....cocvviviiviecec e 608.01, 1504.01(a)
U
Unavailable inventor ...........ccccovevnnienneeiennae 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation ............ccccceceeueee 608.01(e)
Undelivered mail........c..ccoceovvvieieiiiecieene, 707.13, 1303.02
Undue breadth rejection ...........cccccevevennnne 706.03, 707.07(g)
.................................. 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132))......ccccccu.e. 716.02 to 716.02(g)
Unintentional abandonment (See Abandonment)
United Kingdom priority document.............c.ccoeveneen. 201.15

United States Code (See also Statutes)
United States of America, Foreign language names for

...................................................................... 901.05(a)
Unity of invention............ 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning....... 509.02
Unlocatable Patent or Application Files..................... 508.04
Unmatched Papers........cccvcveveievesese e 508.03
Unofficial subclasses and digests.........ccccocevenennne 903.02(c)
Unscheduled cloSing ... 201.13
Unsigned amendment...........ccovvrerenenieenienn 711, 714.01(a)
Untimely filed (premature) paper prior to order

for ex parte reexamination ..........ccccceeevevevenesesiennn, 2225
Untimely filed (premature) paper prior to order

for inter partes reexamination............cccocceeeererinenen 2625
Untimely response to ex parte reexamination............... 2267
Untimely response to inter partes reexamination ......... 2667
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UPOV Convention (See also Plant patent; Treaties) .....1612
............................................................................. 1613
Uruguay Round Agreements Act (See also Treaties)
........................ 201.04(b), 715, 715.07(c), 2701, 2132
USE ClAIMS ..o 2173.05(q)
Use, Public (See Public use)
USEE PASS...ceveieieeeeeeeesre et 510
USPTO Contact CeNEr .......c.ccveriiereiinienesiieeeeeie s 1730
ULty ClaSSES.....ccveivrciecicieiecre e 902.02
Utility, disclosure in drug cases................. 2164.06, 2164.07
Utility requirement guidelingS.........ccccceoeieniieiciinnnnee 2107
Legal precedent for..........ccccoecvvvvvinnnnnn 2107 to 2107.03
Relationship of enablement to..........ccccccevevinnens 2164.07
Utility lacking, rejection.........ccccceevevvevennennn, 706.03(a), 2107
Utility model.......ccooveieiiiieieieceeceee e 901.05(b)
Utility patent (See also Design application; Patent; Plant
PAENT) ..o 901.04, 1502.01
Application publication ............cc.ccovevrennn. 1120 to 1135
CopIes Of ..o 707.05(a)
Copyrighted material in...........ccocoeoiiiiinnnennn. 608.01(v)
Design patent compared t0.........cccocevvevrenieennen. 1502.01
Double patenting .........cccoeoveereienereiese e 804
Drawings / Photographs ..........c.ccoeeee. 608.01(f), 608.02
Elements of......cccoovvviviiiiec e Chapter 600
Expiration date or term.........cc.ccoceveee. 2211, 2250, 2611
Maintenance feeS.......ccovvrirericiieiee e 2506
Period of enforceability .............ccccu.e. 2204, 2211, 2611
SPECITICALION. ..o 608.01
Utility required ............ 608.01(p), 706.03(a), 2107, 2164.07
Vv
Vague and indefinite rejection (See Indefinite claim)
Validity of patent, examiner comments.............cc.cceue.... 1701
VBNUB....ciiiisttee e s 604.02
Video conference CeNter.........ocvvrveverereseneiesenieenens 713.01
VidE0 tAPES ...veveeeieieeiee et 713.01
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest.........cccoeevevivieieennne. 1901.02, 1901.06
Visitors t0 OFfiCe .....ocoiviiiiiiiice e 510
Voluntary publication.........cccooeviiiiiiennnnnn 502.05, 1133



INDEX

Waiver--X series of patents

Sec. No.
W
Waiver
Of confidentiality ..........ccocoovireiiiiie 103
.............................................. 201.06(d), 1002.02(k)(1)
Of deficiencies in oath or declaration................... 602.03
Of patent rights ........ccccovveniene 706, 711.06, 1101, 1111
OF TUIES o 201.03, 402.10,
............................................................. 602, 711.03(c),
..................... 724.06, 803.04, 1002, 1002.02(b), 1481,
................................. 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window ..........c.ccooeeeeieienencniesicnienn 502
Washington D.C. representatives of attorneys................ 408
When disclosure is made.........c.coovoererniennnnienensenen, 2003
White HOUSE INQUITY .....covveiiiiiiiiccesics 203.08(a)
Who has duty to disCloSe.........ceevrveiieiicieiiieieins 2001.01
WIPO ..o, 201.13,901.04, 1801
WIPO Standards
ST, B 901.05(b), 1851
ST. 10 i 901.05(b)
ST. 14 i 707.05(e), 901.05(b)
ST. 16 i 901.05(b), 1851, 2424.03
ST. 25, Appendix 2
Tables reproduced..........ccocooeveiininniinennenne, 2422
(OF | 1T O 2422.01, 2423, 2423.01
ST. 34 e 901.05(b)

Withdrawal from appeal after remand by Board..1002.02(d)

Withdrawal from iSSUE .........c.ccvverviincienennns 1303.01, 1308
Amendment crossing allowance ............cc.ccccoennen. 714.15
Director’s approval .........c.ccovvrevnenncnennnnns 1003, 1308
Petition for.......c.ccccecevennne 1002.02(b), 1002.02(c), 1308
Quality REVIEW .......ccccoviiiiiiiiie e 1308.03
Refund of fee ..o 1308.01
REJECLION ... 706.04, 1308.01

Withdrawal of abandonment (See Abandonment;

Petition)

Withdrawal of appeal ...........cccocvvviiiiviiecicieceiens 1215.01

Withdrawal of appeal claim .................... 1214.05, 1215.03

Withdrawal of attorney (See also Attorney or agent; Power

of attorney).............. 402.06, 1002.02(s), 1808, 2223, 2560

Withdrawal of claims

I-111

Sec. No.
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected SPECIES.......ccevverererereninne 821.01, 821.02
Withdrawal of final rejection..........ccccoeevviniienen 706.07(e)
Premature final ..o 706.07(d)
Primary decides.........ccvvvviveeevieie e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition)..................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR request .........ccceevevevenescse e 1109
Withdrawal of terminal disclaimer ..........c.ccccooevvivinnnn 1490
Withhold from issue petition ..........cccoceevveinnne 1002.02(c)
Witness, EXaMINEr @S .......ccccvveerieeieienienie e 1701.01
World Trade Organization member countries............ 201.13
World Wide Web address..........ccovvverenienennieneeneen, 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must be in.........cccccoeeveieieinne 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
deSCription ......ccccvvviieieeee e 2163.07
Inherent function, theory or advantage ....... 2163.07(a)
Incorporation by reference.............. 201.17, 608.01(p),
OSSPSR 2163.07(b)
Burden on the examiner ............ccocvevvevvivnvcnnnnnn, 2163.04
Changes to scope of claims............cccccevvvvvnnnnne. 2163.05
Circumstances when iSSUes arise..........cc.ccecveueene. 2163.03
Design application...........cccccovveevnennnne, 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Form paragraphs used to reject ... 706.03(c)
Guidelines for compliance ..........cccovvivviveiercrciennns 2163
NEW MALET ... 2163.06
Requirements for compliance...........c.ccoceveuenee. 2163.02
Support for claimed subject matter ........ 201.11, 2163.01
Corresponding to count in interference................ 2163.03
X
X series of patents (See also Patent)...........cccccevvneene 901.04
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